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PART I 


BASIC TRENDS IN THE RELATION OF GENERAL UNFAIR COMPE- 
TITION LAW TO ANTITRUST LAW* 


Harry D. Nims} 


The law relating to unfair competition may be placed in two categories. 

One is composed of the rules developed by the courts in cases involving mis- 
representation of source and the like, commonly termed “passing off” cases. Such 
rules might be said to constitute orthodox unfair competition law. 

The other category is made up of the provisions of Section 5 of the Federal 
Trade Commission Act of 1914, which declare “unfair methods of competition” 
to be unlawful, and the decisions of the courts construing this section. 

The term “unfair competition” as used in either of these ways has no complete 
or final definition. The problem as to what acts may be illegal within the rules 
of either group is a question of law for the courts. 

The common law of unfair competition and the statutes that regulate unfair 
methods of competition deal with concepts that are never at rest, because the un- 
fair competitor is always improving his methods and making them more difficult 
for the courts and the government to reach. 

By 1914, the meaning of this term “unfair competition,” in the common law, 
had become sufficiently specific to persuade Congress that it was too narrow to 
include the practices with which it was intended the new Federal Trade Commis- 
sion should deal; and for this reason the statutes creating the Commission forbid 
not unfair competition, but “unfair methods of competition.” 

Trade-marks are very old; probably their use antedates the Christian era, 
while the concept of unfair competition in law was practically unknown as recently 
as a hundred years ago. Yet it is now settled law that the rules governing trade- 
marks are a part of the law of unfair competition. 

Probably the most important trend in the relationship of orthodox unfair com- 
petition law to antitrust law is to be found in the comparatively new attitude of the 
government toward the use of trade-marks as an element in commercial practices 
which the government regards as monopolistic or in restraint of trade. The gov- 
ernment assumes that there may be conflict between the public interest and the 
claims of those who assert exclusive rights to trade-marks. 

In considering the situation thus created, we deal with something of an anomaly. 
The government regards monopoly as against public policy—as inimical to the public 
interest—yet it protects and encourages the use of the trade-mark which, in a 
sense, is a monopoly, because government recognizes its value to the public. 

The American public is decidedly trade-mark conscious. Some trade-marks 


* Paper delivered before the Section on Accountant Law of the New York State Bar 
Association, January 26, 1949. 
+ Member, New York Bar. 
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have been recognized and identified by 80 to 90 percent of those to whom they have 
been shown. 

A trade-mark is useful to the public because it enables the public to choose 
intelligently between competing products. It encourages selling methods free from 
deceit and use of labels which enable the consumer to identify the goods which 
he seeks. 

The value of a trade-mark resides in the confidence and faith which the con- 
sumer attaches to it. It has been suggested that a trade-mark symbolizes promises 
that men live by. It is the recognized and protected symbol of the good-will 
and the reputation which a man builds up by honest dealing, hard work and intel- 
ligence, and it accords with public policy to protect its proper use. 

Although trade-marks have existed for centuries, the uses to which they are 
put and the rules governing them change with a changing world. It was inevitable 
that the increasing tempo of competition, the wide use of corporations, the increase 
of advertising and the new methods of taxation should affect trade-marks and the 
law applicable to them. Some of the changes which have been made in the use 
of trade-marks and others that are now urged, contribute to their usefulness to 
the public; others are definitely destructive of such usefulness. 

The government does not attack trade-marks directly. It holds, merely, that 
they may be elements in competitive schemes that violate the antitrust statutes. 

It is probably accurate to say that the uses of trade-marks which the govern- 
ment views with disapproval are uses which, if generally employed, might well seri- 
ously impair public confidence in them, if not in the end destroy that confidence. 

One illustration of such uses may be of interest here. A new article appears 
on the market, or an old article appears in a sufficiently new form to require specific 
identification. An astute merchandiser sees a definite advantage if he can sell the 
new product under a name which the public will use as its generic name, but which 
he can claim is his trade-mark which only he may use; and he may succeed in 
creating a situation in which the only name which the public knows by which to 
ask for this desirable article is the name which appears only on his goods. When 
such a scheme succeeds, the going may become pretty tough for competitiors. 

Such schemes are facilitated by the selection of words as trade-marks which 
easily and naturally become the name of the goods and by the suppression, on the 
goods and in advertising, of any reference to the manufacturer. Marketing and 
advertising an article on such a basis may go a long way toward convincing the 
public that the only article in that particular category which is worth buying is the 
one known only by the name thus popularized. 

And, of course, part of such a scheme is to keep the public in ignorance of any 
usable, rememberable generic name for the article. 

When the public is given little or no opportunity to associate such a name 
with any particular concern, it is easy enough to sell it or loan it or license it without 
the public knowing that, after such transfer, the goods which they have bought 
under this name are now coming from a different source. 

This sort of thing is said to be justified by providing that the owner of the 
trade-mark shall supervise and inspect the goods sold under it by those to whom 
it is loaned ; but often such inspection may be little more than a farce, and in reality 
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amount pretty much to a set-up by which a trade-mark is used to identify mer- 
chandise made by various different concerns, without notice to the public that this 
is the fact. 

In 1938, the English Parliament passed a new trade-mark statute and under 
pressure from various interests inserted in it a provision for the use of trade-marks 
by others than the owner under certain restrictions; such uses have been called 
“registered uses” or “permitted uses” or “uses in relation to goods.” But when 
these provisions of the statute came before the House of Lords, it was held that: 
“If there is one thing that may be described as fundamental in this branch of law, 
it is that the function of a trade-mark is to indicate the origin of the goods to which 
it is applied.” (Aristoc v. Rysta, 62 R. P. C. 65-79.) 

It is implicit in that decision that the story which the trade-mark tells the 
consumer must be accurate. 

There are various other uses of trade-marks which have been criticized by the 
government, such as uses in connection with the allocation of trade territories and 
to prolong a patent monopoly after the expiration of the patent. 

Such uses of trade-marks do not build up the confidence of the public in them 
as accurate symbols of source of the goods, although they may be convenient in ad- 
justing a business to modern conditions. Business must choose between that con- 
venience and public confidence in trade-marks. 

In recent years, in something like twenty cases, the government has charged 
that trade-marks have been used as elements in procedures which the government 
has asserted have created monopoly or restraint of trade. Most of these cases have 
been closed by consent decrees, which regulate the use which the respondents may 
make of its marks or forbid the future use of the marks or enjoin the bringing of 
infringement suits, or the use of the marks in foreign trade, or direct nondiscrim- 
inating use, or order dedication of the trade-mark to the public and the like. 

The government voiced its opposition to such uses of trade-marks by urging 
upon the Congress a clause in the trade-mark statute of 1946 which provides that 
the use of a mark to violate the antitrust laws shall be a defense to claims of in- 
contestability under this statute. 

The government seems to object only to uses of trade-marks which are not con- 
structive with respect to their future usefulness to the public. 

It would seem important, therefore, for us, as lawyers, to advise our clients 
against uses of trade-marks which tend to dilute the confidence of the public in them 
as accurate and trustworthy symbols of the source of the goods, not because by so 
doing the client may encounter objections by government, but because it is to his 
own interest to preserve and insist on uses of trade-marks which will encourage 
public confidence in them. If clients follow such advice they need have no fear, 
for the government approves, supports and encourages all trade-marks when 
properly used. 

We turn now to the second group of the rules of unfair competition, i.e., those 
relating to “unfair methods of competition” under the Federal Trade Commission 
Statute, of which misleading advertising, misbranding, false representation, com- 
mercial bribery, threats of patent and other litigation, boycotts, passing off and price 
fixing are examples. 
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The first report of the Federal Trade Commission stated that “it was empowered 
to leave the shores defined by common law and, taking the knowledge of those de- 
cisions (1.e., those in the orthodox unfair competition cases) with it, to embark on 
an uncharted sea, using commonsense plus the common law for its compass.” 

In the thirty-five years since the organization of the Commission this uncharted 
sea has been steadily explored, with the result that the concepts of monopoly and 
restraint of trade, on the one hand, and those of unfair methods of competition, 
on the other, seem to be drawing closer together and the differences between them 
disappearing. It is now clear that acts which violate the antitrust statutes consti- 
tute unfair methods of competition because of their dangerous tendency to hinder 
competition or create monopoly. Hence it may be said that acts violative of the 
Sherman Law may be unfair methods of competition within the Commission Act, 
but that not all unfair methods of competition assume the proportions of Sherman 
Act violations. 

Furthermore, it is becoming increasingly clear that underneath both the acts 
which violate the antitrust laws and those which constitute unfair methods of com- 
petition lies the common denominator of fairness to competitors and to the con- 
sumer—an intangible concept perhaps, which, like the term “justice,’”’ eludes defini- 
tion. So elusive is it that an attempt made not long ago to apply it to the acts of 
a corporation resulted in a case which took over five years to try and produce a 
record of over 40,000 pages. In the Cement case before the Federal Trade Com- 
mission there was a similar situation. Three years were required to take some 
49,000 pages of testimony and to introduce over 50,000 pages of exhibits, and to 
prepare and submit briefs containing 4,000 pages more. 

Albert Jay Nock tells of a litigation in France that was pending for over 270 
years. So neither of these cases is a record for the time consumed. Nor are all 
such cases of similar complexity, and, of course, usually there are issues other than 
that of fairness involved, but the time and money spent in prosecuting them, both 
in the courts and in administrative bodies, may well cause the profession, the courts, 
and the government to weigh rather carefully the extent to which they contribute 
to public disrespect for the law and the courts. It seems definitely worth while, 
therefore, if possible, to clarify and simplify this concept of fairness and to develop 
simpler and less ponderous methods of applying it to modern business. 

These long, involved cases call to mind the hopes which President Wilson had 
for the new Federal Trade Commission. He believed that it should be a body to 
which business men could go and find out something at least, as to the legality of 
methods they had in mind before they were used, instead of waiting until the gov- 
ernment prosecuted them in the courts as violators of the law. 

Would that this idea might be revived and machinery set up for timely discus- 
sion before any violation of law occurs, or, as President Wilson put it, business 
should not be obliged “to take the risk of falling under the condemnation of the 
law before it can make sure just what the law is,’ and thus reduce the number of 
clashes between government and business, so costly to both. 

But, granting all this, the question still remains: What is unfairness? 

It is said that Carlyle once exclaimed, “Justice is, whether I can define it or 
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not.” So, of unfairness; undoubtedly it is incapable of exact definition, but if from 
now on both the courts and the government, particularly in view of the decision in the 
Cement case, consider that there is a far closer similarity and identity, legally speak- 
ing, between acts which constitute unfair methods of competition and acts which 
violate the antitrust laws than has been realized in the past, it should be easier for 
government to define and explain what it contends constitutes a violation of the 
rules of law involved. 

The present uncertainty on this score is far from constructive. It retards 
business ; it interferes with the relations that should exist between government and 
business in these matters. In the critical days which lie ahead of us neither busi- 
ness or government has any time or funds to expend in quarreling with each other. 
If ever the call was for cooperation in this field, it is now. 

This uncertainty creates litigation which, as pointed out above, as it is now 
conducted, discredits both the courts and the government with many thoughtful 
people who cannot be blamed for not understanding why the present conditions 
need be. 

Perhaps this Association, through its new Section on Antitrust Law, may be 
able to make some contribution toward the improvement of this unfortunate 
situation. 




















STATUS OF FOOD, DRUG, AND COSMETIC TRADE-MARKS* 
Hugo Mockt+ 










In this article no attempt will be made to survey the vast field of food, drug, 
and cosmetic trade-marks, but merely to point out some practical considerations 
which are important to trade-mark owners at this time in these three industries and 
which should motivate their future actions regarding their trade-marks. 

The growth and expansion of business generally in the United States in the 
period from 1905 to the enactment of the Lanham Act in 1946 makes such an ex- 
amination both desirable and necessary. In fact, many of the problems which have 
arisen in these three industries are due to the fact that many of the concerns which 
started as small businesses, limited geographically in scope, have become national 
advertisers with distribution throughout the country. Furthermore, there has been 
the natural expansion into the manufacture or distribution of related merchandise 
not contemplated when the original trade-marks were adopted. Also, there looms 
upon the horizon the vexatious, hazy, and indefinite question of “‘secondary mean- 
ing” which has influenced so many court decisions in these cases. 

















Enlarging the Boundaries and Authority of Original Registrant 


Firstly, there must be emphasized the continuous trend, as far as the law is 
concerned, in the past fifty years of enlarging the boundaries and the authority of 












* Reprinted from the Food, Drug and Cosmetic Quarterly, December, 1948. 
+ Member Lawyers’ Advisory Committee, The United States Trade-Mark Association; 
Counsel, The Toilet Goods Association. 
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the original registrant beyond his immediate merchandise. Today, it seems almost 
medieval to cite the fact that at one time zinc oxide in oil and dry zinc oxide were 
not considered goods of the same descriptive properties. The language of Justice 
Blatchford of the United States Circuit Court in Société Anonyme des Mines et 
Fonderies de Zinc de la Vielle Montagne v. Charles H. Baxter et al., C. D. 1878, 
page 395, is worth quoting merely to emphasize the changes time has brought in 
the law on this subject: 


On the allegations of the bill the plaintiffs can claim this trade-mark only for the dry 
white oxide of zinc. It does not appear that they ever sold that article ground in oil, or 
ever, applied such trade-mark to that article ground in oil. The fact that the defendants 
sell a paint composed of a white oxide of zinc ground in oil, and represent it as contain- 
ing white oxide of zinc made by the plaintiffs, when it does not contain white oxide of 
zinc made by the plaintiffs, is no violation of any trade-mark of the plaintiffs. The de- 
fendants have not sold the dry white oxide in that state. It is not shown that the plaintiffs 
have sold such oxide ground in oil. It is true that the oxide is intended to be ground 
with oil for a paint. So flour is intended to be made into bread. But if a baker should 
falsely stamp his bread with the mark of a particular brand of flour, the maker of such 
brand, if having a trade-mark therefor, could not claim that the baker had violated his 
trade-mark. And so of any other raw material which enters as an ingredient into a 
compound or article of manufacture. 

The application must be denied. 


The Patent Office at one time might register the same mark to different owners 
for wheat flour, macaroni, and bread. There are about 150 registrations of “Royal” 
for food products. The reader will immediately recall quite the opposite trend at 


the present time, especially in enlarging the scope of unique and well-known trade- 
marks, exemplified by the “Rolls-Royce,” “Tiffany,” “Kodak,” and many other 


cases. 

Under the 1905 Act, the Patent Office established fifty classes of merchandise, 
and all goods in one class were, broadly speaking, considered goods of the same 
descriptive properties. The same mark in another class could be registered by some 
one else, as the classification was the basis of registration. 


Discarding the Arbitrary Classification of Goods 


The Lanham Act has discarded the arbitrary classification of goods present in 
the Act of 1905 as a basis for registration. Section 30 of the Lanham Act reads 


as follows: 


The Commissioner shall establish a classification of goods and services, for conven- 
ience of Patent Office administration, but not to limit or extend the applicant’s rights. 
The applicant may register his mark in one application for any or all of the goods or 
services included in one class, upon or in connection with which he is actually using the 
mark. The Commissioner may issue a single certificate for one mark registered in a 
plurality of classes upon payment of a fee equalling the sum of the fees for each registra- 
tion in each class. 


While this section will give added protection to the original owner of a trade- 
mark, it will necessarily be an increasing burden on the Patent Office in administer- 
ing the act, as the language of Section 30 is admittedly much more vague than the 
old rule which permitted registration of a mark already registered in another class, 
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the criterion being the classification, and not possible confusion in trade. Thus, 
under the 1905 Act, cigarettes and cigars would be in one class and pipes and cig- 
arette holders would be in another class ; a non-alcoholic beverage would be in Class 
45, although the same mark may already have been registered by another in Class 
46, Foods. Also, soaps in Class 4, under the 1905 Act, were not held to conflict 
with marks in Class 6 which covered cosmetics, chemicals, and pharmaceuticals 
generally. 
Problems in the Registration of Trade-Marks for Foods 


Perhaps the greatest problem arises in the food class, for at one time the latent 
Office, as above stated, might register the same mark to different concerns for 
bread, for macaroni, and for wheat flour, for candy, for canned fruits and vegeta- 
bles, for meats, etc. 

Hundreds of these registrations were granted between 1905 and 1946, and 
many of them are in the process of being republished under the Lanham Act. When 
business was local and fairly small, these practices, in general, produced no great 
harm or confusion as a small coffee roaster in New York might have his trade 
confined to a small area, or a food wholesaler might use a house brand only in a 
single city and neighborhood. But the practice of the Patent Office in the mean- 
time, has changed so that, at present, the first registrant of a mark in a certain class, 
foods for instance, has the right to cancel all succeeding registrations of the same 
mark in the same class, and the succeeding registrants are deprived of the benefit 
of their registrations made in good faith. Fortunately, the courts do not uniformly 
follow the Patent Office as far as the right to the use of these marks is concerned, 
and attention is called to the fact that Section 19 of the Lanham Act attempts to 
meet this situation in part. Section 19 reads: 

In all inter partes proceedings equitable principles of laches, estoppel, and acquiescence, 
where applicable may be considered and applied. The provisions of this section shall also 
govern proceedings heretofore begun in the Patent Office and not finally determined. 


Contradictions Between Decisions of the Patent Office and of the Courts 


The contradiction between the decisions of the Patent Office and of the courts 
is well illustrated in the Dwinell-Wright cases, 111 F. 2d 490, 132 F. 2d 822, also 
47 F. Supp. 49, and 42 F. Supp. 1016; and in Procter & Gamble v. Prescott, 77 
F. 2d 98, 102 F. 2d 773. 

The facts in the Dwinell-Wright cases were comparatively simple. The Dwinell- 
Wright Company had used the trade-mark “White House” for coffee since 1888 
and for tea since 1907. Subsequently, another concern used “White House” for 
milk, and the National Food Products Co. used the same mark for fruit juices. 

According to these court decisions not only was the original registrant and 
owner of the trade-mark “White House” unable to prevent the use of “White 
House” for milk or fruit juices, but in the case of National Food Products Co. v. 
Dwinell-Wright, the Dwinell-Wright Company was actually enjoined from market- 
ing a blend of fruit juices for the reason that the National Food Products Co. had 
first established a business in the marketing of apple products, apple juice, prune 
juice, and sauerkraut juice. 
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It was held in these cases that, although priority was important where the goods 
of the respective parties were not strictly competitive, a user subsequent to the first 
user, who had used the mark widely and had established a business in non-competi- 
tive items, could not be enjoined from such further use. 

However, in Patent Office cases, despite these decisions, the Dwinell-Wright 
Company generally prevailed and succeeded in preventing the registration of “White 
House” in Class 46 for other goods, such as canned milk and ice cream. (See 
Dwinell-Wright Co. v. Gundlach, 121 F. 2d 639.) 

In the case of Procter & Gamble v. Prescott, 102 F. 2d 773, the court held that 
the product “Oxydol” manufactured by Procter & Gamble was infringed by the 
product “Oxol” manufactured by Prescott. The Circuit Court of Appeals also 
held in a cross-complaint of Prescott v. Procter & Gamble that “Chipso” was not 
an infringement of “Chaso” although the Court of Customs and Patent Appeals 
had cancelled the registration of ‘““Chipso” upon the basis of the “Chaso” registra- 
tion of Prescott (Procter & Gamble v. Prescott, Court of Customs and Patent Ap- 
peals, 77 F. 2d 98). 

In the case of California Packing Corporation v. Tillman & Bendel, Inc., 40 F. 
2d 108, the Court of Customs and Patent Appeals held that Tillman & Bendel could 
not register “Del Monte” for coffee in view of the “Del Monte” registrations for 
canned fruits, preserves, etc. 

The court, however, in Tillman & Bendel, Inc. v. California Packing Corpora- 
tion, 63 F. 2d 498, permitted Tillman & Bendel to use the trade-mark “Del Monte” 
in California, Washington, Oregon, Montana, Nevada, and Arizona, and held that 
Tillman & Bendel could not use the mark “Del Monte” for coffee except in the six 
states mentioned. However, the California Packing Corporation was enjoined from 
using the mark “Del Monte” on coffee in the six western states mentioned. 

A similar contradiction appears in many of the Coca-Cola cases where the Patent 
Office refuses the registration of any mark in combination with “Cola,” such as 
“Rock Cola” (see Coca-Cola v. Jacob Reis Bottling Co., 50 U. S. P. Q. 639), but 
the use of such “Cola” marks in combination with other words has been common 
throughout the United States. Even now, apparently, the practice of the Patent 
Office is to allow the registration of a mark in combination with “Cola” where the 
word “Cola” is disclaimed. If such mark is opposed under the authority of previous 
decisions of the Court of Customs and Patent Appeals, the Patent Office may still 
sustain such oppositions even though the mark successfully opposed can be used 
without hindrance in the United States. In this connection see Coca-Cola Co. v. 
Snow Crest Beverages, Inc., 70 U.S. P. Q. 518. 


Suggestions for the Food Manufacturer or Distributor 


What is the practical rule for the food manufacturer or distributor in view of 
these decisions? Here are some pointers: 

1. Do not let any generalization in the law, in the text books, or in this article 
determine your conduct, which should be determined by the character of your par- 
ticular trade-mark, its history, and the history of similar marks in the same field. 

2. Remember that a unique and invented mark such as “Kodak” or “Yuban,” 
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or a mark which has acquired great secondary meaning, will be given broader pro- 
tection than marks which are considered to be relatively weak marks such as 
“Eagle,” “Star,” “Arrow,” “Blue Ribbon,” “Prize Medal,” “White Bear,” “Red 
Robin,” “Diana,” that is, words which may be entirely valid as trade-marks but have 
become identified with so many trades or industries that they have, in a sense, lost 
their distinctive character. See Pabst Brewing Co. v. Decatur Brewing Co., 284 
Fed. 110 in re “Blue Ribbon.” 

3. Find out to what extent your mark or similar marks have been used in the 
food industry and in what territory. The Del Monte and Dwinell-Wright cases 
above cited are important in this connection. Remember also that a search of the 
records of the United States Patent Office does not give you complete the informa- 
tion regarding the use of many marks. For this information trade directories and 
sometimes state registrations must be consulted. 

4. Do not disturb the status quo unnecessarily. Even if you are able to win 
a trade-mark decision in the Patent Office by cancelling some other concern’s regis- 
tration, the courts may not follow the Patent Office decision as far as use of this 
mark is concerned. 

5 In general, where federal registrations can be obtained, state registrations 
are not recommended. The individual states usually have inadequate research facili- 
ties, and up until this time their policy has been generally to register any mark 
where the application has been in proper form. In certain special circumstances a 
state registration may be worth while, as for instance in the case of a dairy company 
or an ice cream concern which does its business entirely within the confines of a 
single state. 

6. In adopting a new food mark, try to adopt a mark which is a technical mark, 
which is non-descriptive and non-geographical, and, as far as possible, is unique. 

Before leaving the question of the protection of food trade-marks, it should also 
be mentioned that, under the Lanham Act, a limited protection on the Supplemental 
Register may be secured for configurations, boxes, and packages, a protection which 
was not possible under the 1905 Act. 

Slogans may also be protected to a limited extent as “service marks.”’ 


Problems in the Registration of Trade-Marks for Drugs and Cosmetics 


In the field of drugs and cosmetics, some special problems occur. In Class 6 of 
the Patent Office classifications, there have always been included chemicals, medi- 
cines, and pharmaceutical preparations, cosmetics apparently being classified as 
pharmaceutical preparations. 

To what extent does a mark used for a drug anticipate a mark used for cos- 
metics or vice versa? 

In general, a mark used for a drug has hitherto not been considered to anticipate 
a mark used for cosmetics, and vice versa. There are a number of Patent Office 
cases holding to the contrary, but, following the trend, it is very likely that both the 
courts and the Patent Office will tend more and more to deny registration or use 
of a mark used for drugs when adopted by another concern for cosmetics or vice 
versa. In this connection, of course, the doctrine of secondary meaning is import- 
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ant. See United Drug Company (by change of name, United-Rexall Drug Com- 
pany) v. Ar-Ex Cosmetics, Inc.,70 U.S. P. Q. 362; ex parte McKesson & Robbins, 
Incorporated, 73 U. S. P. Q. 296. 

The decisions in the Patent Office at the present time tend to consider drugs and 
cosmetics to be of the same descriptive properties. In the case of ex parte McKes- 
son & Robbins, Incorporated, 73 U.S. P. Q. 296, decided by the Commissioner of 
Patents on May 15, 1947, it was held that toilet preparations have the same descrip- 
tive properties as antiseptic liniments. To the same effect is United Drug Company 
v. Ar-Ex Cosmetics, Inc., 70 U.S. P. Q. 362, where it was held that cosmetic hand 
cream has the same descriptive properties as liniment for internal and external use 
for both man and beast. 

To what extent does a mark registered for soaps, toilet or laundry, anticipate a 
mark registered for cosmetics or vice versa? 

There is one specific decision of the Patent Office, Marshall Field & Company 
v. Betts & Mumpeton, Inc., 8 U.S. P. Q. 425, decided March 23, 1931, in which 
the Commissioner held that toilet soap is goods of the same descriptive properties 
as face powder, face and cleansing creams, extracts, foundation creams, rouge, lip- 
sticks, etc. 

In the case of Antoine de Paris, Inc. v. Napolitan, 60 U. S. P. Q. 252, decided 
232, the Commissioner of Patents held that the word “Lux” for soap was infringed 
by the word “Lux-Gro” for a preparation for the treatment of the hair and scalp. 

In the case of Antoine de Paris, Inc. v. Napolitan, 60 U.S. P. Q. 252, decided 
January 1, 1944, the Commissioner of Patents held that a coiffure preserving fluid 
has the same descriptive properties as soap, cosmetics for body, hands, face, and 
eyes, and perfume. 

However, in general, the Patent Office has been apt to allow a registration for 
cosmetics or perfume even if the mark is already registered for soap by another 
in cases where there is no opposition, but in such a case where an opposition is filed 
and proof of the likelihood of confusion is furnished, the opposition is likely to be 
sustained. 

Other Factors Affecting the Status of Trade-Marks 


There looms also in the picture the question of state rights. It should be noted 
that marks used within a state, although not registered, can continue to be used if 
adopted before the date of usage by any registrant of the same mark in the United 
States Patent Office. 

Important also to consider is the fact that according to Section 49 of the Lanham 
Act “nothing herein shall adversely affect the rights or the enforcement of rights 
in marks acquired in good faith prior to the effective date of this Act,” and under 
Section 46 (b) “registrations now existing under the Act of March 3, 1881, or the 
Act of February 20, 1905, shall continue in full force and effect for the unexpired 
terms thereof and may be renewed under the provisions of Section 9 of this Act. 
Such registrations and the renewals thereof shall be subject to and shall be entitled 
to the benefits of the Provisions of this Act to the same extent and with the same 
force and effect as though registered on the principal register established by this 
Act except as limited in Sections 8, 12, 14 and 15 of this Act.” 
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It must be remembered that the Lanham Act, although passed in 1946, has been 
actually in force only since July 1947, and that some of the broad provisions, such 
as Sections 46 and 49, above cited, remain to be interpreted by the courts. Only 
such judicial seasoning will afford a clear light as to the meaning of some of the 
sections of the Lanham Act. 


Abandonment of a Trade-Mark 


All trade-mark owners must now be mindful of the question of abandonment. 
For the first time, some attempt has been made to define by statute, at least, prima 
facie abandonment. Section 45 of the Lanham Acct states: 

A mark shall be deemed to be “abandoned” (a) when its use has been discontinued 


with intent not to resume. Intent not to resume may be inferred from circumstances. 
Nonuse for two consecutivve years shall be prima facie abandonment. 


Many food, drug, or cosmetic concerns have trade-marks which may be valuable 
and yet for one reason or another are in temporary disuse. Furthermore, under 
the Lanham Act (Section 15), in order to take advantage of the incontestability 
clause of this Act, an affidavit must be filed after five years showing that the mark 
is actively in use. It, therefore, behooves every trade-mark owner, if he wishes to 
retain ownership of trade-marks now dormant, to actually continue using said mark 
in commerce though the extent of such use has nowhere legally been prescribed. 
However, it is thought that mere token sales yearly not based on genuine orders 
would be insufficient to save such trade-marks from a charge of abandonment. 


Acquisition of a Secondary Meaning 


The vexatious question of secondary meaning can scarcely be treated of in an 
article as brief as this, and the subject should be further explored in the standard 
text books on trade-marks such as those by Derenberg, Nims, Callmann, Amdur, 
etc. 

However, secondary meaning may be defined as a bridge between the treatment 
of technical trade-marks as such and the broad subject of competition. For instance, 
an ice cream manufacturer might adopt the word “Smooth” as a trade-mark for 
ice cream and by long use and much advertising the public generally might use the 
word “Smooth” exclusively in connection with his product. This reputation of 
the word “Smooth” for ice cream would be considered “‘secondary meaning”’ al- 
though otherwise the mark is fatally deficient as a technical trade-mark. 

Furthermore, the doctrine of secondary meaning tends to correct what might 
be considered a deficiency in our law in connection with geographical names or sur- 
names which might not be technical trade-marks, but which might very well serve 
as such either by reason of the fact that the geographical name is unknown or that 
the surname may belong or may have belonged to only a single individual or family 
so in that event may actually function as a trade-mark. 

Whoever wrote the plays of Shakespeare, whether it was William Shakespeare, 
Bacon, or some one else, the term “Shakespeare” throughout the world will always 
mean nothing else but the well-known plays published under that name. A dis- 
tinction must be drawn between surnames such as Anderson, Smith, Harrison, and 
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the like, which are comparatively well-known, and names such as Rolls-Royce and 
Tiffany, which are relatively rare or known only in connection with a single busi- 
ness or product. It is on the basis largely of secondary meaning that unique names 
such as “Kodak” or unique surnames such as “Rolls-Royce,” “Tiffany,” and the like 
have been so well protected by the courts. 


Advantages Secured by Registration Under the Lanham Act 


One advantage afforded by registration under the Lanham Act which did not 
apply to marks registered under the 1905 Act is that Section 22 of the Lanham Act 
provides : 


Registration of a mark on the principal register provided by this Act or under the Act 
of March 3, 1881, or the Act of February 20, 1905, shall be constructive notice of the 
registrant’s claim of ownership thereof. 


and also Section 7 (b) provides: 


A certificate of registration of a mark upon the principal register provided by this 
Act shall be prima facie evidence of the validity of the registration, registrant’s ownership 
of the mark, and of registrant’s exclusive right to use the mark in commerce in connec- 
tion with the goods or services specified in the certificate, subject to any conditions and 
limitations stated therein. 


In substance, this means that if a concern has registered a mark in the United 
States Patent Office, although it has used the trade-mark only in commerce within 
several states, a concern in another state where the mark has never been used could 
not lawfully start using the same mark and thus secure priority in that state. Under 
the 1905 Act, unless bad faith could be distinctly shown, registration alone did not 
provide protection in states where the mark had not been used. 


Summary 


Broadly speaking, the Lanham Act, among its other effects, tends to bring a 
closer correspondence between the decisions of the Patent Office and of the courts 
concerning trade-marks. Registration under the Lanham Act confers more affirma- 
tive rights than under the 1905 Act, and the prudent owner of a trade-mark used in 
interstate commerce should register under the Lanham Act. The framers of the 
Act have recognized the problems of business expansion aid national distribution 
involving trade-marks and have attempted to some degree by statute to delimit the 
possibilities of unfair competition. 
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THE PROTECTION IN FRANCE OF A FOREIGN TRADE NAME 


By André Armengaud* 


On January 13, 1939, the Belgian corporation “Sofilaine” founded in Brussels 
on April 12, 1927, sued, before the Civil Court of Lille, the French company “So- 
ciété de Filatures” for interference, by the latter, with its trade name “Sofilaine” 
and infringement of its French trade-mark “‘Sofilaine” registered October 27, 1938, 
and corresponding to its Belgian trade-mark, registered October 6, 1938. 

The reason was that it charged “Société de Filatures” with using the trade-marks 
“Sofil” and “Sofilaine” registered December 23, 1929, and February 2, 1938, to 
designate the same products as those of its own trade, namely, wool-threads. 

Thus, chronologically, the parties were standing as follows: 

12- 4-1927 Creation of the Belgian corporation “Sofilaine.” 

23-12-1929 Registration by “Société de Filatures” of the French trade-mark “Sofil.” 

2- 2-1938 Registration by “Société de Filatures” of the French trade-mark “Sofilaine.” 

6-10-1938 Registration by the Belgian corporation of the Belgian trade- mark “Sofi- 
laine.” 

27-10-1938 Registration by the Belgian corporation of the French trade-mark “Sofi- 
laine.” 


So, the overlapping of the registration dates of the trade-marks was obvious. 

After a lengthy discussion, the Civil Court of Lille, on December 15, 1939, 
sentenced “Société de Filatures” to use no longer the trade-mark and name “Sofil- 
aine,” but dismissed “Sofilaine” corporation of its action against the trade-mark 
“Sofil.” 

How had the Court reasoned? 

It had based its arguments essentially on Clause 8 in the Paris Union Convention 
combined with Clause 2, on the one hand, and on the possibilities of a confusion in 
the matter of infringement of trade-marks, on the other hand. 

Let us examine how the parties presented their argumentation : 

The theses of “Société de Filatures” consisted in claiming, on the one hand, 
that the Belgian corporation “Sofilaine,” though the owner of the trade name “So- 
filaine,” and coming, for its protection in France, under Clause 8 in the Convention, 
could not effectively refer to it, in consideration of the fact that “Sofilaine” was 
not so publicly known as to make possible in France a confusion between the prod- 
ucts of “Sofilaine” corporation and the products sold by “Société de Filatures” 
bearing the trade-mark “Sofil” or “Sofilaine ;” 

On the other hand, that the French regulations protecting trade names and those 
protecting trade-marks were different ; that, indeed, the trade name is protected in 
France by the Act of July 28, 1924, and, internationally, by Clause 8 in the Paris 
Union Convention of 1883 and the trade-mark is protected, in France, by the Act 
of June 23, 1857, and, internationally, by Clauses 6 and 6A in said Convention ; 
and, from that moment, if it was possible for the Belgian corporation “Sofilaine”’ 
to use the trade name “Sofilaine” as a trade-mark, without any obligation of men- 


* Trade-Mark Attorney, Paris, France. 
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tioning it on the products sold, it had, moreover to properly oppose it against the 
trade-marks “‘Sofil” and “Sofilaine” of the defendant to enjoy the priority in France, 
of the name “‘Sofilaine” grounded on a well-known use prior not only to the regis- 
tration of October 27, 1938, but also to the previous one by “Société de Filatures” 
of February 2, 1938. 

That, as the case was not such, ‘‘Sofilaine’’ corporation not having used that 
name as a trade-mark in France, that side of the case was to be rejected. 

The French corporation made its statement clearer, pointing out that it was 
merely as a trade name that the Court could effectively restrain the name of “Sofi- 
laine” registered by the plaintiff prior to 1937 and that, on this point, Clause 8 in 
the Convention of Paris, the effect of which is the exemption from the obligation 
of registration, must not be considered apart from Clause 2 in the same Convention 
laying down the general principle of a protection of the rights of the citizens of 
each contracting country within the boundaries of the protection granted by each 
country to its nationals. 

‘“Sofilaine” corporation’s reply was: 

That, in the first place, the confusion was all the more easy between the names 
“Sofil” and “Sofilaine” as ‘Société de Filatures” had asked, in April 1937, the 
Belgian corporation “Sofil” to cease exploiting in France products marked “Société 
Anonyme Sofilaine” ; 

That, consequently, with a view to its rights of priority, founded on its trade 
name made public in 1927, Clause 8 in the Convention protecting the trade name 
without any obligation of filing or registration, whether part or not of a corporate 
name, had to operate without any restriction or qualification in the same way as if, 
since 1927, the name ‘“‘Sofilaine” had been registered as a trade-mark in France. 

The Court decided, as it were, between the parties, but in a way which, with re- 
gard to international law is very interesting. 

In the first place, it laid aside the claim brought up by “Sofilaine’” against ‘So- 
ciété de Filatures” with respect to the trade-mark “‘Sofil” and with reference to 
the fact that the disposition of the name “Sofil” in a triangle made it impossible to 
mistake it for the bare disposition “Sofilaine,” the analogy of the two syllables “so” 
and “fil” was not, in that case, sufficient to account for an infringement or a cause 
for interdiction, the two syllables being the obvious contraction of the words “So- 
ciété” and “Filatures,” traditional, of course, in the industry concerned. 

But it pointed out that the use of the name “Sofilaine” as a trade-mark by “Sofi- 
laine” corporation, the trade name of which was “Sofilaine’” and though the regis- 
tration of that name as a trade-mark in France was second in date with respect to 
that of “Société de Filatures” prevented the registration, by the latter, the priority 
of the use ranking before the priority of registration, of same name as trade-mark, 
the existence of the Belgian corporation the trade name of which ‘‘Sofilaine” being 
indisputably known by “Société de Filatures” quite a long time before the registra- 
tion of its trade-mark ‘“‘Sofilaine.” 

So, “Sofilaine” corporation won, in fact, its action on the essential point. 

This decision, in the present case, is of a prime interest. 

Indeed, it did not modify the constant principle that the use of a name as a 
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trade-mark, abroad, by a foreign company, can in no way stand against the regis- 
tration of a similar trade-mark in France by a third party, when the foreign com- 
pany has not exploited its trade-mark in France, apart from the priority term or 
the event that, according to Clause 6A in the Convention, the foreign trade-mark 
is widely known. 

But it applied Clauses 8 and 2 in the Convention precisely and reasonably com- 
bined. 

In fact, French jurisprudence admits the coexistence in France of two similar 
trade names, provided that the sphere of activity of the two firms is sufficiently 
distinct to preclude any unfair competition or any risk of confusion in the minds of 
the clients. 

Clause 8, blindly applied, would, on the contrary, prohibit the coexistence of 
two similar trade names in two different countries even without any unfair competi- 
tion or common clients, or risk of confusion. 

This meant, of course, a difference in the treatment of nationals and foreigners 
which the interpretation by the Court of Lille seems to discard. 

Is it justified from the legal point of view? 

If we look more closely into the matter it seems it is. 

In fact, while stating that the trade name will be protected in all the countries the 
Convention provides no precision as to the field and nature of such protection and 
specially whether ensured or not within the boundaries of the above mentioned 
French jurisprudence. 

The combined application of Clause 2 and Clause 8 would have as a result 
that the field and nature of the protection insured by Clause 8 would, in each coun- 
try, be those of the national legislation and jurisprudence. 

As regards the statement of Clause 8 that the trade name is protected without 
any obligation to file or register, it can be considered as the exemption from any 
registration in its own country. 

In other words, Clause 8 would only have as a consequence the suppression of 
frontiers in the matter of trade names, that is to say, a Belgian company, registered 
in Brussels, would be, without any obligation to register in France, in the same situ- 
ation for claiming its rights of priority over a Parisian company, as a company in 
Toulouse, registered in this town. 

It therefore appears that, the interpretation of the decision of Lille is altogether 
equitable and juridical and would likely be followed by other French Courts. 

Practically, this means that in order that a U. S. company may, apart from its 
rights resulting from a trade-mark registration in France, whether exploited or 
not, protect efficiently that name, which it uses as a trade name, it is necessary 
that this name should have acquired a reputation that has extended over the boun- 
aries of the United States and reached France, unquestionably. 

But this also means that an American firm whose trade name is not known in 
France or in a territory of the French Union ruled by the French laws, will but 
hardly be defended against a company using or exploiting the same name as a trade 
name or a trade-mark, if it has not taken the precaution of also taking a registra- 
tion, in France, of a trade-mark similar to its trade name. 
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TRADE-MARK PROTECTION OF AMERICAN FIRMS 
IN ARGENTINA* 


John Wolff+ 


The expansion of American trade abroad is involving an ever-increasing num- 
ber of American corporations in foreign litigation. The trade-mark problems with 
which American corporations have been confronted in Argentina serve well to il- 
lustrate this development.’ Argentine court reports show that the corporations listed 
in the note, among others, have been parties to judicial proceedings and litigation 
in this field alone.’ 

The question of whether and to what extent trade-marks of American firms are 
protected is governed not by treaties or conventions, but by the domestic law of 
Argentina, more specifically by Act 3975 of November 23, 1900. 

The following cases are typical of some of the important problems which have 
arisen. 

The Bon Ami Company sold its products in Argentina under the trade-mark 
“Bon Ami” without, however, registering such trade-mark under the provisions of 
Act 3975, referred to above. A competitor applied for and obtained registration 
of the trade-mark “Bon Ami.” The Bon Ami Company brought suit for cancella- 
tion of this trade-mark. By decision of June 4, 1926, the Supreme Court of Ar- 
gentina dismissed the action.* The court held that it was immaterial that, prior to 
defendant’s registration, plaintiff had acquired ttrade-mark rights in the United 
States and that plaintiff had used the trade-mark in Argentina. Under Act 3975, 


* Reprinted from The George Washington Law Review, April, 1948. 

+ Attorney, Legal Branch, Office of Alien Property, Department of Justice. Formerly Lec- 
turer in Comparative Law at Columbia University. The views expressed are those of the writer 
and not necessarily those of the Department of Justice. 

1. European trade-mark and unfair competition law has been discussed by the writer in the 
following articles: The Utility of Foreign Law to the Practicing Lawyer (1941) 27 A. B. A. J. 
253; Non-Competing Goods in Trade-Mark Law (1937) 37 Col. L. Rev. 582; Unfair Compett- 
tion by Truthful Disparagement (1938) 47 Yale L. J. 1304. 


2. American Chicle Company Lehn & Fink Company 
American Tobacco Company Life Savers Corporation 
Barret Company National Carbon Company, Inc. 
Bon Ami Company Pan American Grace Airways, Inc. 
Borden Company Philadelphia Storage Battery Company 
Borg-Warner Corporation Phoenix Hosiery Company 
Bryant Electric Company Pond’s Extract Company 
Continental Oil Company Prophylactic Brush Company 
Cooper Steward Engineering Company Radio Corporation of America 
Davidson Chemical Company Reynolds Tobacco Company 
Enoch Morgan’s Sons Company Richard Hudnut 
Ford Motor Company Rohn & Haas, Inc. 
General Dyestuff Corporation Sinclair Refining Company of New York 
General Electric Company Singer Manufacturing Company 
General Motors Corporation Socony Vacuum Oil Company 
Gillette Safety Razor Company Standard Oil Comnany 
Goodall Worsted Company United States Playing Card Company 
Goodyear Tire and Rubber Company Western Cartridge Company 
Grove Laboratories, Inc. Westinghouse Electric Manufacturing 
International Harvester Company Company 
Interwoven Stocking Company Williams Company 


3. Bon Ami Company v. Feeney y Cia, Supreme Court Reports, Vol. 140, 397. 
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trade-mark rights in Argentina could be acquired only by registration in Argen- 
tina, and since plaintiff had failed to do so, the court concluded that the defendant 
had a right to register. Although the court did not specifically say so, the decision 
is tantamount to a holding that the defendant had a right not only to register but 
to use and that, consequently, the plaintiff had no right to enjoin the defendant 
from using the mark. Probably, if defendant had counterclaimed for an injunction 
against the plaintiff, it would have been granted. This decision demonstrates how 
important it is for American firms to register their trade-marks in Argentina if 
they sell their products in that country. ' 

Further light is thrown on this subject by the very recent case of Davison 
Chemical Corporation v. Shell Mex Argentina Limited,* decided by the Federal 
Judge of Buenos Airies on December 12, 1946. The Davison Chemical Corporation 
applied for registration of the trade-mark “Protek-Sorb” to be used in connection 
with a dehydrating agent. Defendant, owner of the mark “Protex-Shell” registered 
for a similar product, opposed registration. Plaintiff thereupon brought action for 
a declaratory judgment that defendant’s opposition was unfounded.’ Plaintiff al- 
leged that it was the owner of the mark “‘Protek-Sorb” in the United States, that it 
had registered this mark in many countries, and that the same was known all over 
the world. The court held in effect that all these allegations were immaterial, since 
defendant had prior rights in Argentina and that, therefore, the only question was 
whether or not the plaintiff’s mark “Protek-Sorb” was confusingly similar to the de- 
fendant’s mark “Protex-Shell.” The court pointed out that both marks consisted of 
two words separated by a hyphen, that the first word in the two marks was identical 
except for the “k” in plaintiff’s and the “x” in defendant’s mark, that the difference 
in these two letters did not produce a difference in sound and that the first word 
was the distinctive feature of the marks. As for the second word, the court re- 
marked that both “Sorb” and “Shell” were one-syllable words begining with the 
letter “s,”’ and since the words did not sound Spanish, whatever difference in sound 
there might be was too weak and not distinctive enough to be clearly noticed by 
listeners. For these reasons the court held the two marks were confusingly simi- 
lar and dismissed the plaintiff’s action. The decision is tantamount to a holding 
that plaintiff has no right to use its mark in Argentina and can be enjoined by the 
defendant. This decision is all the more significant since the defendant had not 
yet begun to use its mark in Argentina when the decision was handed down. The 
court held that this did not help the plaintiff since it was a well-established principle 
of Argentine law that user is not necessary to perfect or to preserve the right cre- 
ated by registration. Indeed, in many infringement actions the registrant has pre- 
vailed although, at the time of infringement, he had not yet begun to use the mark. 
This case suggests that American firms should not postpone registering their marks 
until they are ready to export, but should register well in advance, as soon as they 
determine that Argentina may be a potential market. 

We have seen that an American firm, if it waits too long, may be barred from 


4. Patentes y Marcas, 1946, 532. —— = Ss ; 
5. This is the usual procedure in Argentina in case of opposition to an application for regis- 
tration. 
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registering (and, consequently, from using) its mark by one who previously regis- 
tered the same or a similar mark. But these are not the only obstacles that have to 
be overcome. In order to be registrable, the mark must satisfy the requirements 
of the Argentine law in regard to fancifulness and the special provisions of Act 
11.275 of November 10, 1923. This is well illustrated by the recent case of the 
J. B. Williams Company—Ex-parte.© The Williams Company applied for regis- 
tration of the mark “Baby’s Own” for toilet articles. The Patent Office refused to 
register and the Federal Judge of Buenos Aires affirmed on the ground that “‘Baby’s 
Own” was an English expression and registration was therefore prohibited by arti- 
cle 5 of Act 11.275 which provides that domestic (Argentine) word trade-marks 
may consist only of Spanish words or words taken from a dead language. On ap- 
peal, the Federal Court of Appeals of Buenos Aires reversed this decision on June 
19, 1946. The court held that the prohibition of Act 11.275 was aimed at the use 
of foreign words in connection with articles of domestic manufacture and was not 
intended to affect the right of foreign corporations to register their trade-marks 
in Argentina with the foreign words used in the country of origin, provided the use 
of such trade-marks was limited to imported products. The court found that the 
J. B. Williams Company had registered the mark “Baby’s Own” in the United 
States and accordingly granted the application for registration with the qualification, 
however, that the mark could not be used on articles of domestic manufacture. 
Therefore, American firms which plan to supply the Argentine market with prod- 
ucts manufactured in Argentine factories must be prepared to adopt for such prod- 
ucts new trade-marks not consisting of English words. 

Registration is for a period of ten years. Marks then lapse unless reregistered. 
They may be reregistered at the end of each ten year period. Originally the courts 
held that one who failed to reregister his mark was in no better position than one 
who had never registered. However, in the recent case of N. V. Phillips Gloeilam- 
penfabriken v. Philadelphia Storage Battery Company,’ a breach was made in this 
doctrine. It appeared in the case that defendant, Philadelphia Storage Battery 
Company, had registered the mark “Philco” in 1920. Shortly before the expiration 
of the ten year period plaintiff applied for registration of the mark “Philico” for 
articles of the same class, which application was opposed by the defendant on the 
ground that ‘“‘Philco” and “Philico” were confusingly similar. At the time the op- 
position was filed, defendant’s mark ‘‘Philco” had expired as a result of defendant's 
failure (due to negligence, according to the court’s findings) to make timely appli- 
cation for reregistration. Shortly after such lapse, defendant applied for reregis- 
tration, which application was opposed by plaintiff. Plaintiff thereupon brought 
action for a declaratory judgment that defendant’s opposition to registration of the 
mark “Philico” was unfounded. Defendant counterclaimed for a declaratory 
judgment that plaintiff's opposition to reregistration of the mark “‘Philco” was un- 
founded. The Federal Judge of Buenos Aires gave judgment for plaintiff and 
dismissed the counterclaim on the ground that when defendant’s trade-mark expired, 
plaintiff’s then pending application acquired priority. On appeal, the Federal 


6. Patentes y Marcas, 1946, 207. 
7. Supreme Court Decisions, Vol. 189, 331. 
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Court of Appeals of Buenos Aires reversed this decision, dismissed the action and 
granted the counterclaim. The court held that the defendant’s mark “Philco” had 
acquired a great reputation in the country and that for the plaintiff to take advant- 
tage of such reputation and of the defendant’s failure to apply for reregistration 
in time, would be an act of unjust enrichment, contrary to good morals. This de- 
cision was affirmed by the Supreme Court on May 9, 1941. While this decision is 
of great importance in introducing concepts of unfair competition into technical 
trade-mark law, American firms would be ill-advised to rely too much on it. The 
salient features of the case were, first, the high reputation of the mark ‘Philco” and, 
second, the relatively short period which elapsed between the expiration of defend- 
ant’s trade-mark and the filing of the application for reregistration. It is doubtful 
whether the result would have been the same if one or both of the mentioned fea- 
tures had been absent. 

American firms have been involved in litigation concerning not only their trade- 
marks but their firm names as well. The right to a firm name, unlike the right to 
a trade-mark, is created by user rather than registration. A very important case 
is that of American Tobacco Company v. Tabacalera Americana Soc. de Resp. 
Ltda.,* decided by the Federal Court of Appeals of Buenos Aires on June 16, 1944. 
Plaintiff sought to enjoin the defendant from using its firm name on the ground 
that the defendant’s firm name was the Spanish translation of American Tobacco 
Company. The Federal Judge of Buenos Aires dismissed the action on the ground 
that plaintiff, being a foreign corporation, was not entitled to firm name protection, 
since Act 3975 applied only to firms established in Argentina. The Court of Ap- 
peals reversed and granted the injunction, holding that American Tobacco Company 
was entitled to firm name protection because it had done business in Argentina 
under its firm name for many years, and that the fact that it was a foreign corpora- 
tion did not deprive it of such protection. Nor did the adoption by the defendant 
of a firm name in a different language from that used by plaintiff preclude the possi- 
bility of confusion. The court also rejected the defense that plaintiff, having per- 
mitted other firms to use similar firm names, was barred from proceeding against 
the defendant. The answer to this defense was found in the principle that the ac- 
tion granted by the law for the protection of a firm name was optional rather than 
obligatory. 

Another interesting case is that of Singer Sewing Machine Company v. J. R. 
Olguin e Hijos,® decided by the Federal Court of Appeals of Buenos Aires on July 
11, 1945. Defendants had published advertisements in the telephone directory of 
Buenos Aires reading “Special repair service for Singer machines,” the word 
“Singer” being printed in large type. The address and telephone number of the 
defendants were given but not their firm name. Thus, the impression was created 
that defendants were the Singer Sewing Machine Company or connected with it, 
while in fact no such connection existed. The Singer Sewing Machine Company, 
which also operated a repair shop, claimed that the defendants had no right to use 
the word “Singer,” the distinguishing feature of its firm name, to advertise their 


8. Patentes y Marcas, 1944, 127. 
9. Patentes y Marcas, 1945, 180. 
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own repair shop, and thus to divert its customers to themselves. Accordingly, it 
sued to enjoin defendants from using the word “Singer” in advertising their repair 
shop. The court held, affirming a decision of the Federal Judge, that the owner 
of a trade-mark or a firm name was entitled, under Act 3975, to prevent others from 
using such designation as a “trade-mark” or “firm name,” but that he was not en- 
titled to prevent a mere reference use even if such reference use might cause dam- 
age. Consequently, the court refused to grant an absolute injunction against the 
use of the word “Singer” and merely enjoined defendants from using the word 
“Singer” in such a way as to lead the public to believe that they were the Singer 
Sewing Machine Company or connected with such company. This decision was 
by a divided court, two of the five judges expressing the opinion that a firm name 
was property which nobody had the right to use without the owner’s permission. 
Moreover, so they said, it was an act of unfair competition to take advantage of the 
publicity and advertising of another. Therefore, in their view, an unqualified in- 
junction against the use of the word “‘Singer” in defendant’s advertisements should 
issue. 

Only a fraction of the trade-mark problems which American firms have faced 
in Argentina have been dealt with here. However, a study of the pertinent cases 
has led the writer to conclude that where legitimate interests of American corpora- 
tions have remained unprotected, it has been due to their lack of familiarity with 
Argentine law, which in many respects differs radically from the United States 
law where the user of a trade-mark acquires rights without registration and where 
a registrant acquires no rights without user. 
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PART ii 


LANE BRYANT, INC. v. MATERNITY LANE LTD., OF CALIFORNIA, 
ET AL. 


No. 11940—C. A. 9—March 11, 1949 


CouRTS—PLEADING AND PractTicE-—MoTiIons TO DIsMiIss 
On motion to dismiss, facts set forth in complaint are assumed to be true and affidavits 
and other evidence produced on application for preliminary injunction may not be considered. 
The court may, however, test its jurisdiction by aid of affidavits. 
CourRTS—PLEADING AND PRACTICE—MOTIONS FOR SUMMARY JUDGMENT 
Matters outside the pleading, as referred to in Rule 12 (b), having been presented in 
the affidavits on preliminary injunction motion, held that trial court had power to consider 
motion as one for summary judgment to be disposed of under Rule 56. 
Judgment held inconsistent in being based upon a summary proceeding as well as upon 
a ruling that complaint does not state a cause of action. 
CourTS—PLEADING AND PRACTICE—BILL OF COMPLAINT 
Federal Rules require that complaint be short, plain statement of the claim showing that 
pleader is entitled to relief; extensive details are neither required nor good pleading. 
Allegations of facts in complaint held to state a cause of action and sufficient to entitle 
plaintiff to day in court. 
Neither allegations of harm already done nor of evil intent are required. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—DESCRIPTIVE TERMS 
Fact that words and phrases used by both parties are common expressions in general use 
held not an absolute defense to charges of unfair competition. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF PROTECTION—GENERAL 
It is not necessary as a prerequisite to obtaining equitable relief that the names be 
identical. 
Basis for relief is the likelihood that the natural and necessary consequence of defendant's 
conduct will cause confusion of purchasers as to origin of the goods. 
One’s commercial use of his own name may be limited. 
CouRTS—PRELIMINARY INJUNCTIONS—GENERAL 
Granting or denial of preliminary injunction held primarily a matter of discretion for 
trial court but where it appears that the filing and consideration would be different under 
views expressed by appellate court, the trial court’s holding should be set aside without 
prejudice. 


Appeal from Southern District of California. 


Trade-mark infringement and unfair competition suit by Lane Bryant, Inc., 
against Maternity Lane Ltd., of California, a corporation, Jack Lane, Jr., Jane, 
and Lucille Lane. Plaintiff appeals from denial of preliminary injunction motion 
and from dismissal of complaint. Reversed and remanded. 


Harold A. Black, Philip K. Verleger and McCutchen, Thomas, Matthew, Griffiths 
& Greene, of Los Angeles, Cal., for appellant. 
H. Miles Raskoff and Gendel & Chichester, of Los Angeles, Cal., for appellees. 


Before STEPHENS, HEALY, and Orr, Circuit Judges. 
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STEPHENS, C. J.: 





Lane Bryant, Inc., a Delaware corporation, filed an action in the district court 
against Maternity Lane Ltd., of California, a California corporation, and Jack, Jr., 
Jane and Lucille Lane, and John Doe One and Two, alleging acts by them to the 
injury of plaintiff as summed up in a paragraph of the complaint which we quote: 









The acts of defendants which are complained of herein were done in violation of plain- 
tiff’s exclusive right to its trade-mark “Lane Bryant” used in connection with plaintiff's 
sale of maternity apparel, and with a fraudulent and unlawful intent and design to appro- 
priate the plaintiff’s good-will by simulating its corporate name and trade-mark by 
imitating plaintiff’s distinctive advertising and slogans, all for the purpose of thereby 
unlawfully diverting plaintiff's customers and business to the corporate defendant. 









With the complaint plaintiff filed a “Notice of Motion for Preliminary Injunc- 
tion” supported by affidavits. 

The defendants appeared through a “Notice of Motion to Dismiss” 
pursuant to Rule 12(b) of the Federal Rules of Civil Procedure, on the ground 
that the complaint filed herein fails to state a claim against defendants upon which 
relief can be granted.” 

Coincident with the filing of the Notice, defendants filed affidavits entitled 
“Affidavits of (name of affiant) in support of Defendants’ Motion to Dismiss and 
in Opposition to Plaintiff’s Motion for Preliminary Injunction.” Counter affidavits 
were filed by plaintiff directed by their titles solely to the motion for a preliminary 
injunction. 

Thereafter, on January 12, 1948, the court made and caused to be entered as 
a minute order the following : 






“ce 














From the complaint and affidavits on file, I cannot see the slightest possibility of a mis- 
leading or deceptive statement, insofar as the plaintiff's name or business is concerned, 
in either the name of the defendants, or the use by the defendants in their business of 
the words “maternity,” “mother,” “mother-to-be,” “motherhood,” or the picture of a 
“stork,” or the picture of a clothed pregnant woman. Both the words and the ideas back 
of them have been so long in the public domain, as well as the use of special clothing 
during pregnancy, as to preclude relief under the plaintiff's complaint, or the motion for 
temporary restraining order and the affidavits filed. Nor does the use of the word “Lane” 
by the defendant indicate any basis for relief under plaintiff's complaint and affidavits. 

The Motion for Injunction is denied. 

The Motion to Dismiss is granted. 

Defendant will prepare the appropriate Findings and Order .... on the denial of 
Injunction and the appropriate Judgment of Dismissal. 














Proposed Findings of Facts and Conclusions of Law were filed, on their face 
applying only to the ruling on the motion for a preliminary injunction. No other 
Findings of Fact and Conclusions of Law were filed in the case. In its Conclu- 
sions of Law the court found inter alia: That the public is not likely to be confused 
by similarity of names of the parties; That the words and phrases “maternity,” 
“mother-to-be,” “mothers-to-be,” the picture of a stork, the picture of a clothed 
pregnant woman are descriptive in character and cannot be appropriated and they 
have not acquired a secondary meaning associated with plaintiff; That plaintiff 
has been guilty of laches in seeking to enjoin the use of the name “Maternity Lane” ; 
That plaintiff is not entitled to a preliminary injunction. 
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A formal order denying a preliminary injunction was filed and a Judgment of 
Dismissal in the following language was made on the third day of February, 1948, 
and duly entered: 

The cause came on regularly to be heard upon defendants’ motion that the same be 
dismissed on the ground that the complaint filed herein failed to state a claim against 
defendants upon which relief can be granted. The Court, having duly heard and con- 
sidered the affidavits, proofs, papers and arguments of the parties respectively, granted 
the motion. 

Wherefore, It Is Ordered, Adjudged and Decreed, that the action be and the same 
is hereby dismissed on the merits and that defendant recover of the plaintiff its costs. 


The appeal herein is from the order denying the preliminary injunction and 
from the judgment of dismissal. 

It is at once apparent that the court arrived at its conclusion, that the complaint 
does not state a cause of action, from a consideration of the complaint together 
with the affidavits filed in connection with the motion for a preliminary injunction 
and to dismiss the complaint. 

In a note to Land, etc. v. Dollar, et al., 330 U. S. 731, 735 (note 4), it is said: 
“In passing on a motion to dismiss because the complaint fails to state a cause of 
action, the facts set forth in the complaint are assumed to be true and affidavits and 
other evidence produced on application for a preliminary injunction may not be 
considered.” Citing Polk Co. v. Glover, 305 U. S. 5, 9; Gibbs v. Buck, 307 UV. S. 
66, 76. (The court may, however, test its jurisdiction by aid of affidavits.) There 
is, of course, nothing new in the quotation and it only serves here to point up the 


inescapable conclusion that the trial court has erred unless there is more. And there 
is more, for in 1946 an addition was made to Rule 12(b), Federal Rules of Civic 
Procedure, which is as follows: 


If, on a motion asserting the defense numbered paragraph (6) to dismiss for failure 
of the pleading to state a claim upon which relief can be granted, matters outside the 
pleading are presented to and not excluded by the Court, the motion shall be treated as 
one for summary judgment and disposed of as provided in Rule 56, and all parties shall 
be given reasonable opportunity to present all material made pertinent to such a motion 


by Rule 56. 


“Matters outside the pleading” were presented in the affidavits and therefore 
it was within the court’s power to consider the motion for a preliminary injunction 
as one for a summary judgment to be “disposed of as provided in Rule 56,” with 
“all parties . . . . given reasonable opportunity to present all material made perti- 
nent to such a motion by Rule 56.” Pertinent parts of Rule 56 are as follows: 


(b) For Defending Party. A party against whom a claim, counterclaim, or cross- 
claim is asserted or a declaratory judgment is sought may, at any time, move with or 
without supporting affidavits for a summary judgment in his favor as to all or any part 
thereof. 

(c) Motion and Proceedings Thereon. The motion shall be served at least 10 days 
before the time specified for the hearing. The adverse party prior to the day of hearing 
may serve opposing affidavits. The judgment sought shall be rendered forthwith if the 
pleadings, depositions, and admissions on file, together with the affidavits, if any, show 
that, except as to the amount of damages, there is no genuine issue as to any material 
fact and that the moving party is entitled to a judgment as a matter of law. (Our 
emphasis. ) 
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It is stated in Central Mexico Light & Power Co., et al. v. Munch, et al., 
116 F. 2d 85, that it is not important whether the motion is called one to dismiss 
or one for summary judgment. “In any event, the affidavits presented are avail- 
able on either motion.” Citing Federal Rules of Civil Procedure, Rules 6(d), 
12(b), 56(e) ; Palmer v. Palmer, et al., 31 F. Supp. 861 (D. C., Conn.) ; 1 Moore’s 
Federal Practice 645-647." Since the motion is made under rules authorizing a 
judgment on summary proceeding, and since the judgment recites that it rests upon 
the merits as well as upon failure of the complainant to allege a cause of action, it 
may be that the court so considered it and that the Findings of Fact and Conclu- 
sions of Law were intended to apply as well to the judgment as to the order denying 
the preliminary injunction. (Rule 52.) 

It is, of course, apparent that there is an inconsistency in a given judgment 
being based upon a summary proceeding and as well upon a ruling that the com- 
plaint does not state a cause of action. The former contemplates a decision upon 
“issues” while the latter contemplates that there are no “issues.” With the ap- 
parent uncertainties in mind, we shall analyze the status of the judgment from 
the viewpoint of its having resulted from a summary proceeding and also as having 
resulted from a finding that the complaint does not state a cause of action. 

Firstly, we turn our attention to the latter problem. It is alleged in the com- 
plaint which, for the present purpose, we must assume to be true, that plaintiff- 
appellant acquired the good-will, business, and trade-marks of a New York corpo- 
ration in 1920 which had been established by Lane Bryant, an individual, in 1900. 
The enterprise from its inception specialized in sale of maternity and stout women’s 
apparel under the name of “Lane Bryant” through its retail stores and by an exten- 
sive mail order business in the United States and Canada. It operates seven 
stores and, by subsidiary organizations, operates a number of additional stores but 
none west of the State of Iowa. Commencing in 1911, “Lane Bryant” was used 
as a common law trade-mark and upon application October 20, 1927, trade-mark 
thereof was issued by United States Patent Office as of February 14, 1928. Large 
sums have been expended in advertising and more than 50,000 mail order catalogues 
were mailed to plaintiff's consumers in California during 1938 and through the 
spring of 1947. Plaintiff and its predecessor have used the words and phrases 
“maternity,” “Mothers-to-be,” “Mother-to-be” continuously since 1918 in con- 
nection with the name “Lane Bryant.” Plaintiff has many customers in Los 
Angeles, Cal. The words and phrases above mentioned have acquired a secondary 
meaning throughout the United States whereby the public associates such name, 
words and phrases, when used as described, as referring to and meaning plaintiff. 

In 1946 appellee, “Maternity Lane Ltd., of California,” was established and 
has ever since operated a retail store in Los Angeles, Cal., with large neon sign 
and window signs containing words “Maternity Lane” in script resembling that 
used in plaintiff's trade-mark and corporate name. Appellee has been and is solicit- 
ing a mail order business throughout the United States by advertising. After 


1. There is nothing in the record that the parties agreed to try the case on the affidavits 
waiving testimony in open court, and appellant states in its brief that it did not do so. 
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alleging the facts in more detailed form than we have set them out, the complaint 
contains the following: 


By the adoption and exploitation of the corporate name “Maternity Lane Ltd. of 
California,” which the defendants frequently shorten to “Maternity Lane Ltd.,” defend- 
ants in the conduct of their business are endeavoring to pass themselves off as being con- 
nected with plaintiff in a manner and with the intent to deceive the public, and to cause 
the public to believe that maternity apparel sold by plaintiff can be purchased at the 
retail store of said defendant or by mail order from it. As an illustration of defendants’ 
conduct, they have copied and repeatedly used the phrase “Mother-to-be” and in at least 
one instance, which has come to the plaintiff’s attention, an advertisement of the corporate 
defendant copied said phrase in the identical script which plaintiff had developed and 
adopted therefor. 


The complained of practices were protested by plaintiff to defendants without 
avail. 

A complaint is “a short and plain statement of the claim showing that the 
pleader is entitled to relief .. . .” (Rule 8(a)(2), Federal Rules of Civil Pro- 
cedure.) It is not required nor is it good pleading to allege extensive details of 
facts. We are of the opinion that the allegations of facts are sufficient to entitle 
the plaintiff to his day in court and to be put upon his proof as to the facts and, 
under California law, as to whether acts of defendants, well proved, are reasonably 
certain to wrongly injure plaintiff. 

We cite a few leading California cases bearing on principles which are brought 
into play by this action. As is said in Weinstock, Lubin & Co. v. Marks, 109 Cal. 
529, 540. “We think the principle may be broadly stated, that when one trades- 
man resorts to the use of any artifice or contrivance for the purpose of representing 
his goods or his busines as the goods or business of a rival tradesman, thereby 
deceiving the people by causing them to trade with him when they intended to 
and would have otherwise traded with his rival, a fraud is committed—a fraud 
which a court of equity will not allow to thrive.” That the words and phrases 
used in common by both parties are common expressions in general use is not an 
absolute defense to charges of unfair trade practice, is well established. The prin- 
ciple is exceptionally well stated in Banzhaf, et al. v. Chase, 150 Cal. 180, 182, 
wherein the defendant was enjoined from selling bread under the name “New 
Homestead,” the plaintiff having sold bread for many years under the name “Old 
Homestead”; “The words ‘Old Homestead,’ or ‘Homestead,’ may, and perhaps do, 
suggest that the bread on which they appear is asserted to be similar to that made 
in the ordinary old homestead. . . . But we may concede that the words are descrip- 
tive in character and relate to quality, and hence that, under Section 991 of the 
(Calfornia) Civil Code, they cannot be appropriated by any person as his own, 
so as to give him a right to prevent their use by another to his injury, regardless 
of the motives or purposes of the other in so using them.” See The Modesto 
Creamery v. Stanislaus Creamery Co., et al., 168 Cal. 289, wherein butter was 
labeled “Modesto.” 

It does not appear that an evil intent is necessary to relief. In Dodge Stationery 
Company v. J. S. Dodge, et al., 145 Cal. 380, 390, 78 P. 879, 883, Dodge Stationery 
Company obtained the restraint of the term “J. S. Dodge Company.” The opinion 
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contains a paragraph reading as follows: “It appears also to be immaterial in 
this connection (lacking in fraudulent intent) whether or not such term, ‘Dodge,’ 
was used on the signs with actual fraudulent intent. If the natural and necessary 
consequence of said defendant’s conduct in this respect was such as to cause decep- 
tion, said defendant, knowing the facts, must be held to the same responsibility 
even if it acted under the honest impression that no right of the plaintiff was 
invaded.” And in Academy of Motion Picture Arts & Sciences v. Benson, 15 
Cal. 2d 685, 691, 104 P. 2d 650, 653, the court made the following statement : 
“... The defendant has adopted a name which prima facie is broad enough in its 
concept to be mistaken by the ordinary unsuspecting person (our emphasis) for 
the institution created by the incorporators of the plaintiff. The plaintiff has 
stated a cause of action which, if supported by proof, would entitle it to the relief 
sought, or which would require the defendant to alter her trade name by some 
designation calling attention to the limited scope of her school in order to prevent 
confusion with the institution or society represented by the plaintiff-—as stated 
by Justice Holmes in Herring-Hall Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 
554, 559 (28 S. Ct. 350, 52 L. Ed. 616), ‘so as to give the antidote with the bane.’ ” 

One’s commercial use of his own name may be limited. See Jackman, et al. 
v. Mau, 78 Cal. App. 2d 234, 239, 177 P. 2d 599, 602; “‘One must use his own 
name honestly and not as a means of pirating the good-will and reputation of a 
business rival ; and where he cannot use his own name without inevitably represent- 
ing his goods as those of another he may be enjoined from using his name in 
connection with his business.’ Also, it is not necessary as a prerequisite to obtain- 
ing equitable relief in cases of this character that the names be identical. It is 
sufficient if though not identical they are sufficiently similar to cause confusion 
and injury.” Accord: L. E. Waterman Co. v. Modern Pen Co., 235 U. S. 88, 
35 S. Ct. 91, 59 L. Ed. 139; Herring-Hall Marvin Safe Co. v. Hall's Safe Co., 
208 U. S. 554, 28 S. Ct. 350, 52 L. Ed. 616. And see Brooks Bros. v. Brooks 
Clothing of California, Ltd., 60 F. Supp. 442, 449; affirmed by this court, 158, 
F. 2d 798. 

It is not necessary that there be allegations of harm already done. It is suffi- 
cient if there are allegations of infringement of a right in order that a cause of action 
be stated. For an exhaustive treatise on the subject of fair trade and trade-marks 
see Judge Yankwich’s opinion in Brooks Bros. v. Brooks Clothing of California, 
Ltd., supra. 

We have said little upon the matter of trade-mark because the trial court gave 
its attention mainly, if not wholly, to the issue of fair trade. We believe the trade- 
mark issue should not be ruled out of the case at this juncture. 

We do not believe the facts set out in the complaint indicate that plaintiff is 
guilty of laches in bringing its action. 

We hold that the court was in error in holding that the complaint does not 
state a cause of action. 

We come to the question. Can the judgment be affirmed as one in a summary 
proceeding ? We have already held that a cause of action has been stated by the com- 
plaint. The affidavits upon their broadest application do no more than to present to 
the trier of fact evidence upon material issues. They do not absolve the issues as mat- 
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ters of law. Therefore, the judgment cannot validly be based upon the summary trial 
by affidavits. The plaintiff-appellant is entitled to have its complaint responded 
to by answer and both parties are entitled to have the issues tried through the 
introduction of exhibits and witnesses produced for direct and cross-examination. 

We recognize that the granting or the denial of a preliminary injunction is 
primarily a matter of discretion for the trial judge. However, it appears that the 
findings and conclusions would be somewhat different under the views we have 
herein expressed, at least as to the statement of a cause of action by the complaint, 
and for that reason we believe the court’s holding should be set aside without 
prejudice. 

Reversed and remanded. 





CONTINENTAL DISTILLING SALES COMPANY v. BRANCATO, Etc. 
and CONTINENTAL DISTLLING CORPORATION v. BRANCATO, etc. 


Nos. 13768-13769-—C. A. 8—March 10, 1949 


TRADE-MARKS AND TRADE NAMES—ACQUISITION OF RIGHTS—GENERAL 
Law recognizes property in the nature of good-will acquired by one who carries on 
business and spends money to advertise his name and the merchandise he sells. 
TRADE-MARKS AND TRADE NAMES—SOOPE OF PROTECTION—GENERAL 
It is the duty of the court to protect owner of property right in trade-marks and trade 
names and good-will attaching thereto acquired by first user and popularized through adver- 
tising. 
Proof of actual confusion is not required to obtain relief. 
TRADE-MARKS AND TRADE NAMES—SoopeE OF RELIEF—PARTICULAR INSTANCES 
Plaintiffs held entitled to injunction restraining defendant’s use of the word “Continental” 
on and in connection with similar goods. 


Appeals from Western District of Missouri. 

Trade-mark infringement and unfair competition suits by Continental Distilling 
Sales Company and by Continental Distilling Corporation against Jasper Brancato, 
doing business as Continental Wine & Liquor Company, consolidated for the pur- 
pose of trial. Plaintiffs appeal from dismissal of complaints. Reversed. 


Leonard L. Kalish, of Philadelphia, Pa. (Douglas Stripp and Watson, Ess, Barnett, 
Whittaker & Marshall, of Kansas City, Mo., on the brief) for appellants. 
William G. Boatright, of Kansas City, Mo., for appellee. 


Before SANBORN, WooprouGH and Tuomas, Circuit Judges. 
WooproucH, C. J.: 


These cases were consolidated and tried together in the District Court and the 
appeals are upon a single record. There is identity of interest in both appellants, 
Continental Distilling Corporation and Continental Distilling Sales Company, which 
are affiliated companies, one being a producing and the other a selling company of 
the same line of alcoholic beverages, both complaining of alleged trade name in- 
fringement and unfair competition by the appellee, Brancato, a wholesale liquor 
dealer in Kansas City, Mo., in respect to the conjunctive use by him of the word 
“Continental” in the trade name under which he carries on his liquor business. 
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The federal jurisdiction resulted from diversity of citizenship. On the trial of the 
cases the court was of the opinion that the conjunctive use by the appellee of the 
word “Continental” in his trade name was not likely to and would not probably 
cause confusion to arise in the minds of the buying public nor result in Brancato’s 
trading on the reputation and good-will of appellants, and by the final judgment 
appellants were denied injunctive or other relief prayed for by them and they 
appeal. 

It appears from the record that the appellant’s, wholly owned subsidiaries of 
Publicker Industries, Inc., are now and (except during prohibition) have for a 
great many years been engaged in the manufacture and the sale, respectively, of 
alcoholic beverages which are manufactured by the distilling corporation and dis- 
tributed by the sales company with the name “Continental” appearing on every label 
or bottle of the goods which are known to wholesalers and retailers throughout the 
country as the “Continental Line,” or as products of “Continental” or “House of 
Continental.” Since repeal of prohibition the distilling corporation has spent mil- 
lions of dollars in advertising its name and its products and has spent many thou- 
sands of dollars for that purpose in Missouri, including Kansas City, and so has 
built up a good-will of great value in the name “Continental.” Not only has every 
bottle of the beverages conjunctively carried the name “Continental” but much of 
the advertising has featured and stressed the word “Continental” standing in bold 
type by itself in such a way as to effectively impress it on the mind in connection 
with appellants’ business and their line of alcoholic beverages. It is undisputed in 
the record that the Continental Distilling Corporation is one of the five largest pro- 
ducers of alcoholic beverages in the United States. 

The appellee Brancato operated a package liquor store in Kansas City, Mo., 
from about 1939 to 1942, and on February 16, 1944, he started a wholesale liquor 
business at 1604 Grand Avenue in that city. He took the trade name “Continental 
Wine and Liquor Company,” caused it to be registered under the Missouri Fictitious 
Name Act and has been carrying on a wholesale liquor business in that name ever 
since. On one occasion a Kansas City wine company bottled some 1,800 cases of 
wine for Brancato labelled “Bottled by Pioneer Wine Co. for Continental Wine and 
Liquor,” but generally he buys and sells beverages already bottled with the name 
of some distiller thereon. He sells to the same trade in Kansas City area to which 
the appellant sales company sells, including saloons, hotels, bars and oher purvey- 
ors of entertainment. 

It appears both as to the appellant distilling company’s products and those of 
the other distillers whose products Brancato sells that each particular beverage is 
distributed under a brand name. Appellants’ line includes “Dixie Belle’ gin, 
“Philadelphia” whiskey, “Old Hickory” and many other fancifully named beverages, 
artd much of the advertisement is to familiarize the public with and induce consump- 
tion of the named brands. Those who consume the beverages probably pay more 
attention to the brand name of the liquor they consume than they do to the name of 
the producer on the bottle. The record contains no testimony from consumers. 

But neither appellants nor Brancato sell to the consumers of the liquor, they 
deal with the middlemen, and the undisputed proof is that in the same area they are 
both doing the same kind of business in the same kind of product under proprietary 
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names whose sole identifying mark of individuality is the word “Continental.”’ The 
other words in their names, “Distilling Corporation,” “Distilling Sales Company,” 
“Wine and Liquor Company,” are descriptive merely of their common trade and 
the nature of what they deal in. That appellants were the first and original appro- 
priators of “Continental” for their trade name and that they identified themselves 
and their immense business with that name and spent the great sums mentioned in 
advertising is undisputed and we do not find in the record and briefs any fact or 
contention that raises any doubt of either their full right to it or of the valuable 
good-will that has come to inhere in it. 

It is elemental that one who carries on a business and spends money as he goes 
along to advertise his name and the merchandise he produces and sells, acquires 
a property in the nature of good-will which the law recognizes, Beneficial Indus- 
trial Loan Corporation v. Kline, 8 Cir., 132 F. 2d 520 [33 T. M. R. 135], and 
cases cited. That good-will attaches to the name of the producer and the seller and 
if he has given a name to his article of merchandise and advertised that name also 
in connection with his own as he went along producing the article and selling it, 
he acquires another property of the same nature equally to be recognized by law. 
Where there is property recognized as such by law, it is the duty of the court to pro- 
tect the owner in his right to it. 

As we study the record here we can discern no justification whatever for the 
taking by Brancato of the appellants’ name “Continental” to use it in his trade 
name to identify the wine and liquor business he was starting up in Kansas City, 
Mo., in 1944. The name was private property in that field, long since appropriated 
to appellants and enormously enhanced by their advertisement of it, and Brancato 
had no shadow of right to it. If he took it in ignorance (as he says), he discovered 
his mistake very soon and should have desisted. 

He points out that he did not appropriate any of the brand names which appel- 
lants have attached to their various products and have advertised in connection 
with them. Doubtless if he had done that an action for injunction would lie against 
him on that account. But his refraining from that suggests no defense to his con- 
duct in appropriating the distinguishing part of appellants’ name which is so mani- 
festly proved against him. 

It is also argued in his behalf that there is no substantial proof of specific in- 
stances in which his appropriation and use in his liquor business of this one of 
the five leading names in that business has done any harm, or has actually deceived 
anyone or caused confusion in the minds of any particular buyers. But the hand 
of the court may not be stayed by such considerations. United Drug Co. v. Obear- 
Nester Glass Co., 8 Cir., 111 F. 2d 997 [30 T. M. R. 365], cert. den., 311 U. S. 
665 ; and cf. General Finance Loan Co. v. General Loan Co., 8 Cir., 163 F. 2d 709, 
712 [37 T. M. R. 755]; La Touraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 
157 F. 2d 115 [70 U. S. P. Q. 429] ; Aetna Casualty & Surety Co. v. Aetna Auto 
Finance Co., Inc., 5 Cir., 123 F. 2d 582 [32 T. M. R. 2] ; Acme Chemical Co. v. Dob- 
kin, 68 F. Supp. 601 [36 T. M. R. 322] ; Swarthmore Classics, Inc. v. Swarthmore, 
Jr., 81 F. Supp. 917, 80 U. S. P. Q. 159, decided January 13, 1949. The appellants 
are not obliged to stand by while one intruder after another filches their good name 
or until the value of that name is in that way entirely lost to them. Appellants are 
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clearly entitled to immediate protection against Brancato’s unfair competition and 

infringement of their trade name and need not wait for proof of particular instances 

of actual palming off by Brancato of his own goods for those of the companies under 

whose name he is masquerading. We conclude that the judgment appealed from 

is erroneous. It is therefore reversed at appellee’s cost with direction to set it 

aside and to enter judgment for appellants for injunctive relief as prayed by them. 
Reversed with directions. 





BENEFICIAL INDUSTRIAL LOAN CORPORATION v. ALLENSTEIN, 
ET AL. 


No. 12411—C. A. 5—March 8, 1949 


TrapE NAMES—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The phrase “Personal Loans, Inc.,” held generic or descriptive of a well-recognized type 
of service or business of dealing in small loans and open to use by everyone. 
TRADE NAMES—SECONDARY MEANING—GENERAL 
Evidence of record held to show that the phrase “personal Loans” had not acquired 
secondary meaning identifying plaintiff in Alabama. 
UNFAIR COMPETITION—SOCOPE OF PROTECTION—GENERAL 
Contention that defendants are engaged in illegal and unconscionable operations in state 
where plaintiff has done no business held not to constitute unfair competition, if established. 


Appeal from Northern District of Alabama. 

Unfair competition suit by Beneficial Industrial Loan Corporation against L. G. 
Allenstein, doing business as Personal Loans, Gadsden Personal Loans, Inc., and 
Anniston Personal Loans, Inc.. Plaintiff appeals from dismissal of complaint. 
Affirmed. 


Roger C. Suttle, of Gadsden, Ala., and Esmond Phelps and Ashton Phelps, of New 
Orleans, La., for appellant. 

D. K. McKamy, of Birmingham, Ala., and John A. Lusk, Jr., of Gadsden, Ala., 
for appellees. 


Before S1sLey, HotmMes and McCorp, Circuit Judges. 


McCorp, C. J.: 


This suit was brought by the Beneficial Industrial Loan Corporation against 
L. G. Allenstein, individually, and doing business under the name of “Personal 
Loans.” The complaint charges unfair competition on the part of defendants in 
the use of a trade name deceptively similar to that belonging to the plaintiff. By 
amendment, two corporations, Gadsden Personal Loans, Inc., and Anniston Per- 
sonal Loans, Inc., were added as parties defendant. An injunction is sought to 
restrain the alleged unfair competition. The suit does not involve any question 
under the trade-mark or copyright laws. 

The case was tried by the court without a jury. After hearing the testimony 
of seven witnesses, and considering numerous depositions, exhibits and interroga- 
tories, the court entered findings of facts and conclusions of law denying plaintiff 
all relief prayed for in the complaint. 
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The evidence shows that plaintiff was organized as a corporation in 1929 under 
the laws of Delaware, with its principal office in the City of Wilmington. In that 
year it acquired a number of subsidiary companies which had previously been 
engaged in the personal loan business under various corporate names, all of which 
included the designation “Personal Finance Company.” This same name was later 
used by plaintiff to designate all of its subsidiary companies, including those after- 
wards organized. Since the year of its incorporation plaintiff has grown in size 
until it now owns approximately 250 subsidiary companies transacting a great 
volume of business in 32 states and Canada, and maintains more than 400 separate 
offices in over 250 cities. All of these subsidiary companies are engaged in the 
business of making personal and small industrial loans in those states which have 
adopted legislation regulating the small loan business which plaintiff considers 
favorable to its expansion and growth. Plaintiff owns and maintains subsidiary 
company offices in the states of Florida and Louisiana in the South. It formerly 
operated small loan companies in the states of Tennessee and Georgia, but discon- 
tinued transacting business in those states when legislation it considered unfavor- 
able to it was passed. 

It was shown that neither plaintiff nor any of its subsidiary companies had ever 
done business in Alabama, although, it had attempted to organize a small loan 
corporation to transact business in this state in the year 1940. However, plaintiff 
has consistently expanded its business into every state where the legal rate or 
schedule of charges under the small loans law will permit it to operate advantage- 
ously on what it considers a fair margin of profit. In keeping with this policy, 
plaintiff has made periodic surveys in the State of Alabama since the year 1929 
to determine whether local laws and economic conditions would favor its successful 
operation therein, and has further been actively interested in securing the passage 
of legislation favorable to its expansion into this state. 

For many years plaintiff and its subsidiary companies have advertised exten- 
sively in newspapers, magazines, and over the radio, and have spent much money 
in these various other forms of advertising. The words “Personal” and “Finance” 
have been stressed extensively in such advertising as a part of the corporate name 
of plaintiff's various subsidiary companies. However, it is without dispute that 
plaintiff has never advertised in any newspapers or magazines published in the 
State of Alabama, or over any radio stations located in this state, although it has 
advertised in some magazines having a national circulation, and over some radio 
stations which may be heard by listeners in Alabama. 

The defendant, L. G. Allenstein, first became connected with the personal loan 
business in the year 1934, when he was employed by a company with offices in 
Washington, D. C., which owned a subsidiary small loan corporation organized 
under the laws of Alabama, and bearing the name, “Personal Loans, Inc.” Shortly 
after he was employed Allenstein became an officer in this company, called the 
National Finance Company. He later became associated with an insurance com- 
pany, also owned by the National Finance Company, which was doing business in 
the State of Alabama, and moved to that state in connection with this employment. 
In 1937, Allenstein was sent to Gadsden, Ala., as manager of the Gadsden office of 
his company’s Alabama corporation, “Personal Loans, Inc.” The next year, he 
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purchased the business, assets and good-will of the Gadsden and Anniston, Ala., 
offices of this corporation from the National Finance Company, and has continu- 
ously since that year been engaged in the business of making personal and small 
industrial loans in those cities. 

There is no evidence that either the defendant, Allenstein, or the National Finance 
Company had any knowledge of plaintiff corporation or any of its subsidiaries at 
the time the Alabama corporation, “Personal Loans, Inc.,’’ was organized; or that 
either had any intention of adopting for this Alabama small loans corporation any 
name or title belonging to or then being used by plaintiff and its subsidiary com- 
panies. There has been no showing of any actual competition between plaintiff and 
its subsidiaries and defendants, since plaintiff has admittedly never engaged in the 
small loan business in Alabama. Moreover, the defendants have not advertised 
themselves as having any connection with plaintiff, and have not identified them- 
selves or their services with those of plaintiff or its subsidiaries in any way. It 
does not appear that any person has ever been deceived or misled by defendants, 
during the fourteen years in which they have been engaged in the small loan busi- 
ness in Gadsden and Anniston, Ala., into thinking that they were dealing with 
plaintiff or any of its companies, or that there is even any danger or likelihood of 
the public being so deceived. Finally, there is no evidence that plaintiff has been 
damaged in any way by the activities of defendants, or that it is likely to suffer 
any irreparable harm or damage in the future. 

We are of opinion the trial court properly found that the phrase, “Personal 
Loans, Inc.,” was a generic or descriptive term identifying a particular type of small 
loan business, and that plaintiffs could acquire no exclusive right to use this or any 
similar name, it being a mere description of a well-recognized type of service and 
business open to the use of everyone. (Goodyear’s India Rubber Glove Co. v. 
Goodyear Rubber Co., 128 U. S. 598; Kellogg Co. v. National Biscuit Co., 305 
U. S. 111 [28 T. M. R. 569]; Dry Ice Corporation v. Louisiana Dry Ice Corpora- 
tion, 54 F. 2d 882 [22 T. M. R. 91] ; Scott v. Standard Oil Co., 19 So. 71. Further- 
more, the undisputed evidence leads us unerringly to the conclusion that the phrase, 
“Personal Loans,’ when applied to small loan companies, has not acquired any 
secondary meaning within the State of Alabama which could reasonably be held 
as identifying only plaintiff and its subsidiaries. Kellogg Co. v. National Biscuit 
Co., 305 U. S. 111 [28 T. M. R. 569]; Skinner Mfg. Co. v. Kellogg Sales Co., 
143 F. 2d 895 [34 T. M. R. 274]; McGraw-Hill Publishing Co. v. American 
Aviation Association, 117 F. 2d 293 [31 T. M. R. 150]; Kellogg Toasted Corn 
Flake Co. v. Quaker Oats Co., 235 F. 657. 

We are not concerned with the contention that defendants are engaging in illegal 
and unconscionable operations, by charging usurious rates of interest in excess of 
those allowed under Alabama law. If such an abuse exists, it manifestly calls for 
either legislative correction, or more effective enforcement of the state laws and 
regulations applicable. In any event, such would not constitute unfair competition 
here, so as to entitle plaintiff to injunctive relief against the defendants. Code of 
Alabama, 1940, Title 5, Sections 263, et seq.; American Wash Board Co. v. Saginaw 
Mfg. Co., 103 F. 281; Mosler Safe Co. v. Ely-Norris Safe Co., 273 U. S. 132; 
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Armstrong Cork Co. v. Ringwalt Linoleum Works, 235 F. 458; Borden Ice Cream 
Co., v. Borden’s Condensed Milk Co., 201 F. 510. 

We find no reversible error in the record, and the judgment is accordingly af- 
firmed. 





MAJESTIC MANUFACTURING COMPANY v. MAJESTIC ELECTRIC 
APPLIANCE CO., INC. 


No. 10731—C. A. 6—March 7, 1949 


TRADE-MARKS—Goops OF DIFFERENT CLASSES—PARTICULAR INSTANCES 
Coal and gas stoves and ranges and electric plates for use in connection with coal and 
wood ranges held noncompetitive with electric irons and toasters. 
TraDE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—LAUDATORY MARKS 
“Majestic” held not original, arbitrary or fanciful and not a “strong mark” but rather 
merely suggestive or descriptive and so a “weak mark” affording protection only in the 
narrow and restricted field in which it has been applied. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF PROTECTION—PARTICULAR 
INSTANCES 
Dismissal of complaint held proper in absence of proof of secondary meaning in term 
“Majestic” or proof of confusion, where plaintiff and defendant used mark on goods held 
noncompetitive. 


Appeal from Northern District of Ohio. 

Trade-mark infringement and unfair competition suit by Majestic Manufactur- 
ing Company against Majestic Electric Appliance Co., Inc.. Plaintiff appeals from 
dismissal of complaint. Affirmed. 


Rogers & Ezell, of St. Louis, Mo., and Evans & McCoy, of Cleveland, O., for 
appellant. 
Woodling & Krost and Bruce B. Krost, of Cleveland, O., for appellee. 


Before Srmons, MARTIN and MILLER, Circuit Judges. 
PER CURIAM: 


The appellant, plaintiff below in a suit for trade-mark infringement and unfair 
competition, appeals from a judgment of dismissal upon a record which shows little 
or no controversy in the controlling facts recited by the court in its memorandum 
opinion and here summarized. 

The appellant for more than fifty years has manufactured coal and gas stoves 
and ranges and a limited number of related items. It had, before the last war, 
fabricated electric plates that were to be used in connection with some of its coal 
and wood ranges, and had applied to them, as to its stoves and ranges, its trade- 
mark “Majestic.” The appellee had embodied the word “Majestic” in its corporate 
name since its incorporation in 1944, It manufactures and sells electric irons and 
toasters of the breakfast table type. It is a corporation wholly owned by the 
Dominion Electric & Mfg. Co., Inc., and its irons bear the mark “Dominion” and 
on the bottom of the toasters the name “Dominion Electric & Mfg. Co.” is stamped. 
When its appliances are shipped the master cartons bear the legend, ““From Majestic 
Electric Appliance Co., Inc., Galion, O.” 
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Thus it will be seen that there is no specific competition between the parties, 
and we agree with the court below that the trade-mark is not original, arbitrary or 
fanciful and so a “strong mark” coming within the principle of such cases as Aunt 
Jemima Mills Co. v. Rigney, 247 F. 407, cert. den. 245 U. S. 672; Eastman v. 
Kodak Cycle Co., 15 R. P. C. 105; and France Milling Co., Inc. v. Washburn- 
Crosby Co., Inc., 7 F. 2d 304 (C. A. 2) cert. den. 268 U. S. 706, but rather that 
it calls for an application of the principle that where trade-marks are merely sug- 
gestive or descriptive they are weak marks affording protection to the owners only 
in the narrow and restricted field in which they have been applied. American Steel 
Foundries v. Robertson, et al., 269 U. S. 372. 

As an additional reason for affirmance we note, and it is substantially conceded, 
that there was no proof of any confusion in the minds of customers as to the source 
of the products of the respective parties nor to develop a secondary meaning for 
the term “Majestic” as indicating appliances produced by the appellant. 

The judgment below is affirmed. 





MARCUS BREIER SONS, INC. v. MARVLO FABRICS, INC. 
No. 182—C. A. 2—March 7, 1949 


CourRTS—FEDERAL APPELLATE PROCEDURE—OrRpDERS Not APPEALABLE 
Order denying motion for summary judgment on counterclaim for declaratory judgment 
of non-infringement in trade-mark infringement suit held interlocutory and no appeal lies 
from it. 
TRADE-MARKS—PLEADING AND PRACTICE—SUMMARY JUDGMENT 
Disputes between parties as to trade-mark validity and infringement can rarely be de- 
termined satisfactorily on a motion for summary judgment. 


Appeal from Southern District of New York. 

Trade-mark infringement suit by Marcus Breier Sons, Inc., against Marvlo 
Fabrics, Inc. Defendant counterclaims for declaratory judgment of non-infringe- 
ment. Defendant appeals from order denying motion for summary judgment on 
counterclaim. Appeal dismissed. 


Herman Seid, of New York, N. Y., for plaintiff. 
Louis Barnett, of New York, N. Y. (Albert T. Scharps of counsel), for defendant. 


Before Aucustus N. HANpb, CHASE and FRANK, Circuit Judges. 
Per CuRIAM: 


This is an appeal by the defendant from an order denying its motion for sum- 
mary judgment upon its first counterclaim. In Drittel v. Friedman, 154 F. 2d 
653, this court held that an appeal will not lie from such an order. It is purely 
interlocutory, inasmuch as it does no more than would an order under earlier 
practice overruling a demurrer. In other words, it leaves the issues raised by the 
defendant’s first counterclaim and the reply thereto to be tried. We may add that 
this disposition by Judge Kaufman of the above issues seems to have been wise. 
Disputes between parties as to trade-mark validity and infringement can rarely be 
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determined satisfactorily on a motion for summary judgment. The record makes 
it clear that such was the situation in the case at bar. In any event as the order 
was not final no appeal from it was permissible. 

Appeal dismissed. 





THE SCHOLL MFG. CO., INC. v. SIMON 
No. 5527—C. C. P. A.—March 1, 1949 


TRADE-MarKs—Marks Nor CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Zindex” held not confusingly similar to “Solvex,” used on similar goods, under 1905 
Act. 
OPpPosITIONS—PLEADING AND PRACTICE—AMENDMENTS 
Section 6 of 1905 Act held to preclude any amendment of notice of opposition, setting 
up new grounds of opposition, such as additional marks to which applicant’s is alleged to be 
similar, if proposed amendment is filed more than thirty days after publication of applicant's 
mark in the Official Gazette. 
Final hearing corresponds to the trial. 
TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 
Three elements must be present, under Section 5 of 1905 Act, to preclude registration; 
these are: (1) similarity to a known trade-mark, (2) which is used on goods of the same 
descriptive properties, and (3) likelihood of confusion among purchasers. 


Appeal from Commissioner of Patents. 

Opposition by the Scholl Mfg. Co. against Irving Simon, doing business as 
Aid-Oll Drugs. Opposer appeals from the dismissal of notice of opposition. 
Affirmed. 


Stephen J. Cox (Stephen G. Cox of counsel), for appellant. 
No appearance for appellee. 


Before GARRETT, Chief Judge, and HATFIELD, JAcKSON, O’CONNELL, and JoHN- 
son, Associate Judges. 


Jounson, J.: 


This is an appeal from the decision of the Commissioner of Patents affirming 
the decision of the Examiner of Interferences dismissing appellant’s notice of op- 
position to appellee’s application for registration of the notation “Zindex” as applied 
to a foot preparation for athlete’s foot, and holding that appellee was entitled to 
register the mark under Section 5 of the Trade-Mark Act of February 20, 1905. 

It is alleged in appellee’s application for registration that appellee has used its 
mark on its goods since November 30, 1943. 

In its notice of opposition, appellant alleges that it is the owner of the trade-mark 
“Solvex”; that it has used its mark on its goods since March, 1930, and that it 
would be damaged by the registration of the mark “Zindex”’ to appellee ; that it would 
interfere with the rights vested in appellant; that it is deceptively and confusingly 
similar to appellant’s mark and would cause deception and confusion of the trade 
and purchasing public; that it would enable the appellee to trade on and reap the 
benefits of the good-will and reputation of appellant, and allow appellee and his 
dealers to pass off its goods as those of appellant and reap the harvest and benefit 
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of appellant’s costly and extensive advertising and other selling efforts; that appel- 
lee’s products is an article substantially identical with appellant’s said product and 
is of the same descriptive properties and in the same class. 

Appellant also contends that the use by appellee on his labels of the words “Aid- 
Oll Drugs” adds to the confusing similarity which he alleges exists between the 
marks in issue due to appellant’s use of the trade-mark “Ease-All,” registered in 
Class 44, and that such use by appellee will cause deception to those purchasers 
who look at the maker’s name. 

Evidence was introduced by each of the parties. 

In his decision, the commissioner held, as did the Examiner of Interferences, 
that “when the marks are considered in their entireties, as they must be, they are 
so generally dissimilar that confusion in trade would not be likely to occur.” 

The commissioner also held that ‘““The two marks neither look alike, sound alike, 
nor have any similarity in meaning.” We concur in those findings. 

During the taking of its testimony (depositions), the appellant introduced three 
additional registrations of marks which it claims to be somewhat more similar to 
appellee’s mark than “Solvex,” and gave notice that it would move to amend the 
notice of opposition “at or before the hearing under Rule 15 (b) of the Federal 
Rules of Civil Procedure.” Thereafter appellant did move to amend the notice of 
opposition to conform the pleadings to the proof under Rule 15 (b) of the Federal 
Rules of Civil Procedure. The Examiner of Interferences denied the motion to 
amend, refused to consider other marks than the one originally pleaded, and ex- 
cluded all evidence concerning the other marks. That ruling was affirmed by the 
commissioner. 

Rule 15 (b) of the Federal Rules of Civil Procedure, 28 U. S. C. A. foll. Sec- 
tion 723 c, reads in part as follows: 


Rule 15. Amended and Supplemental Pleadings. 
* * * 


(b) Amendments to Conform to the Evidence. When issues not raised by the plead- 
ings are tried by express or implied consent of the parties, they shall be treated in all 
respects as if they had been raised in the pleadings. Such amendment of the pleadings as 
may be necessary to cause them to conform to the evidence and to raise these issues may be 
made upon motion of any party at any time, even after judgment; but failure so to 
amend does not affect the result of the trial of these issues. .. . 


Appellant contends that because appellee did not object to testimony taken by 
appellant regarding the marks “Zino-Pads,’’ “Zin-Ox Pads,” and “Zino,” or to 
the notice of amendment until it came to the taking of appellant’s rebuttal testimony, 
more than six months later; and that because appellee took testimony and intro- 
duced exhibits in answer to the testimony of appellant with respect to the marks 
“Zin-Ox Pads,” “Zino-Pads,” and “Zino,” “The ‘issues not raised by the plead- 
ings’ as originally filed were, therefore, ‘tried by express or implied consent’ ”; and 
that “Any objections which might have been made were, therefore, waived by ap- 
pellee.” 

We do not agree with that contention. The taking of testimony and the intro- 
duction of exhibits during the taking of the testimony did not constitute a trial of 
the issues. The issues were tried before the Examiner of Interferences at final 
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hearing. At the final hearing, appellee expressly objected to the proposed amend- 
ments and to the evidence relating thereto. The examiner properly sustained those 
objections. Section 6 of the Trade-Mark Act of February 20, 1905, as amended, 
providing that “Any person who believies he would be damaged by the registration 
of a mark may oppose the same by filing notice of opposition, stating the grounds 
therefor, in the Patent Office within thirty days after the publication of the mark 
sought to be registered,” precludes any amendment setting up new grounds of 
opposition if filed more than thirty days after publication of the mark sought to 
be registered. Hannis Distilling Co. v. George W. Torrey Co., 32 App. D. C. 530. 
There a motion asking leave to amend the notice of opposition was filed after the 
thirty days allowed by statute had expired, and in affirming the decision of the ex- 
aminer and commissioner denying the motion, the Court of Appeals of the District 
of Columbia, which then had jurisdiction in appeals in opposition proceedings, held : 
“We think the Examiner of Interferences properly denied the motion upon the 
following statement: ‘If the amendment does not contain matter constituting new 
grounds of opposition, no advantage can result to the opponent from its admission, 
and the amendment should be denied; if it does set out new grounds of opposition, 
it is brought too late, and cannot be allowed.’ ”’ 

The Hannis Distilling Co. case, supra, is conclusive on the point of bringing an 
amendment after the statutory limit has passed. 

Because appellant’s motions to amend were denied by the examiner, he also 
refused to give further consideration to the question of confusing similarity insofar 
as the notations “Zino,” “Zin-Ox Pads,” and “Zino-Pads” were concerned. Appel- 
lant, in his appeal to the commissioner, assigned as error the refusal of the ex- 
aminer to consider those marks and determine without reference to the precise 
issues raised by the pleadings that applicant was not entitled, ex parte, to registra- 
tion of his mark. The commissioner held that opposer was not entitled to be heard 
on evidence in support of grounds not specifically pleaded, citing Goldsmith Brothers 
v. Atlas Supply Co., 32 C. C. P. A. (Patents) 1001, 148 F. 2d 1016, 65 U. S. P. Q. 
378. In that case, appellee-applicant’s mark “Coldex” was held not to be confus- 
ingly similar to applicant-opposer’s mark “Goldex.” Appellee-applicant sought 
registration of “Coldex” as applied to an automobile antifreeze compound, whereas 
appellant-opposer’s mark “Goldex” had been registered for use on chemicals, medi- 
cines, and pharmaceutical preparations, and toilet preparations. The opposer intro- 
duced evidence of the use of his mark “Goldex” on a can of motor oil and a can 
of polishing wax, and urged that in the natural extension of its business (that of a 
mercantile establishment operating a store with a drug department and a depart- 
ment for automobile accessories) it should be able to apply its mark to an anti- 
freeze preparation of its own. One of the registrations introduced in evidence by 
opposer there concerned the use of its mark in the sale of pure glycerin and rubbing 
alcohol, but this court rejected opposer’s contention that its glycerin and alcohol 
were goods of the same descriptive properties as applicant’s anti-freeze, holding 
that opposer’s registration was restricted in scope to pharmaceuticals. The court 
then held that the extension of the opposer’s mark from pharmaceuticals into anti- 
freeze would be an extension into an unrelated field, citing Pratt & Lambert, Inc. 
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v. Chapman & Rodgers, Inc., 30 C. C. P. A. (Patents) 1228, 136 F. 2d 909, 58 
U. S. P. Q. 474, where this court held that a liberal interpretation of the “mer- 
chandise of the same descriptive properties” language of Section 5 of the Trade- 
Mark Act of February 20, 1905, would not permit a holding that paints and var- 
nishes, etc., possess the same descriptive properties as insecticides and medicinal 
preparations. In the Goldsmith case, supra, this court held, as quoted by the com- 
missioner in justification of his position that applicant here was not entitled to be 
heard on the issue that the registration of appellee’s mark should have been denied 
ex parte, that 


. . .. Since appellant did not plead the use of its mark on motor oil or its registration 
for polishing wax that might be used on automobiles, the evidence with respect thereto 
cannot be deemed pertinent to the issue and the Examiner of Interferences and Commis- 
sioner of Patents properly refused to consider it. . . . If appellant intended to rely upon 
its registered mark as applied to polishing wax it should have pleaded it the same as it 
did others. 


The commissioner stated in his opinion that although he considered appellant 
not entitled to be heard on the issue, he had given careful consideration of appellant’s 
contention that the opposed application should be refused registration ex parte. 

The issue of whether the applicant’s mark should have been rejected ex parte 
over the opposer’s registered marks “Zino,” “Zin-Ox Pads,” and “Zino-Pads”’ is 
not before us on this appeal. 

As between “Solvex” and “Zindex,” both applied to preparations for athlete’s 
foot, those marks are easily distinguished, as they neither look nor sound alike. 
Appellant argues, through his witness in the record, and before us in his brief, 
that the trade does not buy his products by the manufacturer’s name, “Dr. Scholl’s,” 
but by the trade-mark under which the product is advertised and sold. It follows 
then that an intended purchaser of an athlete’s foot preparation would not become 
so confused in asking for “Solvex” that he would say “Zindex” or any name similar 
in sound; nor if “Zindex” were offered to him by a clerk, through error or other- 
wise, would a purchaser intending to buy “Solvex”’ be persuaded that “Zindex” 
is so similar in appearance and sound that he must have confused the names. 

The pertinent portion of Section 5 of the Trade-Mark Act of February 20, 
1905, reads: 


That no mark by which the goods of the owner of the mark may be distinguished 
from other goods of the same class shall be refused registration as a trade-mark on 
account of the nature of such mark... . 
* 
(b) .... Provided, That trade-marks .. . . which so nearly resemble a registered or 
known trade-mark owned and in use by another and appropriated to merchandise of the 
same descriptive properties as to be likely to cause confusion or mistake in the mind of 








* 





” 





The essential elements of the proviso are: (1) trade-marks which so nearly 
resemble a known trade-mark; (2) used on merchandise of the same descriptive 
properties; (3) as to be likely to cause confusion in the mind of a purchaser or 
the public generally. All three elements must be present before bringing the proviso 
into operation in a particular case. 
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Finally, with regard to appellant’s contentions respecting applicant’s use of 
“Aid-Oll” on its “Zindex” label, and appellant’s trade-mark “Ease-All,” it is 
sufficient to point out that the record discloses that “Ease-All” is the trade-mark 
for an orthopedic device and does not appear on the label of any of the appellant’s 
products here in issue. The similarity thought to exist by appellant between “Aid- 
Oll” and “‘Ease-All” as elements tending to cause confusion in trade, for that reason 
merits no further consideration. 

The decision of the Commissioner of Patents dismissing the opposition is 
affirmed. 


HATFIELD, J., dissents. 


MATTER OF THE APPLICATION OF McKESSON & ROBBINS, 
INCORPORATED 


No. 5522—C. C. P. A.—March 1, 1949 


TRADE-MarkKs—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Toilet preparation for cleansing scalp and hair held goods of different descriptive prop- 
erties from medicinal preparation such as liniment, under 1905 Act. 
TRADE-MarKs—Marks Not CoNnFusiNGLyY SIMILAR—PARTICULAR INSTANCES 
“Brace” held not confusingly similar to “Bracine,” used on different goods, under 1905 
Act. 
CANCELLATIONS—REs JUDICATA—GENERAL 
Where Commissioner in prior cancellation proceedings between the parties, involving 
same marks, had no authority to determine descriptive properties of the goods here involved, 
because of decision of Court of Customs and Patent Appeals regarding broader descriptions 
of goods there involved, held that the issue is not res judicata and that portion of the Com- 
missioner’s prior decision was obiter dictum. 
CANCELLATIONS—PLEADING AND PRACTICE—DISCLAIMERS 
After decision of Court of Customs and Patent Appeals, cancelling registration under 
1905 Act containing varied description of goods, Commissioner had no authority to permit 
entry of proposed disclaimer of all goods in such registration except hair and scalp pre- 
parations. 


Appeal from Commissioner of Patents. 
Application for registration of trade-mark by McKesson & Robbins, Incorpo- 
rated. Applicant appeals from refusal of registration. Reversed. 


H. C. Dieserud for Appellant. 
W.W. Cochran (Walter J. Derenberg of counsel) for the Commissioner of Patents. 


Before GarreTT, Chief Judge, and Hatriecp, JacKson, O’CoNNELL and JoHN- 
son, Associate Judges. 


HATFIELD, J.: 


This is an appeal from the decision of the Commissioner of Patents (speaking 
through the late Hon. Leslie Fraser, First Assistant Commissioner), 73 U. S. P. Q. 
206, affirming the decision of the Examiner of Trade-Marks denying appellant’s 
application for the registration of a trade-mark under the Trade-Mark Act of 
February 20, 1905. 
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The trade-mark in question is for use on “A Perfumed Toilet Preparation for 
the purpose of cleansing the Scalp and Hair, imparting a Lustre to the Hair and 
keeping it well groomed and in place.” The trade-mark comprises the word “Brace” 
on a black background and enclosed in a white oblong border, together with the 
head of a man and the words “A toilet preparation for the scalp and hair,” and the 
name “McKesson & Robbins, Incorporated.” The words, “A toilet preparation 
for the scalp and hair,” together with the name “McKesson & Robbins, Incorpo- 
rated,” is disclaimed apart from the mark as shown. 

The specimen included in the record and filed with the application contains a 
statement that the toilet preparation is “A pleasant to use toilet preparation as an 
aid in the care of the scalp and hair. Massaging of the scalp with Brace helps keep 
the scalp clean and lubricated and dresses the hair, imparting a lustrous brilliance. 
As a dressing, apply sparingly to the wet or dry hair. As a scalp massage, apply 
liberally direct to the scalp.” 

It appears from the record that the involved trade-mark was passed for publica- 
tion and published in the Official Gazette on April 27, 1943, in which, as it is cus- 
tomary, the Commissioner of Patents stated that any person who believed that he 
would be damaged by the registration of appellant’s mark might oppose the same 
by filing a notice of opposition. Prior thereto, the Leonard James Company, owner 
of the registration “Bracine,” for use on an “Antiseptic Liniment and Veterinary 
Liniment Preparation,” which company had been successful in the cancellation pro- 
ceeding brought against appellant, McKesson & Robbins, Inc. v. Leonard James 
Co., 29 C. C. P. A. (Patents) 1137, 129 F. 2d 563, 54 U. S. P. Q. 207, hereinafter 
more particularly referred to, filed with the Commissioner of Patents a letter in 
which it was stated that in its opinion there would be no confusing similarity be- 
tween appellant’s trade-mark “Brace” for use on a preparation for the hair and 
scalp, and appellee’s registered trade-mark “Bracine”; that the goods of the parties 
did not possess the same descriptive properties; and that it, therefore, consented to 
the registration of applicant’s trade-mark. 

In the cancellation proceeding herein before referred to, the Leonard James 
Company claimed that its mark “Bracine,” registered March 27, 1934, registration 
No. 311,576, for an “Antiseptic Liniment and Veterinary Liniment Preparation,” 
was confusingly similar to the trade-mark “Brace” of McKesson & Robbins, Incor- 
porated, registered June 14, 1938, registration No. 357,713, for use on a variety 
of articles; to wit, “Tooth Paste, Hair and Scalp Preparations, Powders and Talcs 
for the Face and Skin, Lotions for the Skin and Face, Sunburn Lotions and 
Preparations, Including Antiseptic Oils for Sunburn.” We there afirmed the Com- 
missioner of Patents, holding that “. . . . in part at least, the goods named in appel- 
lant’s registration are of the same descriptive properties as those to which appellee’s 
mark is applied. That ‘antiseptic oils for sunburn,’ for example, one of the products 
named in appellant’s certificate of registration, are of the same descriptive proper- 
ties as a liniment for human use, . . .” and that the trade-marks of the parties were 
confusingly similar. 

In the cancellation proceeding the First Assistant Commissioner of Patents 
stated that “the goods to which these works are respectively applied, in part at least, 
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possess the same descriptive properties within the meaning of the statute. Clearly 
this is true, for example, as to respondent’s ‘antiseptic oils for sunburn’ and peti- 
tioner’s ‘antiseptic liniment’ for human use.” The First Assistant Commissioner 
further stated in his decision in that case that “. .. . the fact that respondent's 
registration may include additional items, of different descriptive properties, has 
no bearing on the issues here presented.” (Italics ours.) 

It is evident that neither the First Assistant Commissioner of Patents nor this 
court held that McKesson & Robbins’ goods, “. . . . Hair and Scalp Preparations 

” and the Leonard James Company's “Antiseptic Liniment and Veterinary 
Liniment Preparation” possessed the same descriptive properties, nor was it held 
that the trade-marks of the parties as to such goods were confusingly similar. The 
First Assistant Commissioner properly held, as did this court, that one of the 
items included in the McKesson & Robbins’ registration, that is, antiseptic oils for 
sunburn, possessed the same descriptive properties as the Leonard James Com- 
pany’s liniment for human use, and that the trade-marks of the parties, as applied 
to those items, were confusingly similar. 

It will be observed, furthermore, that “Hair and Scalp Preparations,” involved, 
among other things, in the cancellation proceeding, is much broader in its termi- 
nology and might include preparations not covered by a “Perfumed Toilet Prepara- 
tion for the purpose of cleansing the Scalp and Hair, imparting a Lustre to the 
Hair and keeping it well groomed and in place,” involved in the instant case. 

Subsequent to our decision in the cancellation proceeding, supra, appellant at- 
tempted to disclaim all of the articles contained in his previous registration except 
the trade-mark “Brace” for hair and scalp preparations. That was the only issue 
presented by appellant’s attempted disclaimer, and the First Assistant Commissioner 
properly held that he had no authority to permit such a disclaimer. However, in 
denying appellant’s attempted disclaimer, the assistant commissioner further held 
that appellant’s toilet preparation for the scalp and hair, which he referred to as a 
hair tonic, and the Leonard James Company’s liniment for human use, possessed 
the same descriptive properties and that the marks of the parties were confusingly 
similar. Leonard James Company v. McKesson & Robbins, Incorporated, 54 
U. S. P. Q. 335. 

In view of our decision in the cancellation proceeding, supra, there was nothing 
left for the First Assistant Commissioner of Patents to do but to reject appellant's 
disclaimer and to cancel the McKesson & Robbins’ registration of its trade-mark 
“Brace,” although some of the articles covered by the registration might not have 
possessed the same descriptive properties as antiseptic oils for sunburn, covered 
by that registration, and the Leonard James Company’s liniment for human use. 
Accordingly, the assistant commissioner in his rejection of McKesson & Robbins’ 
attempted disclaimer had no authority to determine whether the toilet preparation 
for the scalp and hair, covered by the McKesson & Robbins’ registration, possessed 
the same descriptive properties as the liniment for human use, included in the 
registration of the Leonard James Company, and that the marks of the parties 
were confusingly similar. That portion of his decision, therefore, was obiter dictum 


and is not a proper basis for the decision of the Examiner of Trade-Marks and of 
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the First Assistant Commissioner of Patents that the issue here presented is 
res adjudicata. Furthermore, the issue as to “A Perfumed Toilet Preparation for 
the purpose of cleansing the Scalp and Hair, imparting a Lustre to the Hair and 
keeping it well grooomed and in place,’ under consideration in the instant case, 
was not involved in the concellation proceeding, and it was not held by this court 
nor by the First Assistant Commissioner of Patents that hair and scalp preparations 
involved in the concellation proceeding possessed the same descriptive properties 
as liniment for human use or that the marks of the parties as to such goods were 
confusingly similar. Accordingly, our decision in the cancellation proceeding is 
not res adjudicata of the issue presented in the instant case. See Last Chance Min. 
Co. v. Tyler Min. Co., 157 U. S. 683, 687, and Carter Medicine Co. v. Barclay, 36 
App. D. C. 123, 128. 

The First Assistant Commissioner of Patents held in the instant case that the 
goods of the parties possessed the same descriptive properties and that their respec- 
tive marks were confusingly similar. We are not of that opinion. 

It clearly appears from the record that appellant’s product here involved is merely 
a toilet preparation and is not advertised or used as a medicinal preparation, 
whereas, the liniment covered by the Leonard James Company’s registration is a 
medicinal preparation and is advertised and used for its medicinal properties. It 
may be that in some instances a so-called toilet preparation may contain medicinal 
properties and might possess the same descriptive properties as a medicinal prepara- 
tion, but that is not so in the instant case. See Daggett & Ramsdell v. Samuel 
Bonat & Bro., 35 C. C. P. A. (Patents) 937, 166 F. 2d 151, 76 U. S. P. Q. 608. 
We are of opinion, therefore, that appellant’s preparation for the scalp and hair, 
being merely a toilet preparation, does not possess the same descriptive properties 
as a medicinal preparation and that appellant’s mark “Brace,” used on its goods, 
and the registered mark of the Leonard James Company, “Bracine,”’ used on lini- 
ment, are not confusingly similar. 

For the reasons stated, the decision is reversed. 








Pian Gna ie 


RMA At DOB o TAIN 8 one 





Pia eS Whe CD MF) P58 MIRON, 


say Sharia 








39 T. M.R. OMAG OPTIK v. WEINSTEIN 321 





OMAG OPTIK UND MECHANIK AG. v. WEINSTEIN, Et At. 
No. 41-563—U. S. D. C. S. D. N. ¥Y.—March 22, 1949 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 

In order for one to enjoy benefits of registered trade-mark it is not necessary that the 
mark be associated with claimant’s corporate name. 

Trade-mark owner may properly claim such privileges as grow out of its prior use and 
rights arising from use by its exclusive distributor though owner's corporate name did not 
appear on the goods as marketed. 

Rights to a mark may be accorded the distributor where there is some particular inequity 
in manufacturer’s conduct even where similar degree of inequity would not create rights in 
a stranger. 

TrapvE-M AkKS—ASSIGNMENT—GENERAL 

Beneficial rights in mark and in registration thereof may be transferred to exclusive 
distributor by manufacturer provided clear intent is shown. 

On facts of record, manufacturer held not to have intended to transfer to distributor 
who registered in his own name contrary to manufacturer’s wishes. 

TRADE- MARKS—REGISTRABILITY—EXCLUSIVE DistTriBUTOR’S RIGHTS 

Exclusive distributor has registrable interest in mark of manufacturer. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—LACHES, ACQUIESCENCE 
AND ESTOPPEL 

Extended delay may bar an accounting but will not create an estoppel against enforce- 
ment of trade-mark rights unless there is acquiescence resulting in defeat of the right itself. 

On facts of record, manufacturer held not estopped ; neither registration of manufacturer’s 
mark by exclusive distributor nor distributor’s use of mark without notice to manufacturer 
created an estoppel 

New York law does not require manufacturer to seek out information as to unfair com- 
petition and violation of duty by its distributor. 

TRADE-MARKS AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 

Former exclusive distributor held not owner of manufacturer’s mark “Omag” and re- 
strained from use of corporate name “Omag, Inc.” and confusingly similar marks “Proxomag” 
and “Distomag.” 

FOREIGN REGISTRATIONS—T ITLE—GENERAL 

Foreign registrations obtained by distributor while acting as manufacturer’s agent held 
properly to belong to manufacturer. 

Manufacturer held to have no claim to foreign registrations obtained by former dis- 
tributor in countries where there is no proof manufacturer had done or was likely to do 
business and where the applications were filed after termination of the relationship. 


Trade-mark infringement and unfair competition suit by Omag Optik und 
Mechanik A.G. against Alexander J. Weinstein, et al. Judgment for plaintiff. 


Duell & Kane (Philip T. Dalsimer and Daniel H. Kane of counsel) of New 
York, N. Y., for plaintiff. 

Mann & Burrows (William D. Burrows and Alan N. Mann of counsel) of New 
York, N. Y., for defendants. 


Knox, C. J.: 


This suit concerns defendant’s use of the trade-mark “Omag” on certain photo- 
graphic items in the United States and in certain foreign countries. Plaintiff also 
claims damages against defendant. 


















THE TRADE-MARK REPORTER 39 T. M.R. 





322 


The plaintiff, Omag Optik Mechanik A.G., is a Swiss corporation engaged in 
the manufacture of photographic and optical items in that country. The firm was 
organized in 1925, under the name Optik und Mechanik A.G. The initials of the 
words of that title spell out “Omag,” and, in 1931, the name was changed to its 
present form. At plaintiff’s instance, the trade-mark “Omag’’ was registered in 
Switzerland in 1925. Plaintiff will hereafter be referred to as Omag, and the mark 
also will be referred to as “Omag.”’ 

The individual defendant, Alex Weinstein, was and is engaged in the optical 
and photographic trade in this country through the medium of the several defendant 
corporations and partnerships. For convenience, Weinstein will be considered as 
the sole defendant, it being admitted that he controls and directs the activities of all 
the defendants. 

In the early thirties, isolated sales of Omag products, marked “Omag,” were 
made in this country in San Francisco, Chicago, and New York. It is doubtful 
whether these sales approached a total of $1,000. In this period, plaintiff appears 
to have employed only five or six people in its factory. 

In 1935, defendant solicited plaintiff’s representation, and in November, 1935, 
plaintiff wrote to defendant as follows: “With this letter we consider you as our 
distributor in America and this agreement is lasting until December 31, 1936. 
The cancelling of this contract can be done by either of the parties one month before 
the end of this contract. That means before the first of December, 1936. If, 
before this date, neither of the parties have written to cancel, this agreement is 
always lasting for another year.” No mention was made of the mark “Omag.” 
Weinstein testified that he understood that he was not to take on any agency that 
would be in competition with plaintiff’s products. 

In the years prior to the late war, and despite defendant’s efforts at promotion, 
the business in plaintiff's goods never became extensive. The figures submitted 
were admittedly only approximations; they show that the total annual volume of 
business—computed on the basis of sales in dollars in this country—was never in 
excess of $8,000. Most of the business was in filters and filter mounts. 

The business was carried on in the following manner: The items plaintiff sup- 
plied to defendant fell into three categories: (i) those which constituted plaintiff’s 
regular line; (ii) those that were manufactured especially to defendant’s order ; 
and (iii) such as were created by plaintiff, not for its regular line, but submitted 
to defendant as samples with a request for orders. While it is impossible to tell 
from the evidence what proportion of the business was represented by each of these 
categories, it is clear that many items were made to defendant’s specifications. 

All items, of whatever category, were individually tested by defendant before 
being sold to photographic dealers throughout the country. Goods supplied by 
plaintiff to defendant were not on consignment, but were transferred by outright 
sale. Defendant undertook all expenses of promotion, including advertising, travel- 
ing costs, and the supply of display cabinets to individual dealers. In the very 
beginning, the items arrived individually boxed; however, quite early, the defend- 
ant supplied the boxes in which the individual items were sold to dealers. 

The parties differ sharply in their versions of the importance of the mark “Omag,” 
and of the Swiss origin of the goods. The evidence on these points is not entirely 
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clear. Plaintiff appears not to have taken any interest in the matter at all. Defend- 
ant was actively concerned with creating a name that would help sales, and con- 
centrated on “Omag.” The Swiss origin was taken advantage of, but there was 
no definite effort to associate “Omag” with Switzerland. Much of the advertising, 
many of the products, and many boxes, did not mention Switzerland. Instead, 
defendant seems to have concentrated on associating “Omag” with the Chess-United 
Co., one of the defendants, which handled the distribution. Defendant contends 
that its promotional activities were directed to selling “Omag” as a standard of 
quality, rather than as a Swiss product. It is said that Switzerland had no par- 
ticular reputation for the production of optical goods, and, indeed, it would appear 
that plaintiff was then the only concern of its kind in that country. 

In 1934 or early 1935, the plaintiff promoted the establishment of a French 
corporation called “Omag-St. Louis.” This was done in order to avoid customs 
difficulties between France and Switzerland. The two concerns fell into dispute, 
and the French corporation began to ship “Omag”’ marked products into the United 
States. The defendant was outraged, and complained bitterly to the plaintiff. 
In letters which crossed, in December, 1936, plaintiff requested defendant “im- 
mediately (to) secure protection to us for our name ‘Omag,’ if that was possible,” 
and defendant announced that it was proceeding with registration without waiting 
for instructions, “assuming that you would be perfectly willing to share with us on 
a 50-50 basis the expense involved.” 

In the succeeding months, defendant promised that “the certificate... . will 
be forwarded to you as soon as it is received,” and that, “as soon as the official 
publication comes through, it will naturally be endorsed to you.” Meanwhile de- 
fendant charged plaintiff with the full cost of the registration, viz., $200, and sub- 
tracted that sum from money otherwise due to plaintiff. 

Plaintiff protested that the arrangement was for an equal division of the ex- 
pense. When the mark issued, it was in the name of defendant. Plaintiff demanded 
an explanation, and defendant explained that this had happened “because registra- 
tion can be accomplished either by a practicing U. S. attorney or a U. S. corpora- 
tion.” At the time of trial, Weinstein stated that what he had really meant to say 
was that only a registration owned by an American citizen or corporation could 
be filed with the Bureau of Customs, and thus be used to prevent imports. 19 
U. S. C. 1526. Weinstein reiterated the 50-50 proposition, and offered “to take 
100 percent of the charges on our shoulders provided the trade-mark remains in 
our name.” Plaintiff was alarmed in that the mark was registered in a class category 
containing items which it did not supply to defendant. By way of reassurance, 
Weinstein replied that “If what you are afraid of is that we might sell other optical 
equipment under the name ‘Omag’ (equipment not made or bought from you) 
then forget about such fears because regardless of your misinterpretation of our 
position, we are still anxious to protect your interests.” 

Thereafter, on December 17, 1937, plaintiff accepted the proposition, whereby 
defendant would bear the entire charge, and demanded that Weinstein remit the 
additional $100, which was still being withheld. Nevertheless, Weinstein refused 
to send the $100 to plaintiff, and it was only in January, 1939, that the second 
$100 was forwarded to the Swiss company. 
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Plaintiff contends that it is rightfully entitled to the benefit of the “Omag” 
registration. In order for one to enjoy the benefits of a registered trade-mark, it 
is not necessary that the mark be associated with the claimant’s corporate name. 
Shaver v. Heller & Merz Co., 106 F. 821, C. C. A. &th, 1901; Nims, Unfair Com- 
petition and Trade-Marks (4th ed.), p. 523. Thus, although “Omag” products 
were never marketed in this country in association with plaintiff’s corporate name, 
plaintiff can properly claim such privileges in the mark as grow out of its prior use 
of the same, and also, such rights as arise from defendant’s use of the mark in its 
capacity of plaintiff’s exclusive distributor. It follows, therefore, that if defendant 
be held to be the beneficial owner of the mark, such ownership must derive from 
either the registration transaction, or from an equitable estoppel arising from plain- 
tiff’s conduct. 

The Registration Transaction 


Weinstein’s testimony in this litigation contains a number of contradictions. 
In his deposition before trial, he claimed to have purchased the right to the mark; 
on his direct examination at the hearing before me, he stated that he did not claim 
to have purchased the benefits of the mark. 

There is no doubt that Weinstein as an exclusive distributor had a registrable 
interest in the mark, and that the beneficial rights to the same could have been 
transferred from plaintiff to defendant. Scandinavia Belting Co. v. Asbestos & 
Rubber Works, 257 F. 937, C. C. A. 2, 1919, cert. den. 250 U. S. 644; Nelson v. J. H. 
Winchell & Co., 89 N. E. 180, 203 Mass. 75, 1909; Nims, Unfair Competition 
and Trade-Marks (4th ed.), Section 17, Section 212. 

It is important, consequently, to determine whether in effect, such a transfer 
was effected. Where, as here, the rights prior to the registration were in the 
manufacturer, which the distributor conceded at the time, and the distributor 
registered the mark in his own name, contrary to the wishes of the manufacturer, 
the distributor, before he can claim the full benefits of the registration, must show 
a clear intention on the part of the manufacturer to transfer the mark to the dis- 
tributor. After carefully weighing the evidence, I cannot but conclude that plaintiff 
was without any such intention. Omag relied on defendant for all things connected 
with the American business, both because of the relation between the parties, and 
because defendant, as an American trader was assumed to know such things. 
Defendant did not represent or suggest that it would claim ownership of the mark 
by reason of the fact that plaintiff permitted the registration to stand in its name. 
Omag seems to have regarded the registration more cr less as a technicality, which 
had no vital bearing on the ownership of the mark, an attitude for which defend- 
ant’s action of registering in its own name may well have been in part responsible. 
Omag probably supposed, and quite correctly, that before the anticipated assign- 
ment, the mark itself belonged not to defendant, in whose name the registration 
stood, but to plaintiff. There is no reason to believe that Omag contemplated a 
transfer of its rights to defendant for $100. The controversy between the parties 
was concerned solely with the matter as to which of them should pay for the registra- 
tion. With one minor exception, defendant had paid all previous expenses con- 
nected with the American exploitation of Omag products, and plaintiff doubtless 
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expected defendant to share the registration expenses and was happy when he 
offered to shoulder the entire cost of $200. Furthermore, there is evidence in the 
record that Omag accepted defendant’s offer before December 1, 1937. The con- 
tract between the parties was terminable any year before December 1. It is un- 
reasonable to believe that plaintiff, in accepting the offer, meant to permit, or to risk, 
defendant’s termination of the contract at the end of the year, with defendant re- 
maining the owner of the mark “Omag” in the United States. 


Laches, Estoppel and Unclean Hands 


At this point, it is appropriate to consider defendant’s contention that Omag 
is barred by laches, estoppel and unclean hands, from asserting any rights to the 
mark. 

The business between the parties continued on a small scale up until the war 
years. The last order placed by defendant was in October, 1940, and plaintiff’s 
last shipment of merchandise was made in that year. Although the evidence is 
not conclusive, it is clearly to be inferred that shipments ceased not because plain- 
tiff chose not to continue, but because war conditions in Switzerland, and uncer- 
tainties in shipping conditions, rendered further exports impracticable. 

At an early date defendant had adopted the practice of manufacturing individual 
“Omag” pieces to make up complete sets of filters for sale to American dealers. 
However, sometime before imports from Europe came to an end, Weinstein began 
the local manufacture and sale of “Omag” marked products on a more extensive 
scale, and these activities were not confined to replacement purposes. This practice 
at no time was disclosed to plaintiff. 

In addition, in 1938, defendant began the manufacture of a so-called commer- 
cial, or low-priced, line of filters. These filters were supplied to large retail estab- 
lishments, such as Macy’s, under the outlet’s own trade-mark. Weinstein testified 
that these filters while not essentially differing in quality from the “Genuine Omag” 
filter, were not competitive, because of certain price differentials. The “Omag” 
filter was an expensive item, promoted with high commendation, and was expen- 
sively mounted and packaged. The commercial filter, however, lacked all such 
marketing advantages. Consequently, persons with expensive cameras bought the 
“Omag” type filter, and those owning cheaper cameras purchased the low-priced 
filter. Weinstein did not disclose these activities to plaintiff, notwithstanding that 
he had assured plaintiff in February, 1939, in reply to a letter suggesting Omag’s 
suspicions as to the propriety of his conduct that “I would never countenance our 
producing filters in America so long as our relationship with Omag exists. Is 
that clear ?” 

During the war years, after imports had ceased, Weinstein continued to sell 
relatively small quantities of “Omag” marked products. These were manufactured 
in this country, except when an order could be filled from inventories of Swiss 
merchandise. In March of 1944, Weinstein cabled to Omag, inquiring as to when 
exports might be resumed. In December, 1945, after much prodding, Omag sub- 
mitted prices on a small number of items. By way of answer to these quotations, 
Weinstein asserted that the OPA refused to allow imports at prices above those 
prevailing before 1942, and requested new prices. Omag replied, “Cannot quote 
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lower prices shall we look for other agents,” to which Weinstein responded, in 
January, 1945, “Have no objection your looking for other agents but we must advise 


” 


that we own the ‘Omag’ trade-mark... . 

Thereafter Weinstein persisted with further inquiries, which elicited the follow- 
ing cable from plaintiff in June, 1945: “No longer interested in further dealing Stop 
Information re prewar prices pure invention.” However, in July, 1945, plaintiff 
relented somewhat, and wrote that the decision would be reconsidered if Weinstein 
paid a visit to Switzerland. 

In October of 1945, the American Bolex Company, an American distributor of 
imported photographic goods, became interested in Omag, and took steps to solicit 
its exclusive representation in this country. In January, 1946, the Bolex Co. 
advised plaintiff that Weinstein was manufacturing ‘“Omag” marked products at 
two plants in this country. 

In February, 1946, all the shares of the Omag Company were sold to Henry 
Wild & Co., a large Swiss manufacturing concern. The sale price was based ex- 
clusively upon an evaluation of the physical assets of the Omag business, and did 
not reflect any consideration for good-will or other intangibles. Subsequently, a 
close relationship was formed between the Bolex Co., and the new owners of the 
plaintiff, and this contemplated the elimination of Weinstein as a distributor for 
plaintiff, and the granting of exclusive United States distribution to the Bolex Co. 

In the early post-war years, Weinstein for the first time was able to develop 
the Omag line of business on a large scale. On Weinstein’s own approximation, 
he did $20,000 in Omag business in 1945, $20,000 in 1946, $225,000 in 1947, and 
$80,000 in the first ten months of 1948. In 1946 and 1947, Weinstein spent large 
sums in advertising his “Omag” product. At the same time, by claiming ownership 
to the registration filed with the Customs, Weinstein prevented plaintiff from ship- 
ping any “Omag” items into this country. 

The law seems to be that mere delay, even though protracted, will not neces- 
sarily create an estoppel against the enforcement of trade-mark rights. If estoppel 
does arise, the delay must have “continued so long and under such circumstances 
as to defeat the right itself.” Nevertheless, it is likewise the law that where this 
is not the fact, extended delay may be sufficient to bar an accounting. Menendez 
v. Holt, 128 U. S. 514, 1888; Goldman v. Gold, 211 N. Y. S. 868, 1925; Goldman 
v. Goldstein, 211 N. Y. S. 872, 1925; Rosenberg v. Rosenthal, 238 N. Y. S. 62, 
1929; Winifred Warren v. Turner's Gowns, 16 N. Y. S. 2d 994, 1940, trial court 
affirmed, 285 N. Y. 62 [30 T. M. R. 77], 1941; Socony-Vacuum Oil Co. v. 
Lafariere, 48 N. Y. S. 2d 421, 1944; Nims, Unfair Competition and Trade-Marks 
(4th ed.), Section 413. 

It is my opinion that since Omag did not suppose it had signed away its rights 
to the mark, by permitting the registration to stand in defendant’s name, and since 
the mark was not transferred, no estoppel arises from the registration that defendant 
accomplished. Nor can an estoppel be based on defendant’s early manufacture of 
“Omag” products, since Omag had no notice of what defendant was doing. It 
may be added that plaintiff was not required to seek out such unfair competition. 
H. A. Metz Laboratories vy. Blackman, 275 N. Y. S. 407, 1934. 
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In September, 1941, defendant wrote to plaintiff as follows: 


This morning we learned that “Omag” filters are being offered by a Mr. Fields 
operating under the name of “Swiss Photo Studios.” It appears that Mr. Fields is one 
of your friends whom you told that we are no longer acting in the capacity of agents for 

“Omag” products. You will remember that we assumed the rights to this name and 

registered it in line with your instructions to that effect. Furthermore, you will remem- 
ber that we are still agents for Omag.... 

Inasmuch as this letter fails to claim any rights that are adverse to the mark, 
as distinguished from the registration, and since plaintiff could well have believed— 
and was in fact reassured—that Weinstein was not manufacturing competing 
“Omag” products, the communication cannot be regarded as an estoppel. 

When defendant cabled plaintiff, in January, 1945, that you may look for other 
agents, but we own the mark, plaintiff had its first clear-cut notice that an adverse 
claim was being made against it. 

So far as appears on the record, plaintiff did not learn of Weinstein’s manu- 
facture until the Bolex Co. brought the facts to its attention in January, 1946. 
Despite these communications, of January, 1945, and January, 1946, there is nothing 
in the record to show that plaintiff asserted the present contentions until May, 1947, 
when the present suit was filed. 

Although defendant does not question the general rules above mentioned, it 
places strong reliance in this phase of the discussion on three decisions, viz., 
Overhamm v. Westall, 66 N. Y. S. 2d 371 [36 T. M. R. 392], 1946; B. Graff Co. 
v. H. C. Cook Co., 2 F. 2d 938, C. C. D. C., 1924; and Roma Wine Co. v. Roma 
Wine & Liquor Co., Inc., 80 U. S. P. Q. 69, D. C. Md., 1948. In each of these 
cases distributors were accorded rights in marks originally belonging to the manu- 
facturer. 

The first two have little, or no, application here. In each instance the distrib- 
utor had expended considerable time and money in exploiting the mark, and the 
court found that the same had, in fact, become associated with the distributor, 
rather than with the manufacturer, and that, in the circumstances, it would be 
inequitable to grant an exclusive right to the manufacturer. In the Overhamm 
case, the manufacturer unreasonably deprived the distributor of the right to use 
a second associated mark. In the Graff case the manufacturer had the right to in- 
sist that its name appear along with the mark, and that the distributor’s name should 
not appear. Instead, the manufacturer permitted the distributor’s name to appear, 
while the manufacturer’s did not. The rationale of such rulings is that while a 
stranger has no right to appropriate a competitor’s good-will, and may not avoid 
injunctive restraint the parties stood in the relation of manufacturer and distribu- 
tor. In the Overhamm case, the manufacturer unreasonably deprived the dis- 
tributor of the right to use a second associated mark. In the Graff case the manu- 
facturer had the right to insist that its name appear along with the mark, and that 
the distributor’s name should not appear. Instead, the manufacturer permitted 
the distributor’s name to appear, while the manufacturer’s did not. 

These cases do not dispute the general rule, above referred to, but rely on the 
fact that there was some particular inequity in the manufacturer’s conduct. In 
such a case, rights may be accorded to a distributor even where a similar degree 
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of inequity would not create rights to the mark in a stranger, for a distributor uses 
the mark legitimately, with the consent of the owner, and a stranger does not. 

In the instant case there is no foundation for the application of this rule, because 
the defendant’s use of the mark was not legitimate. The greater portion of defend- 
ant’s effort, together with the overwhelming portion of its advertising costs, were 
expended at a time when it was, in truth, violating its obligation to plaintiff. If 
defendant had not begun its own manufacture of the products in question, under 
the “Omag” mark, before plaintiff’s imports were cut off, and if plaintiff, instead 
of war conditions, had been responsible for its inability to send its products to the 
United States, it would then be necessary to determine whether there are facts 
sufficient to create an estoppel, under the Overhamm and Graff rulings. But on 
this record, defendant cannot appeal to them. 

The case of Roma Wine Co. v. Roma Wine & Liquor Co., Inc., supra, is perti- 
nent to the present discussion. In that litigation, the distributor employed the mark in 
question on goods purchased from third parties, apparently in violation of the 
obligations owed to the manufacturer with whom it had established a fiduciary rela- 
tionship, and yet the distributor was protected. Nevertheless, upon the existing 
facts, the distributor was held to be protected, within certain limitations, in its use 
of the mark. The theory was that an estoppel had arisen against the manufac- 
turer. The estoppel was based on two grounds. In the first place, the manufac- 
turer consented, after some dispute, to the distributor’s registration of its corporate 
name, which included the mark “Roma.” Secondly, while the court found that 
there was no credible evidence that the manufacturer knew that the distributor was 
selling wine purchased from third parties, under the manufacturer’s mark, the 
court held that “it is clear from the weight of the credible evidence that plaintiff 
(the manufacturer) knew defendant had built up a very substantial wine and 
whiskey business independently of any goods that it purchased from plaintiff, which 
plaintiff should have thoroughly investigated from the trade-mark aspect, and plain- 
tiff might have obtained relief by appropriate court proceedings several years 
a 

The Roma case is not controlling for two reasons. 

First, the court there found grounds for estoppel in the manufacturer’s failure 
to investigate the distributor’s independent business, when the manufacturer had 
been aware of that business for several years. Here the plaintiff was not informed 
of defendant’s outside manufacture until sixteen months before suit was filed, and 
further, the law of New York does not seem to require the manufacturer to seek out 
such unfair competition. H. A. Metz Laboratories v. Blackman, 275 N. Y. S. 407, 
1934. Secondly, the manufacturer there permitted an adverse registration of the word 
“Roma” as part of its corporate name, while the registration here was not thought 
to be adverse. The adverse registration in the Roma case could certainly be held 
to be an implied consent to the distributor’s development of a separate business 
under the aegis of that mark. | 

Thus, there being no applicable exception derived from the relationship of the 
parties, the general rule, stated above, applies. Under that rule I must hold that 
plaintiff is not estopped in its present contention. 
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At the same time, under that general rule, in view of the two communications, of 
January, 1945, and January, 1946, and considering the volume of defendant's 
advertising, and his business, in 1946 and 1947, and plaintiff's awareness of “the 
value of his (Weinstein’s) propaganda in the U. S. A.,” I believe it would be 
improper to order an accounting. What effect, if any, would follow from the fact 
that defendant owed fiduciary duties to plaintiff, need not be examined, because 
I think the evidence reveals that the relationship between the parties was terminated, 
or had lapsed, on June 29, 1945, when plaintiff cabled to defendant: “No longer 
interested in further dealing. . . .” 

All things considered, inasmuch as defendant is not the owner of the mark 
“Omag,” he must also be enjoined from using the marks “Proxomag’”’ and “Disto- 
mag,” regardless of the date on which the applications for those registrations were 
filed, and also, should not be permitted to use the corporate title, “Omag, Inc.” 
Defendant’s use of “Omag” in this country, and the confusion which would ensue 
were he now permitted to use such similar marks, necessitate this result. 


Foreign Patents 


The defendant has filed applications for patents in eighteen foreign countries, and 
many registrations have issued on these applications. 

A Canadian registration issued in 1939, and a Mexican one in 1940. Since 
there is no doubt but that defendant was plaintiff’s exclusive representative in those 
years, and filed these applications in the capacity of plaintiff's agent, the marks 
properly belong to plaintiff. 

Except for Canada and Mexico, there was no proof that the plaintiff had done 
or was likely to do business in any of these countries. Plaintiff cannot claim any 
rights to these other applications and registrations unless defendant owed some 
fiduciary obligation to plaintiff at the time of filing. George W. Luft Co. v. Zande 
Cosmetic Co., 142 F. 2d 536 [34 T. M. R. 190], C. C. A. 2d, 1944. Since the 
relationship terminated before any of these applications were filed, plaintiff has 
no claim to them. 

Findings of fact and conclusions of law as required by Rule 52(2), F. R. C. P. 
appear sufficiently within the above opinion, in accordance with the amendment 
to that rule. 
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C. B. SHANE CORPORATION v. PETER PAN STYLE SHOP, INC. 
No. 47C€1382—U. S. D. C. N. D. Ill—March 2, 1949 










TRADE-MARK INFRINGEMENT—STATUTORY Law APPLICABLE—EFFECT OF 1905 Act 

Trade-Mark Act of 1905 held inapplicable since that Act has been repealed by Trade- 
Mark Act of 1946 

CourTs—J URISDICTION—GENERAL 

Congress held entitled to act in respect of matters in intrastate commerce if those matters 
substantially affect interstate commerce. 

Evidence of record held to establish that defendant’s acts complained of by plaintiff were 
local retail sales in intrastate commerce with no proof that defendant’s acts affect interstate 
commerce. 

In 1946 Act, Congress held not to have intended to attempt to regulate transactions in 
intrastate commerce which are not shown to have a substantial effect upon interstate com- 
merce. 

TraApE-MARKS-—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

The word “Season” and the word “Skipper” held to have been used so many times in 
connection with clothing that neither is entitled to broad protection. 

The words “Season Skipper” held to closely approach the merely descriptive. 

TravE-MaRKS—MarkKs Nor CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Twin Season” and “All Season Zipper” held not confusingly similar to “Season Skip- 


” 


per,” used on similar goods, under 1946 Act. 





















Trade-mark infringement suit by C. B. Shane Corporation against Peter Pan 
Style Shop, Inc. Complaint dismissed. 






Banning & Banning, of Chicago, Il., for plaintiff. 
Casper W. Ooms, of Chicago, IIl., for defendant. 





Barnes, C. J.: 






















This cause is before the court for decision after a hearing on the merits. 

The complaint alleges that this action arises under Section 19 of the Trade-Mark 
Act of 1905 (33 Stat. 724; 15 U. S. C. A., Title 15, Sec. 99, etc.) and under 
the Trade-Mark Act of 1946, Section 32 et al.; that plaintiff is a corporation of 
Illinois, with factories and principal offices in the City of Chicago, IIl.; that defend- 
ant is likewise an Illinois corporation, with its principal offices located in said City 
of Chicago; that plaintiff is, and since 1929 has been, engaged in the business of 
manufacturing, selling and distributing raincoats, topcoats, and overcoats for men 
and, since 1938, topcoats and overcoats for women; that in March, 1936, plaintiff 
adopted and since that time has continuously used upon and in connection with the 
advertising and sale of its topcoats and overcoats the designation “Season Skipper” 
as its trade-mark for its said goods; that said trade-mark was registered on July 
28, 1936, for men’s overcoats and topcoats, and on February 13, 1940, for men’s, 
boys’, women’s and girls’ overcoats and topcoats ; that plaintiff’s use of said trade- 
mark has been accompanied by the display of the statutory notice of registration ; 
that plaintiff has built up for its coats and the trade-mark “Season Skipper,” iden- 
tifying the same, a unique and exceedingly valuable reputation and good-will; that 
the defendant, with knowledge of the rights of the plaintiff, and with the irtent to 
appropriate to itself a part of the plaintiff's good-will, symbolized by its trade-mark, 
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did, against the will of the plaintiff and in violation of its rights and for the purpose 
of confusing and deceiving the public and of deriving an undeserved benefit from 
such confusion and deception, commenced to and still does advertise and sell “in 
commerce which may lawfully be regulated by Congress,’ women’s coats, not 
products of plaintiff, designated “Twin Season” and “All Season Zipper’; that 
said designations “Twin Season” and “All Season Zipper” are colorable imitations 
and studied simulations of plaintiff’s trade-mark “Season Skipper” and so similar 
thereto as to be calculated and likely to lead, and the purchasing and wearing 
public has been led to believe erroneously, that defendant's coats designated “Twin 
Season” and “All Season Zipper” are “Season Skipper” coats; that said acts of 
defendant constitute unfair competition in trade affecting plaintiff's rights in and 
to its trade-mark; that by reason of defendant’s use of the designation “Twin 
Season” and also “All Season Zipper” the distinctiveness of plaintiff’s trade-mark 
“Season Skipper” has been weakened and diluted and will be irreparably injured; 
that plaintiff has requested defendant to desist from its conduct aforesaid but de- 
fendant has refused to do so; that defendant has unlawfully made profits to which 
it is not entitled and has unjustly enriched itself at plaintiff's expense; and that 
plaintiff has sustained damages and irreparable injury. The plaintiff prayed that 
temporary and permanent injunctions be granted, that the plaintiff recover dam- 
ages, that the defendant be required to account for gains and profits, that the defend- 
ant be required to deliver up for destruction all advertising material which bears 
the term “Season Skipper” or “Twin Season,” or “All Season,” and the plaintiff 
have general relief. 

The defendant, in its answer, says it does not do any manufacturing of any 
kind of goods, that it operates a retail shop serving customers in its neighborhood ; 
that it is not engaged in interstate commerce, or any other commerce which may 
lawfully be regulated by Congress. The defendant denies that it has infringed upon 
any registration of the plaintiff, that it has competed unfairly with plaintiff, or 
that it has violated or infringed upon any rights of the plaintiff, and denies the 
jurisdiction of this court. The defendant admits that the plaintiff has used the 
term “Season Skipper” upon and in connection with the advertising and selling of 
topcoats, but says that it does not know when the plaintiff adopted said term or 
the extent of the use thereof by plaintiff. Defendant denies that the trade and 
purchasing public have for 11 years identified and called for and do identify and 
call for plaintiff's coats by the trade-mark “Season Skipper.” Defendant denies 
that the plaintiff is the sole and exclusive owner of the trade-mark “Season Skipper,” 
and of the good-will of the business in which said trade-mark has been and is 
used. Dedendant admits that registration No. 337,140 and No. 375,283 were 
issued, but denies that said registration or either of them were issued according 
to law. Defendant avers that said registrations are void because they were issued 
contrary to law. Defendant denies that the plaintiff is the sole and exclusive owner 
of the alleged trade-mark “Season Skipper,” or the word “season,” or the word 


“skipper” in connection with the labeling, advertising and selling of topcoats or 
overcoats with removable inner lining and zipper. The defendant admits that it 
has advertised and sold, at retail only, at its place of business, Peter Pan Style 
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Shop, in Chicago, Illinois, at various times since the year 1940, topcoats designated 
as “Twin Season” or “Twin Season Climate-Tamer,” which were made and labeled 
by Manchester Modes, of Manchester, Connecticut, from whom said defendant has 
purchased the same. Defendant admits that it has used, at various times beginning 
in 1932, and is now using, the descriptive terms “Season” and “All Season” in 
the advertising and selling of coats either with or without removable inner lining 
and zipper. Defendant denies that the designations “Twin Season” and “All Sea- 
son Zipper” are colorable imitations or studied simulations of plaintiff’s trade-mark 
“Season Skipper,” and denies that they are so similar thereto as to be calculated 
and likely to lead the purchasing and wearing public to believe that defendant’s 
coats designated “Twin Season” and “All Season Zipper” are “Season Skip- 
per” coats, originating with the plaintiff. Defendant denies that the use by the 
defendant of the terms “Twin Season” and “All Season Zipper” reflect upon or 
injure the reputation of the plaintiff or its merchandise identified by plaintiff's 
trade-mark “Season Skipper.” Defendant denies that its use of the terms “Twin 
Season” and “All Season Zipper” has weakened and diluted the distinctiveness of 
plaintiff’s trade-mark “Season Skipper,” and denies that the acts of the defendant 
constitute unfair competition in trade affecting plaintiff’s rights in and to its trade- 
mark ‘Season Skipper.” Defendant avers that plaintiff is well aware of the fact 
that defendant has never used the term “Season Skipper”’ in labeling, advertising, 
or selling of coats or any other merchandise. Defendant denies that the terms 
“All Season,” “Twin Season,” or “Twin Season Climate-Tamer” are confusing- 
ly similar to plaintiff’s alleged trade-mark “Season Skipper.” After making the 
foregoing admissions, and others, and the foregoing denial, and perhaps others, the 
defendant, in its answer, sets up, as a first defense, that the complaint fails to state 
a cause of action upon which relief may be granted; as a second defense, defendant 
says that the court lacks jurisdiction of the parties for the reason that both the 
plaintiff and defendant are citizens and inhabitants of the State of Illinois, and the 
registrations claimed by plaintiff are void because the word “season” is a common 
English word in general use in the clothing industry and is descriptive of topcoats 
and overcoats ; as a third defense, that the court lacks jurisdiction over the defend- 
ant and the subject matter of this suit for the reason that defendant is engaged sole- 
ly in the retail business in the City of Chicago and has never used the terms “Twin 
Season,” “All Season,” or “Twin Season Climate-Tamer” in commerce which may 
lawfully be regulated by Congress, and has never used the term “Season Skipper” 
at all in interstate or intrastate commerce; and, as fourth and fifth defenses, the 
defendant sets forth the following : 

Fourth Defense 


26. Continuously since about the year 1940, the defendant, has purchased from the Ellis 
Coat Company, Inc., of Manchester, Connecticut, doing business as Manchester Modes, 
women’s coats with removable inner lining and zipper, with labels attached to said coats 
bearing the terms “Twin Season” or “Twin Season Climate-Tamer.” The defendant never 
has made any claim of ownership of said terms “Twin Season” or “Twin Season Climate- 
Tamer” or of the word “season” or “all season.” Defendant merely advertises and sells 
such coats in the ordinary conduct of its retail business, mainly to customers in the 
shopping district in its immediate vicinity. The defendant avers that its use of the term 
“season,” “All Season,” “Twin Season” or “Twin Season Climate-Tamer” have always 
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been in good faith. Defendant denies that its use of said term, or any of them, has 
caused, or is reasonably likely to cause, confusion or mistake or to deceive purchasers. 


Fifth Defense 


27. Defendant avers that beginning in 1932, and at various times since that year, the 
defendant has used the descriptive word “season” in advertising and selling of wearing 
apparel, including coats, and that said date of adoption and use by the defendant is long 
prior to the “month of March, 1936” which is the date that the plaintiff in paragraph 7 
of its complaint alleges that it adopted the term “Season Skipper” in connection with 
the sale of topcoats and overcoats. Defendant avers that the word “season” in connec- 
tion with topcoats is descriptive, indicating that the coats are adaptable for use in differ- 
ent seasons of the year. Neither the plaintiff, the defendant nor anyone else has a 
monopoly or exclusive right of use or ownership of the word “season” either alone, or 
in combination with other words and syllables. The word “season” is in common use 
in the clothing industry, and such use began long prior to March, 1936, particularly on 
topcoats and overcoats with removable inner lining and zipper, to describe the coats as 
being constructed and adaptable for use during different seasons by zipping out the inner 
lining in warm weather and replacing the inner lining in cold weather, to suit the con- 
venience and comfort of the wearer. 


There are other defenses set forth, and a counterclaim is included in the answer, 
but the court does not believe that it is necessary to set them forth here, though 
some of the other defenses may be good. 

The court thinks that the only issues that need be disposed of are: (1) Did 
the acts of the defendant which are complained of take place in commerce which 
may lawfully be regulated by Congress; and (2) Did defendant infringe upon plain- 
tiff’s trade-mark, assuming it to be valid ? 

The court need not consider the Trade-Mark Act of 1905, since that act has 
been repealed by the Trade-Mark Act of 1946. Philco Corp. v. F. & B. Mfg. Co., 
170 F. 2d 958 [39 T. M. R. 23] (C. C. A. 7); Cal. Fruit Growers Exchange v. 
Sunkist Baking Co., 166 F. 2d 971 [38 T. M. R. 188] (C. C. A. 7). 

Section 1 of the Trade-Mark Act of 1946 provides that: 


The owner of a trade-mark used in commerce may register his trade-mark under 
this Act. ... 


Section 32 of the Act reads, in part: 


(1) Any person who shall, in commerce, (a) use, without the consent of the regis- 
trant, any reproduction, counterfeit, copy, or colorable imitation of any registered mark 
in connection with the sale, offering for sale, or advertising of any goods or services 
on or in connection with which such use is likely to cause confusion or mistake or to 
deceive purchasers as to the source of origin of such goods or services; or (b) reproduce, 
counterfeit, copy, or colorably imitate any such mark and apply such reproduction, counter- 
feit, copy, or colorable imitation to labels, signs, prints, packages, wrappers, receptacles, 
or advertisements intended to be used upon or in connection with the sale in commerce of 
such goods or services, shall be liable to a civil action by the registrant for any or all of 
the remedies hereinafter provided, . . . 


Section 33, in sub-section (b) thereof, provides as follows: 


. ... the certificate shall be conclusive evidence of the registrant’s exclusive right to 
use the registered mark in commerce on or in connection with the goods or services 
specified in the certificate . . . . except when one of the following defences or defects is 
established: . . . . (4) That the use of the name, term, or device charged to be an in- 
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fringement is a use, otherwise than as a trade- or service-mark, of ....aterm.... 
which is descriptive of and used fairly and in good faith only to describe to users the 
goods . ... of such party, . . 


Section 45 provides that : 


In the construction of this Act, unless the contrary is plainly apparent from the con- 
text—“The word ‘commerce’ means all commerce which may lawfully be regulated by 


Congress. 
a * * 


For the purpose of this Act a mark shall be deemed to be used in commerce (a) on 
goods when it is placed in any manner on the goods or their containers or the displays 
associated therewith or on the tags or labels affixed thereto and the goods are sold or 


transported in commerce. .. . 
. * * 


The intent of this act is to regulate commerce within the control of Congress by 
making actionable the deceptive and misleading use of marks in such commerce; to pro- 
tect registered marks used in such commerce from interference by state, or territorial 
legislation. 


The Constitution of the United States provides, of course, that: 


The Congress shall have power . . . . to regulate commerce with foreign nations, 
and among the several states, and with the Indian Tribes. 


The Supreme Court has held that, while Congress does not possess the authority 
to regulate the internal commerce of a state, as such, it does have the power to foster 
and protect interstate commerce and take all measures necessary or appropriate 
to that end, although the intrastate transactions of interstate carriers may thereby 
be controlled. Houston & Texas Ry. v. United States, 234 U. S. 342. Probably 
the most that can be said of this and other like cases is that they hold that Congress 
may act in respect of matters in intrastate commerce if those matters substantially 
affect interstate commerce. The evidence in this case establishes without question, 
that the acts of the defendant of which plaintiff complains were retail sales, in a 
retail shop in Chicago, of clothing which bore marks which were said to infringe. 
There is no contention, and certainly no evidence, that the course of business of 
the defendant was based on prior orders and contracts. On the contrary, there is 
no question but that the goods in question were “goods acquired and held by a local 
merchant for local disposition” (Walling v. Jacksonville Paper Co., 317 U. S. 564 
570.) It is true that the goods in question came from out of the state and that 
when they came from without the state they bore the marks complained of, but they 
had come to rest within the state, and interstate commerce had certainly ceased, 
(Schechter v. United States, 295 U. S. 495; Higgins v. Carr Bros. Co., 317 U. S. 
572; Walling v. Goldblatt Brothers, Inc., 128 F. 2d 778, cert. denied 318 U. S. 757). 

We have observed that “a mark shall be deemed to be used in commerce (a) on 
goods when it is placed in any manner on the goods or . . . . on the tags or label 
affixed thereto and the goods are sold or transported in commerce.” The specific 
question before the court is whether or not Congress intended to regulate acts in 
intrastate commerce which for all that appears in the evidence had no substantial 
or other effect upon interstate commerce. The plaintiff would have the court punish 
for acts in purely intrastate commerce without any proof that those acts affect inter- 
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state commerce ( See analogy in United States Printing Co. v. Griggs, 279 U. S. 
156, 158 [19 T. M. R. 187]). The court does not believe that Congress intended 
to attempt to regulate transactions in intrastate commerce which are not shown to 
have a substantial effect upon interstate commerce, for the simple reason that Con- 
gress did not have any power under the Constitution to do so. Accordingly, the 
court is of the opinion that it has no jurisdiction for the reason that the evidence 
does not disclose that the alleged infringing marks were used by the defendant “‘in 
commerce” or that the goods were sold or transported ‘tin commerce.” 

The court would end this memorandum at this place were it not for the fact 
that there is excellent authority for a view contrary to that expressed above. Adam 
Hat Stores v. Scherper, 45 F. Supp. 804 [32 T. M. R. 430] (D. C. E. D. Wis.). 
Since this last mentioned authority exists, the ends of justice will probably be better 
served if the court takes up the second of the two questions above mentioned, that 
is, the question as to whether or not the marks used by the defendant infringe the 
trade-mark of the plaintiff, assuming that plaintiff’s mark is valid. 

The court assumes, without deciding, that plaintiff's trade-mark “Season Skip- 
per” for men’s, boys’ women’s, and girls’ overcoats and topcoats is valid in spite 
of the charge that it is merely descriptive. 

The defendant has put in evidence 21 certificates of registration of trade-marks 
on various classes of goods which use either the word “Skipper” or “Season.” 
These trade-marks are as follows: 


Registration No. Date Issued Class of Goods and Trade-Mark 

62,999 June 4, 1907 “Skipper”—rubber boots and shoes 

104,141 May 4, 1915 “Little Skipper”—boots and shoes 

132,333 June 22, 1920 “Skipper”—hosiery 

135,555 Oct. 12, 1920 “Skipper”—cotton piece goods 

146,601 Sept. 13, 1921 “Four Seasons Chambray”—cotton piece goods 

154,694 Apr. 18, 1922 “The Crepes of the Four Seasons’—women’s undergar- 
ments, etc. 

166,687 May 22, 1923 “Three Seasons”—knitted fabric underwear 

168,712 May 22, 1923 “Four Seasons”—knitted sweaters and knitted caps 

169,712 June 26, 1923 “The Four Season Jacket’”—knitted sport coats, etc. 

203,080 Sept. 8, 1925 “Four Seasons”’—woolen goods in the piece 

235,313 Nov. 15, 1927 “4 Seasons”—hosiery 

244,853 July 31, 1928 “Seasons of the Year’—fabrics in the piece of silk, etc. 

255,698 Apr. 30, 1929 “Seasonal”—silk piece goods 

298,033 Oct. 11, 1932 “The School Season Shoe”’—misses’ and children’s shoes 

318,026 Oct. 16, 1934 “Skipper Fashions”—ladies’, misses’ and children’s dresses, 
coats, etc. 

329,617 Nov. 6, 1935 “Skipper’”—men’s sport shirts, sweaters and tennis trunks 

337,140 July 28, 1936 “Season Skipper”—men’s overcoats and topcoats 

340,904 Nov. 24, 1936 “The Hit of the Season”—children’s shoes 

351,026 Oct. 12, 1936 “Seasontime Prints’—piece goods 

391,680 Nov. 18, 1941 “Season Master Fashioned by Dae Derry’”—misses’ coats, 
suits, capes, jackets, and coat and suit ensembles 

397,474 Sept. 8, 1942 “Skipper”—textile fabrics in the piece 

416,147 Aug. 28, 1945 “The Bond Four Seasons Coat”—girls’, misses’, and 


women’s suits, topcoats and overcoats 


The word “Season” and the word “Skipper” have been used so many times in 
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connection with clothing that the monopoly, in respect to them, if one exists, cannot 
be held to be broad. 

Nevertheless the plaintiff seems to labor under the impression that it has a 
monopoly not only upon the word “Season” but also upon all combinations of that 
word with other words, such as “Twin” and “All” and “Zipper.” In the court’s 
opinion, it does not have such a monopoly. Even if the words “Season Skipper” 
cannot be said to be merely descriptive, they certainly closely approach the merely 
descriptive. The word “Season” is so universally used in connection with men’s, 
boys’, women’s, and girls’ clothing that for anyone to contend that he has a monopoly 
upon the use of that word approaches the absurd. The words “Twin Season” do 
not look like the words “Season Skipper,” and, at least to the mind of the court, 
convey a different meaning. The words “All Season Zipper” do not look like “Sea- 
son Skipper” and, to the mind of the court, convey a different meaning. 

Furthermore the court cannot find that the words “Twin Season” were used by 
the defendant except in connection with the words “New,” “Climate Tamer,” and 
“Zipper Coat,” in the expression ““New Twin Season Climate Tamer Zipper Coat,” 
or that the words “All Season’’ were used except in connection with the words 
“Zipper Coat” in the expression “All Season Zipper Coat.” The court certainly 
cannot see any infringement in these uses. 

The court holds that the words used by the defendant “Twin Season” and “All 
Season Zipper” do not infringe plaintiff’s trade-mark. 

Counsel for defendant may prepare and on notice present drafts of findings of 


facts, confusions of law, and judgment order, which will give effect to the views 
herein expressed. 


SPEED PRODUCTS COMPANY, INC. v. TINNERMAN PRODUCTS, INC. 
No. 38-662—U. S. D. C. S. D. N. Y.—February 17, 1949 


TrADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Machine staples for use on office stationery held goods of different descriptive properties 
from nuts, clips and staples used in heavy industry. 
TrapDE-MarKS—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
Composite mark consisting of the word “Speed,” in conjunction with design simulating 
a double winged arrow, held not confusingly similar to “Speed Nut,” or “Speed Nuts,” in 
conjunction with design, the word “Nuts” and picture of a nut being disclaimed, or “Speed 
Clip,” the word “Clip” being disclaimed, used on dissimilar goods, under 1905 Act. 
TRADE-MARKS—MaArRKS INCAPABLE OF EXCLUSIVE APPROPRIATION—LACK OF DISTINCTIVENESS 
The word “Speed” which predominates in the marks of the parties, which are held 
valid, is not sufficiently distinctive to merit the conclusion that merchandise like plaintiff's 
will be attributed to defendant. 


Suit under R. S. 4915 to compel issuance of registration and for declaratory 
judgment of non-infringement of trade-marks. Defendant counterclaims for in- 
junction. Judgment for plaintiff. 


Charles M. Palmer, Harry Price and Alex Friedman, of New York, N.’ Y., for 
plaintiff. 

Bates, Teare & McBean (Albert R. Teare, of counsel), of Cleveland, O., for de- 
fendant. 
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SPEED PROD. v. TINNERMAN PROD. 





Ciancy, D. J.: 


Findings of Fact 


1. On or about May 22, 1943, Speed Products Company, a partnership con- 
sisting of Jock and Belle Linsky, filed its application for registration of its trade- 
mark consisting of a design simulating a double winged arrow with the word 
“Speed” predominating thereon, for machine staples in class 13, hardware, etc. 
Thereafter such trade-mark was held registrable and published in the Official 
Gazette of the Patent Office on August 24, 1943. 

2. On or about September 23, 1943, defendant noticed its opposition to such 
registration in the Patent Office and after a hearing the examiner rendered a de- 
cision sustaining the defendant’s opposition. 

3. On or about June 30, 1945, plaintiff appealed to the Commissioner of Patents 
from the examiner’s decision and after hearing such appeal the Assistant Com- 
missioner on July 1, 1946 affirmed the examiner’s decision and held the plaintiff's 
trade-mark not entitled to registration for machine staples. 

4. Parrot Speed Fastener Corporation, a new York corporation, was organized 
by Jack and Belle Linsky aforenamed on August 16, 1926. On September 11, 1928, 
that corporation registered, under serial No. 246,812, its trade-mark “Speed 
Fastener” with lines indicating rapid motion running through the words for stapling 
machines and tools for fastening together sheets of paper and similar sheet material 
and for stapling wire screening and wire fending and for other stapling purposes in 
class 23, cutlery, machinery, etc. 

5. To an extent thereafter the Speed Fastener mark appeared on the con- 
tainers not only of stapling machines but on quantities of staples sold for use 
therewith by Parrot Speed Products Corporation. 

6. From and after August, 1936, Parrot Speed Fastener Corporation and Speed 
Products Company and plaintiff applied on the containers for many of its products, 
including at least sometimes its staples, the double winged arrow with the word 
“Speed” imposed thereon. The device was small and usually comparatively incon- 
spicuous. The phrase “Speed Fastener” on the containers for the staples or other 
trade names was also used and was emphasized in size and position. 

7. On August 29, 1939, the Parrot Speed Fastener Corporation was dissolved 
by filing a certificate of dissolution with the Secretary of State. Its assets were 
liquidated and distributed between its stockholders Jack and Belle Linsky who 
thenceforth, under the trade name Speed Products Company continued at the same 
premises in the same business as partners with the same employees, and the same 
inventory. Speed Products Company thereafter produced the same products as 
had the corporation. 

8. Jack and Belle Linsky, doing business as partners under the trade name 
of Speed Products Company, continued to use the legend “Speed Fastener” as a 
trade-mark for its stapling machines and for its staples as well. They also used the 
double winged arrow with the word “Speed” imposed on the containers of both the 
stapling machines and the quantities of staples sold for use therewith. They have 
spent considerable sums for advertising, emphasizing always other marks than the 
double winged arrow which was included. Their products have met with success 
marketwise, and their business has grown and is now large. 
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9. On or about the 12th day of July, 1946, Jack Linsky, assuming to act as 
president of Parrot Speed Fastener Corporation, executed an instrument purport- 
ing to be an assignment by that Company to the partnership Speed Products Com- 
pany of the registered trade-mark “Speed Fastener, serial No. 248,812, as of 
August 3, 1939, the instrument reciting that together with the trade-mark was 
assigned the entire good-will of the business in connection with which it was used 
and the right to recover for past infringement. 

10. Plaintiff is the owner and in 1943 Speed Products Company was the owner 
of the winged arrow “Speed” trade-mark sought to be registered. They were 
both also the owners of the trade-mark “Speed Fastener.” 

11. The defendant owns by assignment, the following registered trade-marks : 
No. 244,038, registered July 3, 1928—‘‘Speed Nut’; No. 347,986, registered 
July 13, 1937—“Speed Clip” ; No. 352,197, registered November 23, 1937—“Speed 
Nuts.” No. 352,197, under the Act of 1905, was a device showing a flash of 
lightning running through the words “Speed Nuts” and a picture of a sample nut. 
The word “Nuts” and the picture were disclaimed apart from the mark. In No. 
347,986, which was under the 1905 Act, the word “Clip,” apart from the mark, 
was disclaimed. No. 244,038 was under the Act of 1920. 

12. The “Speed Nut” trade-mark has been continuously used by the defendant 
and its predecessors since 1923, “Speed Clip” since 1932, and “Speed Nuts” since 
1937. Defendant has expended large sums of money for advertising its marks and 
by evidence has demonstrated that its trade-marks identified its product and that 
the word “Speed” is noted as their predominant feature. _ 

13. The defendant manufactures metal fastening devices including nuts, clips 
and staples as well as tools for applying them. Plaintiff’s staples are presently 
largely sold in stationery stores. Defendant’s nuts and bolts are sold directly to 
its customers or to dealers in large quantities. They do not look like plaintiff’s 
goods, are not packaged like plaintiff’s goods and are not sought generally by the 
plaintiff’s customers for any of the purposes that prompt purchase of plaintiff’s 
product. Its nuts, clips and staples do not possess the same descriptive properties 
as the staples advertised and manufactured and sold by the plaintiff. B. F. Good- 
rich Co. v. Hockmeyer, 40 F. 2d 99 [20 T. M. R. 205]. Confusion of its patrons 
or mistake in the identity of the manufacturer of its products would not be reason- 
ably likely if the plaintiff were allowed registration and use of its trade-mark in 
the sale of machine staples. 

14. The trade-marks hereinabove described owned by the parties are valid. 
They are not confusingly similar and there is no evidence of infringement of any 
by either party present or prospective. 


Conclusions of Law 


1. Judgment is granted plaintiff to extent of item 1 of the relief sought in the 
first cause of action and 1 and 2 in the second cause. 
2. The counterclaim is dismissed. 


All of plaintiff’s products, however diverse in character, are for the use in the 
office and even an exaggerated interpretation of its advertising cannot change the 
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fact that it is serving only office trade with articles that may fairly be grouped under 
the heading of stationery and this includes its staples. Defendant proved a growing 
use for staples in heavy industry but such staples are of a different character. They 
serve another purpose and are sought by a segment of trade never touched by the 
plaintiff. However large an area of expansion the Court might be willing to accord 
to each of the litigants, no collision between their products can be foreseen. The 
word “Speed” which predominates in the marks of both, including the one sought 
to be registered, is not sufficiently distinctive to merit the conclusion that other 
merchandise or even fastening devices like plaintiff’s staples distinguished by its use 
in or as a mark will be attributed to this defendant’s manufacture. Even defendant 
does not insist that the marks of the parties otherwise conflict. 





WEATHERFORD, Et a. v. EYTCHISON, et At.; 
FORD VAN LINES, INC. v. WEATHERFORD, Et At. 


Nos. 16445-16446—D. Ct. of App. 2nd D. Cal.—February 28, 1949 


TRADE-MARKS AND TRADE NAMES—STATE REGISTRATION ACTS—EFFECT OF CALIFORNIA STATUTB 
Sections 14400 et seg. of California Business and Professions Code held to affirm the 
common law and not to take away common law remedy for protection of those who do not 
register their marks under the state act. 
TRADE NAMES AND UNFAIR COMPETITION—SCOPE OF PROTECTION—GENERAL 
The same extent of protection is afforded trade-marks and trade-names, but a trade- 
name is generally used to designate a local business and its protection is limited to the 
territory in which such business is carried on. 
TRADE NAMES—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “Ford” held “fanciful” and “arbitrary” insofar as the storage and transfer 
business is concerned. 
TRADE-MARKS AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
Proof of fraudulent intent is not required. 
If the natural consequence of defendants’ conduct is to cause confusion, injunctive relief 
may be granted. 
TRADE NAMES AND UNFAIR COMPETITION—SOOPE OF RELIEF—PARTICULAR INSTANCES 
Plaintiff Weatherford, prior user of “Ford Van and Storage,” etc., in Los Angeles, held 
entitled to injunction restraining defendants’ use of the word “Ford” in connection with 
the transfer and storage business in the City of Los Angeles. 


Apppeal from Superior Court, Los Angeles County. 

Two unfair competition suits (1) by William E. Weatherford and Mary E. 
Weatherford against Charles W. Eytchison, Arthur L. Eytchison, Claude V. 
Eytchison, and Ford Van Lines, Incorporated; and (2) by Ford Van Lines, Incor- 
porated, against William E. Weatherford and Mary E. Weatherford in which de- 
fendants filed a cross-complaint. 

Consolidated for purpose of trial. Ford Van Lines, Incorporated, and Eytchi- 
son, et al. appeal from judgment granting injunction to Weatherford, et al. 
Modified and affirmed. 


Arthur C. Arnold and Leo A. Deegan, of Los Angeles, Cal., for appellants. 
J. Wesley Cupp, of Los Angeles, Cal., for respondents. 
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WILson, J.: 


Respondents, William E. Weatherford and Mary E. Weatherford, husband and 
wife are owners of a transfer and storage business which they operate under the ficti- 
tious trade names of Ford Van and Storage, Ford Moving and Storage, Ford Van 
Lines and Ford Transfer and Storage. They brought an action against appellants 
Charles W. Eytchison, Arthur L. Eytchison and Claude V. Eytchison, doing busi- 
ness under various fictitious names, Ford Van Lines, Incorporated, and others, to 
enjoin them from using the word “Ford” in connection with the transfer and storage 
business in California. The Eytchisons filed an answer to this action. Ford Van 
Lines was not served. 

Thereafter, Ford Van Lines, Incorporated, filed suit against the Weatherfords, 
seeking to enjoin them from using the word “Ford,” “Ford Van & Storage Com- 
pany” or “Ford Van Lines” in connection with the transportation of goods in inter- 
state or intrastate commerce. The Weatherfords filed an answer and a cross-com- 
plaint in which they asked for virtually the same relief as that sought by their 
original complaint. 

The two actions were consolidated for the purpose of trial. In the suit brought 
by the Weatherfords, the plaintiffs recovered a judgment and the defendants were 
enjoined from using the word “Ford” in connection with the transfer and storage 
business in the State of California. In the action brought by Ford Van Lines, 
Incorporated, judgment was rendered in favor of defendants and cross-complain- 
ants, and Ford Van Lines, Incorporated, was enjoined from using the word “Ford” 
in connection with intrastate transfer and storage business. These appeals are 
from both judgments. 

Appellant Ford Van Lines, Incorporated, first began using the name “Ford” 
in the transfer and storage business in 1915 in Nebraska, the name of the com- 
pany at that time being Ford Delivery Company. In 1941, the name was changed 
to Ford Van Lines, Incorporated, under which name it is now operating. At the 
time these actions were filed it was engaged in business in thirty-eight states and 
the District of Columbia. Its first shipment into California was in 1932 or 1933, 
when it moved one load. It obtained a permit from California from the Railroad 
Commission in 1936, which was revoked about four months later. Between 1936 
and 1942 it brought a few loads into California. Between 1942 and 1945 it did 
some business in California and in February, 1945, it signed a contract with Arthur 
L. Eytchison, doing business as All American Van and Storage Company, to act 
as its agent in Los Angeles. 

Respondent William E. Weatherford started in the transfer business in Los 
Angeles in 1926 or 1927 under the name Ford Transfer, changing the name to 
Ford Moving and Storage about two years later. In 1938, he formed a partnership 
with one L. E. Holt, which lasted about eight months and terminated with his 
selling his interest to Holt. The latter operated the business for about a year, 
at which time Weatherford bought it back and continued to operate it under the 
name Ford Van and Storage. Between the years 1930 and 1946, respondent's 
business was listed in the classified section of the telephone directory under various 


wai oe 


——— 





parse EE Rb I, 





39 T. M.R. WEATHERFORD v. EYTCHISON 341 





fictitious names, all of which included the word “Ford.” They advertised in the 
newspapers and their trucks had painted on them the trade name. 

After All American Van & Storage became agents for Ford Van Lines, In- 
corporated, it placed advertisements in the local newspapers under the name “Ford 
Van Lines,” listing a telephone number for that concern which was actually the 
telephone number of All American. Appellant Ford Van Lines, Incorporated, 
also placed a quarter-page advertisement in the December, 1946 issue of the classi- 
fied directory, containing four telephone numbers of All American as well as the 
telephone number of Ford Van Lines, Incorporated, no distinction being made 
between the numbers. In a quarter-page advertisement in the June, 1945 issue of 
the Los Angeles classified telephone directory All American represented that they 
were “Exclusive Agents—Ford Van Lines.” 

About 95 percent of respondents’ business is received over the telephone and 
after appellants’ advertisements appeared respondent suffered a loss of business of 
between 35 and 40 percent. 

Appellants contend that since Ford Van Lines, Incorporated, is the original 
owner of the word “Ford” in relation to the transfer and storage business, there 
are no territorial restrictions upon its use of the word and the protection which it 
should be afforded in that use. In support of this contention they cite Sections 
14400 et seq., of the Business and Professions Code, Derringer v. Plate, 29 Cal. 
292; Stork Restaurant, Inc. v. Sahati, 166 F. 2d 348; and Brooks Bros. v. Brooks 
Clothing of California, 60 F. Supp. 442. Section 14400 of the Business and Pro- 
fessions Code is but an affirmance of the common law (Derringer v. Plate, 29 Cal. 
292, 298, construing a similar statute). In the Derringer case defendant demurred 
to the complaint upon the ground that the statute concerning trade-marks was in 
effect a repeal of the common law and in order to maintain his action the plaintiff 
must have shown compliance with the requirements of the statute. The court 
held the statute of 1863 concerning trade-marks did not take away the common 
law remedy for their protection from those who did not register their trade-marks 
according to the provisions of the act. There is nothing in the opinion to indicate 
whether the plaintiff, who claimed first use of the mark in Philadelphia, or the 
defendant was the prior user in California. 

In the Stork Restaurant case the plaintiff, operator of the Stork Club in New 
York, had expended some $7,000,000 in advertising on a nationwide scale by means 
of newspapers, radio, motion pictures and other mediums. As a result of its efforts 
the Stork Club was known from coast to coast and commanded patronage from 
visitors to New York from the United States at large. Although there was no 
direct competition between the parties the defendant, who operated a small restau- 
rant in San Francisco, was enjoined from using the trade name of the prior user. 

In the Brooks case, plaintiff was a New York concern established in 1818, 
whereas defendant was a California firm established in 1924. Plaintiff, however, 
had advertised goods for the California trade as early as 1850 and its goods were 
well known and advertised in California. The injunction was granted. In each 
of the latter cases the doctrine of “confusion of source” was applied. 

In the instant case appellant Ford Van Lines, Incorporated, did not become 
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regularly engaged in interstate commerce in California until 1942. Respondents 
have used the name continuously since 1926 and have advertised since 1931. There 
is nothing in the record to indicate Ford Van Lines, Incorporated, advertised or 
was known in California prior to 1945 when it appointed an agent and commenced 
to advertise. A reference to the map in its advertisement in the December, 1946 
issue of the telephone directory indicates it was not engaged in business west of 
Wyoming. 

The extent of protection given to trade names is the same as that afforded 
trade-marks. But since goods sold under a trade-mark are usually sold through- 
out a larger territory and a trade name is generally used to designate some local 
business, the protection in the use of a trade name is limited to the territory in 
which such business is carried on. (Yellow Cab Co. of San Diego v. Sachs, 191 
Cal. 238; Lerner Stores Corp. v. Lerner, 162 F. 2d 160 [37 T. M. R. 452]. In 
the Yellow Cab case, a Chicago corporation doing business through subsidiary 
companies throughout the United States under a trade name was held to have 
obtained no right to the use of such name in connection with the taxicab business 
in San Diego as against a prior user of the name in that city. 

Appellants further assert that the findings that respondents’ trade name had 
acquired a secondary meaning are not supported by the evidence, citing Dunston 
v. Los Angeles Van Co., 165 Cal. 89. The court in that case held that the name 
was not susceptible of exclusive use and therefore of protection as an exclusive trade- 
mark or name, the first part of the name referring to the place of business and the 
remaining words to a description of the business. The injunction was refused be- 
cause (1) the name was not one in which a property right could be acquired, and 
(2) there was no evidence of unfair competition, mere similarity of names not 
establishing the fraud. The court held that there must be such a misuse of name 
by advertising and soliciting as amounts to fraud. We are not confronted with 
such a situation in the instant case, the word “Ford” not referring to a geographical 
location but being “fanciful” and “arbitrary” insofar as the storage and transfer 
business is concerned. The test of whether or not a secondary meaning has been 


acquired is set forth in 3 Restatement of the Law of Torts, Section 717(b), as fol- « 


lows: “The issue in each case is whether or not in fact a substantial number of present 
or prospective purchasers understand the designation, when used in connection 
with the goods, services or a business, not in its primary lexicographical sense, 
but as referring to a particular person or association.” 

The evidence is sufficient to establish that Weatherford had used the name 
“Ford” in connection with various trade names relating to the moving and storage 
business over a period of years, dating as far back as 1926; that he had advertised 
in the newspapers and in the telephone directory ; that his trucks carried the name; 
that he had built up a business under that name and was well known to customers 
desiring services such as were offered by him. Furthermore, the word “Ford” is 
a part of his name. 

It is not necessary that respondents prove fraudulent intent. Appellants may 
be enjoined “if the natural consequences of their conduct is such as to cause decep- 
tion.” (Hoover Co. v. Groger, 12 Cal. App. 2d 417, 419.) Appellants inserted 
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an advertisement in the classified directory which stated that All American Van 
& Storage was the exclusive agent for Ford Van Lines ; advertisements were placed 
in the newspapers under the name “Ford Van Lines,” giving a telephone number 
which was that of All American, and appellant Ford Van Lines, Incorporated, placed 
a quarter-page advertisement in the classified section of the telephone directory 
listing four telephone numbers which were connected with the All American offices. 
One witness testified he intended to call Weatherford ; he got the number from the 
newspaper ; the party answered the telephone “Ford Lines” and the truck which 
picked up his furniture was an All American truck; upon inquiry the driver told 
him they worked together; when the shipment failed to arrive promptly he looked 
up the number in the telephone directory, this time calling Ford Van and Storage, 
and learned for the first time that Weatherford had not made the shipment. Ap- 
pellants admitted they received calls at the All American offices which were for 
Weatherford and if someone called and asked for Mr. Weatherford “We tell them 
they have the wrong number; there is no Mr. Weatherford here”; they do not 
direct those calling to Weatherford. Respondents’ business, almost 100 percent 
of which is transacted over the telephone, decreased 35 to 40 percent after appel- 
lants’ advertisements appeared. 

Appellants allege that respondents have not complied with the Highway Carriers’ 
Act (Stats. 1935, ch. 223, p. 878; 2 Deering’s Gen. Laws, Act 5129a) and not 
having done so they cannot enjoin a business which has complied with such regula- 
tions. In 1940 and 1943 a permit to operate as a radial highway common carrier 
was issued to Mrs. Jennie Bailey, doing business as Ford Van & Storage. In 1943 
this permit was revoked because of the transfer of insurance to M. E. Weatherford. 
On the same date a permit was issued to M. E. Weatherford, doing business as 
Ford Van & Storage. The question of the validity of the permits is not before 
this court and it must be assumed that they were issued after proper investigation 
by the Railroad Commission. The evidence shows that William E. Weatherford 
was the actual owner of the business except for a period of one year, when it was 
owned by Holt, who continued to operate under the same name. 

Appellants argue (1) that a trade-mark is inseparable from the good-will of 
the business and can have no “existence in gross” unconnected with the business 
in which it is used, and (2) that since the business was operated under the name 
of Jennie Bailey and M. E. Weatherford it constituted an abandonment. Conceding 
that the trade name is inseparable from the good-will, the evidence discloses that 
the business was operated continuously under one of the fictitious names used by 
respondents containing the word “Ford,” and particularly the names Ford Van 
& Storage and Ford Van Lines, since 1926. Thus there was no abandonment of 
the name and appellant’s authorities are therefore inapplicable. 

We find no fault with the judgments except that their scope is broader than is 
warranted by the allegations in the pleadings. The judgments enjoin appellants 
from using the name “Ford” anywhere in the State of California. In both the 
complaint and the cross-complaint respondents allege they are engaged in business 
in the City of Los Angeles and have acquired an extensive patronage therein. 
There are no allegations in either pleading that they are engaged in business else- 
where in California. 
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The judgments are modified by deleting the words “State of California” and 
the word “California” wherever the same appear in said judgments and inserting 
in lieu thereof the words “City of Los Angeles.” The judgments as so modified 
are affirmed. 


Moore, P. J., and McComs, J., concurred. 





EASY WASHING MACHINE CORPORATION v. BLUE MAGIC, INC. 


Commissioner of Patents—March 4, 1949 


OPpposITIONS—PLEADING AND PRACTICE—GENERAL 
All registrations pleaded by opposer held properly considered under Commissioner's 
decision in Celanese Corporation of America v. American Viscose Corporation. 
TRADE-MarRKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Liquid starch for laundering purposes held goods of different descriptive properties from 
washing machines and ironers, under 1905 Act. 
OPpPposITIONS—PLEADING AND PracticeE—-Morions To DIsMIss 
Notice of opposition held properly dismissed under 1905 Act, where goods of the parties 
were held to have different descriptive properties. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Easy Washing Machine Corporation against Blue 
Magic, Inc. Opposer appeals from dismissal of notice of opposition. Affirmed. 


Fraser, Myers & Manley, of New York, N. Y., for opposer. 
Paul & Paul, of Philadelphia, Pa., for applicant. 


DanliELs, A. C.: 


The Examiner of Interferences has dismissed the notice of opposition to ap- 
plicant’s application to register the notation “Easy Monday” under the Trade- 
Mark Act of 1905, as a trade-mark for “a liquid starch for laundering purposes,” 
and opposer appeals. 

Opposer relies upon ownership of a number of registrations of trade-marks con- 
sisting of or including the word “Easy” for washers, ironers, and similar products, 
all of which were registered prior to any date of use claimed by applicant. The 
Examiner of Interferences found that opposer had failed to prove ownership of 
certain of the registrations (particularly one covering ironers) and that opposer’s 
washing machines as to which he found title to the registration had been proved did 
not possess the same descriptive properties as applicant’s starch. 

The refusal to consider the registration for ironers referred to was based upon 
failure to produce copies of a certificate of change of name of the opposer 
corporation. In view of the decision of the Commissioner of Patents in Celanese 
Corporation of America v. American Viscose Corporation, 80 U. S. P. Q. 48, 
decided since the decision of the Examiner of Interferences herein, it is my opinion 
that this registration should have been considered, and all registrations pleaded 
by the opposer have been considered on this appeal. 

The Examiner of Interferences found that washing machines and starch, while 
both are employed in connection with cleaning or reconditioning of fabric articles, 
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differed in composition, form, and every other material particular, and that in their 
essentials they are as far removed as dry cleaning apparatus and soap, which were 
held to possess different descriptive properties. Lever Brothers Company v. Butler 
Manufacturing Company, 27 C. C. P. A. 1215, 111 F. 2d 910 [30 T. M. R. 382]. 
Clearly they differ more than the soap and washing machines found to possess the 
same descriptive properties in Syracuse Washing Machine Corporation v. Samuel 
Miller, Jr.,. 19 U. S. P. Q. 224. 

Opposer’s brief suggests that starch is used in connection with the ironing 
process, and that therefore there is a greater similarity between opposer’s ironers 
and applicant’s starch than between such starch and the washing machines con- 
sidered by the examiner. These products, however, also differ in every material 
particular as to form, appearance, and methods of sale and there is no direct con- 
nection between them in use. That they may both be used in the laundry and may 
be used at about the same time, does not appear sufficient to overcome these essen- 
tial differences. 

The decision of the Examiner of Interferences is affirmed. 





LEVER BROTHERS COMPANY v. BLUE MAGIC, INC. 
Commissioner of Patents—March 4, 1949 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Liquid starch for laundering purposes held goods of the same descriptive properties as 
soap, under 1905 Act. 
TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—SUGGESTIVENESS 
Though “Monday” is frequently regarded as “wash day” and therefore the word may 
have a certain suggestive connotation as applied to the goods involved, held that it is not 
merely descriptive under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, the marks must be considered in their 
entirety and even descriptive or disclaimed portions may not be ignored. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Easy Monday” held confusingly similar to “Sunny Monday,” used on similar goods, 
under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Lever Brothers Company against Blue Magic, Inc. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Spencer A. Studwell, of New York, N. Y., for opposer. 
Paul & Paul, of Philadelphia, Pa., for applicant. 


DANIELS, A. C.: 


The application of Blue Magic, Inc., for registration of the notation “Easy 
Monday” as a trade-mark under the Act of February 20, 1905, for “liquid starch 
for laundering purposes,” is opposed by Lever Brothers Company, relying on its 
ownership and prior use of the trade-mark “Sunny Monday,” as a trade-mark for 
soap. No testimony was taken by either party, opposer relying upon its ownership 
of registration of the trade-mark “Sunny Monday” for “soap,” registered under 
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the 1905 Act May 15, 1906, renewed and rerenewed, No. 52,615. From the de- 
cision of the examiner of Interferences sustaining the opposition, applicant ap- 
peals. 

No question of priority exists in view of opposer’s conceded ownership of its 
registration referred to, and while applicant suggests that there are specific differ- 
ences between the goods, particularly when considered in connection with the differ- 
ences between the marks it is my opinion that the holding of the Examiner of 
Interferences that the goods are manifestly closely related products having the 
same descriptive properties, must be sustained. The only question for considera- 
tion is, therefore, that of similarity of the marks. 

Applicant states that “ ‘Monday’ is so commonly associated with ‘washday’ that 
it cannot indicate origin in a trade-mark sense,” and that “Sunny” and “Easy” 
differ substantially, so that there is no likelihood of confusion between these marks. 
In support of this contention applicant relies upon Miles Laboratories, Inc. v. Foley 
& Company, 32 C. C. P. A. 714, 144 F. 2d 888 [34 T. M. R. 335], in which it 
was found that the word “Vita” being a well-known and commonly used term as 
applied to the products there involved, and the suffixes of the marks there involved 
(“Vitamiles” and “Vitabuild”) being substantially different, there was no likelihood 
of confusion. Accepting the contention that “Monday” is frequently regarded as 
“washday” and may therefore have a certain suggestive connotation as applied to 
these goods, it does not appear, at least upon this record, that is merely descriptive 
of the goods. W. G. Reardon Laboratories, Inc. v. B. & B. Exterminators, 71 
F, 2d 515, 22 U. S. P. Q. 22. 

Further, the marks must be considered in their entireties, and even descriptive 
or disclaimed portions may not be completely ignored. So considered, both marks 
appear to have considerable similarity in sound and appearance and are not unlike 
in connotation. 

I accordingly agree with the Examiner of Interferences that the word “Monday” 
is not so lacking in distinctiveness that it need be given little consideration, and 
that in any event, when considered in their entireties, the marks are sufficiently 
similar that their concurrent use would give rise to likelihood of confusion and de- 
ception of purchasers. 

The decision of the Examiner of Interferences is affirmed. 
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TIDY HOUSE PRODUCTS COMPANY v. TIDY-HOUSE PAPER 
PRODUCTS COMPANY 


Commissioner of Patents—March 7, 1949 


OPpposITIONS—PLEADING AND PRAcTICE—ELECTION OF REMEDY 

Opposer having elected to rely upon confusion in trade clause as the only ground of 
opposition held to have waived any right to rely upon any statutory ground such as cor- 
porate name clause, under 1905 Act. 

OPPOSITIONS—PLEADING AND PRACTICE—AMENDMENTS 

Opposer held not entitled to amend notice of opposition to set up additional grounds 
after expiration of statutory period. 

Opposer’s motion, after decision by the Examiner, to conform pleadings to the proof 
held properly denied because Rule 15(b) of Federal Rules of Civil Procedure does not 
overcome the statutory requirement nor permit what in effect amounts to setting up new 
cause of action. 

OPpposITIONS—PLEADING AND PRACTICE—EXx PARTE ACTION 

While opposer may suggest ex parte action rejecting application in view of opposer’s 
corporate name, held that opposer is not entitled to question the Examiner’s decision upon 
such matters; and ex parte action held inappropriate where basis for it appears only in 
record of this case and not from matters otherwise of record in Patent Office. 

Opposer also held not entitled to be heard with respect to Examiner’s decision on op- 
poser’s suggestion that ex parte action be taken because of improper marking of certain 
goods by applicant. 

TRADE-Marks—Goops OF SAME DESCRIPTIVE PROPERTIES—GENERAL 

Opposition under confusion in trade clause can be sustained under 1905 Act only if the 
goods of the parties possess the same descriptive properties, though the marks involved 
are identical. 

Facts that the goods of the parties may both be used in the kitchen, are sold through 
the same stores and may be advertised in the same advertisement held items properly con- 
sidered but not controlling in determining whether the goods possess the same descriptive 
properties. 

TRADE-MarKs—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—-PARTICULAR INSTANCES 

Paper household products, including household bags for use in refrigerators, garbage 
cans, packing and shipping, and paper cups and plates, held goods of different descriptive 
properties from various cleaning preparations, including silver polish, window cleaner, rug 
and upholstery shampoo, soap, scouring powder, dry cleaning fluid, polishing cloths, etc., 
under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Tidy House Products Company against Tidy-House 


Paper Products Company. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 


Bair & Freeman, of Chicago, IIl., for opposer. 
Emanuel R. Posnack, of New York, N. Y., for applicant. 


Daniets, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismissing 
the notice of opposition to an application to register a trade-mark for “paper house- 
hold products namely household bags, refrigeration bags, garbage bags, packing and 
shipping bags, food bags, paper cups and plates” under the Trade-Mark Act of 1905. 
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The mark sought to be registered consists essentially of the words “Tidy House” 
which is shown in the specimens and drawing written in script and accompanied 
by some pictorial matter. The notice of opposition alleges opposer’s ownership 
and prior use of the trade-mark “Tidy House” as a trade-mark for various cleaning 
preparations, including liquid silver polish, window cleaner, rug and upholstery 
shampoo, laundry soap, wall paper cleaner, sanitary bowl-flush, scouring powder, 
painted surface cleaner, toilet soap, dry cleaning fluid of solvent type, polishing 
cloths, and polishing wax, and ownership of certain registrations thereof under 
the Trade-Mark Act of 1905, by opposer is also set up for such products, but was 
not considered by the Examiner of Interferences. Since, however, the testimony 
shows use of the mark by opposer and predecessors prior to any date claimed by 
applicant there can be no question as to opposer’s priority of use of the mark upon 
the goods set up. 

In a companion opposition No. 25,596, which was by stipulation considered upon 
the same record as that involved in this proceeding, the notice of opposition has 
been sustained under the “name clause” of Section 5 of the Trade-Mark Act of 
1905. In this case, however, the name clause is not pleaded in the notice of opposi- 
tion, which sets out only the “confusion in trade clause of that Section as the 
basis of opposer’s claim that applicant is not entitled to the registration sought. 
Much of the argument, both oral and in the briefs, is devoted to the question of the 
propriety of the Examiner of Interferences’ ruling that the name clause cannot be 
considered in this proceeding. Under well-settled authority the opposer, having 
elected to reply upon the confusion in trade-clause as the only ground of opposition, 
has waived any right to rely upon any other statutory ground. Emerson Electric 
Manufacturing Co. v. Emerson Radio & Phonograph Corporation, 24 C. C. P. A. 
1279, 90 F. 2d 331 [27 T. M. R. 334, 473] ; Goldsmith Bros. v. Atlas Supply Com- 
pany, 32 C. C. P. A. 1001, 148 F. 2d 1016 [35 T. M. R. 130]. Nor can opposer 
amend its notice of opposition to set up this ground, as it has sought to do since the 
decision of the Examiner of Interferences. Hannis Distilling Co. v. George W. 
Torrey Co., 32 App. D. C. 530, 141 O. G. 569; The Scholl Mfg. Co., Inc. v. Irving 
Simon, 597 O. G. 610, 72 U. S. P. Q. 518. 

Opposer further contends that the Examiner of Interferences should have taken 
ex parte action to refuse registration in view of opposer’s corporate name. While 
opposer may suggest ex parte action, it is not entitled to question the decision of 
the Examiner of Interferences upon such matters. McKesson & Robbins, Incor- 
porated v. Isenberg, 35 C. C. P. A. 1095, 167 F. 2d 510 [38 T. M. R. 663] ; Island 
Road Bottling Company v. Drink-Mor Beverage Company, 31 C. C. P. A. 816, 
140 F. 2d 331 [34 T. M. R. 109]. In view of the fact that opposer has waived 
its right to rely upon this ground of opposition and that the basis of such suggested 
ex parte action appears only in the record of this case and not from matters other- 
wise of record in the Patent Office, it does not appear appropriate that ex parte 
action be taken at this time, nor is the suggestion that this be taken affected by 
anything contained in the Trade-Mark Act of 1946 to which both parties refer, 
although conceding that this case must be considered under the provisions of the 
Trade-Mark Act of 1905. 

Opposer suggests that the action of the examiner in dismissing the notice of 
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opposition in this case, while sustaining it in the companion proceeding, presents 
an anomalous situation. This action appears, however, to be required in view of 
the differences in the issues as presented. 

Opposer also moved, after decision by the Examiner of Interferences, to con- 
form the pleadings to the proof in accordance with Rule 15(b) of the Federal Rules 
of Civil Procedure and has appealed from the Examiner of Interferences’ denial 
of such motion. That rule does not overcome the statutory requirement of Sec- 
tion 6 of the Trade-Mark Act of 1905, and does not permit what in effect amounts 
to setting up a new and unpleaded cause of action. 

While the marks of the parties involved are identical, the opposition under 
the confusion in trade clause can be sustained only if the goods possess the same 
descriptive properties. The Procter & Gamble Co. v. The Crescent Supply Co., 
23 C. C. P. A. 790, 80 F. 2d 1002 [26 T. M. R. 43]; Coty, Inc. v. Joseph Dixon 
Crucible Company, 26 C. C. P. A. 933, 102 F. 2d 209 [29 T. M. R. 227]. The 
goods of the respective parties are sold to some extent through the same stores and 
are advertised in the same publications and in the one instance were offered for 
sale by a dealer in the same advertisement. Both are or may be used in the kitchen. 
While these are factors properly considered in determining whether or not the goods 
possess the same descriptive properties, neither is controlling. Goldsmith Bros. v. 
Atlas Supply Company, supra; All-American Mohawk vy. Rollinson, 22 C. C. P. A. 
1301, 77 F. 2d 926 [25 T. M. R. 400]; Minnesota Mining & Manufacturing Co. 
v. Everett N. McDonnell, 35 C. C. P. A. 719, 163 F. 2d 557 [37 T. M. R. 760] ; 
McKesson & Robbins, Incorporated v. Isenberg, supra. As found by the Examiner 
of Interferences “the goods may be regarded as comprising kitchen items only in 
the sense that any of the divergent classes of articles usually found in the kitchen, 
such for example as foods, cutlery, dish towels, and electrical appliances may be 
similarly described. Nor are the alleged instances of confusion found by the 
Examiner of Interferences to have arisen from confusion with the opposer’s corpo- 
rate name considered to establish any similarity of the goods. The goods are con- 
sidered so different in their essential characteristics that they do not possess the 
same descriptive properties. Purex Corporation, Ltd. v. Leonard Tissue Company, 
507 O. G. 1045, 43 U. S. P. Q. 89. 

Opposer further suggests that ex parte action should be taken because of the 
improper marking of certain paper mats produced by applicant. The Examiner of 
Interferences apparently regarded the excuses for such marking as sufficient and 
did not refer to this question in his decision. This also is a matter as to which the 
opposer may suggest action but may not be heard. While other ex parte action 
was taken by the Examiner of Interferences it does not appear to be questioned 
and need not be considered. 

The decision of the Examiner of Interferences is affirmed. 
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TIDY HOUSE PRODUCTS COMPANY v. TIDY-HOUSE PAPER 
PRODUCTS, INC. 






Commissioner of Patents—March 7, 1949 










TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Paper place mats, bowl covers, wax paper, paper napkins, towels and toilet tissue held 
goods of different descriptive properties from general household items including silver 
polish, window cleaner, rug and upholstery shampoo, soap, wall paper cleaner, sanitary 
bowl-flush, scouring powder, dry cleaning fluid, polishing cloths and polishing wax, under 
1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Applicant’s mark consists essentially of the words “Tidy House” and accompanied 
by certain pictorial matter held confusingly similar to “Tidy House,” the salient feature 
of opposer’s corporate name. 
Fact that the goods of the parties do not possess the same descriptive properties held 
not controlling under the name clause of 1905 Act. 













Appeal from Examiner of Interferences. 
Trade-mark opposition by Tidy House Products Company against Tidy-House 
Paper Products, Inc. Applicant appeals from decision sustaining notice of opposi- 


Affirmed. 


Bair & Freeman, of Chicago, IIl., for opposer. 
Emanuel R. Posnack, of New York, N. Y., for applicant. 
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DANIELS, A. C.: 






This is an appeal from the decision of the Examiner of Interferences sustain- 
ing a notice of opposition to an application to register a trade-mark under the Trade- 
Mark Act of 1905 for “paper place mats, bowl covers made of paper, waxpaper, 
paper napkins, paper towels, and paper toilet tissue.” The mark sought to be 
’ which is shown in the 







registered consists essentially of the words “Tidy House,’ 
specimens and drawing written in script and accompanied by certain pictorial matter. 
The notice of opposition alleges opposer’s ownership and prior use of the 
trade-mark “Tidy House” for a large variety of general household items, includ- 
ing liquid silver polish, window cleaner, rug and upholstery shampoo, laundry soap, 
wall paper cleaner, sanitary bowl-flush, scouring powder, painted surface cleaner, 
toilet soap, dry cleaning fluid of solvent type, polishing cloths, and polishing wax. 
The grounds of opposition include both the “confusion in trade clause” and the 
“name clause” of Section 5 of the Trade-Mark Act of 1905. The Examiner of 
Interferences has found that the goods do not possess the same descriptive properties, 
and that accordingly, the opposition may not be maintained upon the basis of the 
confusion in trade clause, but has sustained the opposition under the name clause. 
That the respective goods of the parties are different in all essential characteristics, 
as found by the Examiner of Interferences, is apparent upon this record. This is 
considered in the decision of an appeal from the decision of the Examiner of Inter- 
ferences in a companion opposition heard upon the same record and decided con- 
currently herewith. 
The fact that the goods do not possess the same descriptive properties is not, 
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however, controlling with respect to the claim based upon the name clause. “Tidy 
House” is clearly the salient and distinguishing feature of opposer’s corporate name 
under the principle set out in American Steel Foundries v. Robertson, 269 U. S. 
372, 1926 C. D. 289, and Duro Pump & Manufacturing Co. v. California Cedar 
Products Co., 56 App. D. C. 156, 11 F. 2d 205. There is some evidence of con- 
fusion of identity of record between the two corporations but, as found by the 
Examiner of Interferences, it seems clear that there is likelihood of confusion irre- 
spective of such evidence. Considering the matter in accordance with the name 
clause of the Trade-Mark Act of 1905, the decision of the Examiner of Interferences 
must be considered well founded. American Steel Foundries v. Robertson, supra; 
Duro Pump & Manufacturing Co. v. California Cedar Products Co., supra; Radio 
Corporation of America v. Rayon Corporation of America, 31 C. C. P. A. 808, 
139 F. 2d 833 [34 T. M. R. 103]; Air King Products Company, Inc. v. Bernstein, 
590 O. G. 536, 70 U. S. P. Q. 504; Safeway Stores. Incorporated v. Safeway 
Opticians, Inc., 584 O. G. 498, 68 U. S. P. Q. 332. 


The decision of the Examiner of Interferences is affirmed. 





LIBBEY-OWENS-FORD GLASS COMPANY vy. PLASTRON, INC. 


Commissioner of Patents—March 11, 1949 


TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Plastic film made of polyviny! chloride, a waterproof washable plastic used for purposes 
similar to a fabric such as book covers, furniture coverings, bird cage covers, covering foods, 
shower curtains, rain wear, etc., held goods of different descriptive properties from synthetic 
heat hardening molding material for use in molding artificial resinous products including 
airplane seats, fly rods, lamp shades, decorative sheeting, table tops, clock pieces, water 
tumblers, radio housings, etc., under 1905 Act. 
TRADE-M ARKS—REGISTRABILITY—MISUSE OF REGISTRATION NOTICE 
In view of the applicant’s persistent misuse of registration notice on its goods, it is 
found ex parte and without regard to the issues of the opposition that applicant is not 
entitled to register. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Libbey-Owens-Ford Glass Company against Plastron, 
Inc. Opposer appeals from dismissal of notice of opposition. Affirmed. Regis- 
tration refused ex parte. 


Marshall, Marshall & Leonard, of Toledo, O., for opposer. 
Mida, Richards & Murray and John B. Hosty, of Chicago, IIl., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismiss- 
ing a notice of opposition to applicant’s application to register the word “Plastron” 
as a trade-mark under the Trade-Mark Act of 1905, for “plastic film made of 
polyvinyl chloride, a waterproof washable plastic used for purposes similar to a 
fabric such as book covers, furniture coverings, bird cage covers, covering foods, 
shower curtains, shower hoods, make-up capes, rain wear, hat covers, aprons and 
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bibs, table covers, costumes, all kinds, blanket bags, garment bags, shoulder covers, 
lingerie cases, lamp shades and lamps, dressing table skirts and kitchen and bath- 
room curtains.”” Opposer relies upon its ownership and prior use of the trade- 
mark “Plaskon”’ as applied to “synthetic heat hardening molding material for use 
in molding artificial resinous products,” “condensation products of ureas and 
aldehydes,” “formed artificial resin for use as construction material for casings” 
and “synthetic resinous compositions for use as ingredients in the manufacture of 
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lacquers, enamels and finishes.” 

Opposer has introduced various registrations of its mark under the Trade-Mark 
Act of 1905 covering such products. In addition to proof of ownership of those 
registrations, opposer submitted testimony as to its use of its mark upon these 
products and the nature of such goods. 

In a prior opposition between these same parties involving the same marks 
(78 U. S. P. Q. 46), it was held that applicant’s shower curtains made of plastic 
film did not possess the same descriptive properties as opposer’s goods which were 
the same as those involved in this proceeding, and the examiner has found that 
the decision in that case should be followed herein. I agree with that conclusion. 
While the shower curtains made of plastic material are articles manufactured from 
the plastic film here involved and thereby a step further removed from opposer’s 
goods, it is my opinion that the opposer has not sustained the burden of proof of 
showing that there is any likelihood of confusion from the concurrent use of the 
marks of the parties on the goods involved herein. As indicated in the decision 
in the former opposition between the parties, the goods are sold to different classes 
of purchasers through different markets and there is no indication that opposer’s 
material has been or would be made up into anything resembling applicant’s plastic 
film. As in the former case the only showing of finished products made from 
opposer’s materials refers to airplane seats, fly rods, lamp shades, decorative sheet- 
ing, table tops, clock pieces, water tumblers, radio housings, etc. There appears 
to be no such relationship either between opposer’s raw material or the products 
made from it by its customers and applicant’s film that it can be determined that 
there would be any confusion as to source or origin of these products. Nor do the 
practices of the competitor referred to in the record affect this conclusion. It is 
therefore believed that the Examiner of Interferences was correct in finding that 
the goods of the parties do not possess the same descriptive properties. 

It is noted, however, that the applicant has marked certain of its film in a 
manner to indicate that its trade-mark is registered in the United States Patent 
Office and that its relatively recent advertisements of the material for which it now 
seeks registration also bear the words “Reg. U. S. Pat. Off.” with reference to 
the mark now sought to be registered. It seems apparent that this was called to 
the applicant’s attention in another proceeding sometime in 1947, and that it was 
again brought up in this case. In spite of this notice applicant has contniued to 
use this improper marking. In its brief on this appeal it attempts to justify it by 
the fact that it owns a registration of the trade-mark “Plastron” for certain garment 
and similar bags. The plastic film here involved clearly is not the same product 
as such garment bags nor does the material advertised in the pamphlet accompany- 
ing the notice under Rule 154(e) have any relation to garment bags, (except as 
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such bags may be made therefrom) but rather to the plastic film involved in this 
opposition. In Sauquoit Paper Co., Inc. v. Hilda Weistock, 18 C. C. P. A. 927, 
46 F. 2d 586, a similar use on the part of the opposer was excused in view of its 
being applied through misunderstanding immediately after acquiring rights to the 
mark and that such use was discontinued within a month with few, if any, actual 
sales of goods bearing the improper notice. In that case the Court of Customs 
and Patent Appeals found the party should be permitted to show mistake and to 
excuse its improper conduct, but indicated clearly that in the absence of an adequate 
showing it would have no right to maintain the opposition. Applicant’s conduct 
in this case indicates not only that it had no valid reason for having used this legend, 
but that it has continued to use it and, so far as appears from either the record 
brief, or argument has taken no steps to discontinue it. In view of this improper 
marking of the specific goods here involved and the continuance after it had been 
called to its attention the rule set out in Four Roses Products Co. v. Small Grain 
Distilling & Drug Co., 29 F. 2d 959, 58 App. D. C. 299, and followed by the 
Patent Office in The Ohio Hydrant & Supply Co. v. John Herzog & Son, 2 
U. S. P. Q. 62, must be applied, and it is found ex parte and without regard to 
the issues of the opposition that in view of the improper marking of the goods 
here involved, the applicant is not entitled to the registration which it seeks. 

The decision of the Examiner of Interferences insofar as it dismisses the notice 
of opposition is affirmed, but insofar as it adjudges that the applicant is entitled to 
the registration for which it has made application, it is set aside, and it is ordered 
that the application for registration be refused. 





SWIFT & COMPANY v. B. & P. SWIFT, LIMITED 
Commissioner of Patents—March 15, 1949 


OpposITIONS—PLEADING AND PracticE—Morions To DISMISS 
Allegations of fact in notice of opposition and all proper inferences must be considered 
as admitted and the pleading must be construed favorably to the pleader on motion to dis- 
miss. 
Conclusions of law and statements which upon their face or from accompanying docu- 
ments are legally impossible or incapable of proof, held not admitted by the motion. 
In considering allegations that the goods possess the same descriptive properties, it is 
proper to consider the goods of the respective parties. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
Likelihood of confusion as to source held properly considered as one of the elements in 
determining the question whether goods possess the same descriptive properties. 
Fact that the goods are used conjointly or may appear in the same trade channels held 
an element to be considered but not controlling. 
There must come a point at which goods are so different that they may not be con- 
sidered goods of the same descriptive properties as a matter of law. 
TRADE-MaRKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Weighing scales and weighing machines held goods of different descriptive properties 
from meats, soap and cleaning powder, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—CORPORATE NAMES 
Fact that dominant feature of applicant’s name constitutes salient feature of opposer's 
corporate name held waived where not pleaded in notice of opposition, though opposer’s 
corporate name had been recorded in Patent Office. 
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Ex parte action held not required under name clause of 1905 Act, where applicant dis- 
claimed salient feature of opposer’s corporate name. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Swift & Company against B. & P. Swift, Limited. 
Opposer appeals from dismissal of notice of opposition on motion. Affirmed. 


Nims, Verdi & Martin, of New York, N. Y., for opposer. 
Mock & Blum, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


Opposer appeals from the decision of the Examiner of Interferences dismiss- 
ing its notice of opposition to an application for registration of a trade-mark for 
“weighing scales and weighing machines,” under the Trade-Mark Act of 1905. 
The mark sought to be registered consists of an outline drawing of a bird apparent- 
ly in flight, with the word “Swift” printed across the outline, the word “Swift” 
having been disclaimed in view of a holding by the Examiner of Trade-Marks that 
it was a surname not distinctively displayed. The notice of opposition sets up 
ownership by opposer of the trade-marks “Swift” and “Swift’s” as applied to 
meats, soap, and cleaning powder, and sets up ownership of numerous registra- 
tions of these marks for such products under the Trade-Mark Act of 1905. Claim 
of damage is based on the confusion in trade clause of Section 5 of the Trade-Mark 
Act of 1905, it being alleged that the goods to which applicant’s trade-mark is 
applied are so closely associated with the goods to which opposer applies its mark 
that the goods of the parties possess the same descriptive properties, and that there 
is likelihood of confusion of origin from the application of the respective marks 
of the parties to their respective goods. 

Instead of answering the notice of opposition, applicant moved to dismiss on 
the ground that “the respective goods are of such dissimilar and different descrip- 
tive properties that the opposition should be dismissed on its face.’’ In this motion 
it was further stated that “the question in issue, namely, the descriptive properties 
of the respective goods, is so clear from the notice of opposition that testimony 
would be of no material value.”” The motion to dismiss was granted and upon a 
petition for reconsideration the examiner adhered to this decision and also over- 
ruled certain contentions of the opposer under the name clause of the statute. 

The motion has been treated as one under Section 12 of the Federal Rules of 
Civil Procedure upon the ground that the notice of opposition does not state a claim 
upon which relief can be granted. If considered as a motion under Rule 56, it 
would apparently be subject to the same considerations. 

The notice of opposition, after alleging opposer’s ownership of the marks re- 
ferred to for the products stated above, and the registrations thereof, states that 
“the goods to which applicant’s claimed trade-mark is alleged to be applied are 
so closely associated with the goods to which opposer’s said trade-marks are ap- 
plied that the origin of applicant’s goods is likely to be confused with the origin of 
oposer’s goods.” It also alleges that these goods possess the same descriptive 
properties and that when applicant’s mark is applied to the goods of the applicant 
it is likely to cause confusion or mistake and to deceive purchasers, thereby caus- 
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ing damage to opposer. Opposer contends that all facts pleaded must be taken as 
true for the purposes of this motion and that having pleaded such close associat- 
tion between goods of the same descriptive properties, it is entitled to present proof 
thereof. Much of the argument of both parties and certain statements in the de- 
cision of the Examiner of Interferences refer to the sufficiency of these allegations. 
Taken in and of themselves, however, there is no question but that they are sufh- 
cient to set forth facts which would justify proof tending to show that the goods 
possess the same descriptive properties. Not only must the facts pleaded be con- 
sidered true, but all proper inferences must be considered to be admitted, and the 
pleading must be construed favorably to the pleader upon a motion of this type. 
If the notice of opposition were to be considered only from the standpoint of its 
formal allegations, it would, in my opinion, be sufficient. Manischewitz Food 
Products, Inc. v. Rosenberg, 80 U. S. P. Q. 427; Hess, et al. v. Factors Corpora- 
tion, 80 F. Supp. 727. There is, however, the added consideration that conclu- 
sions of law and statements which, upon their face, or from accompanying docu- 
ments are legally impossible or incapable of proof are not admitted by the motion: 


While the court must accept as true all well-pleaded facts, the motion does not admit 
facts which the court will take judicial notice are not true, nor does the rule apply to 
legally impossible facts, nor to facts inadmissible in evidence, nor to facts which appear 
by a record or document included in the pleadings to be unfounded. Cohen v. United 
States, 129 F. 2d 733. See also Boice v. Boice, et al., District Court, D. New Jersey, 48 
F. Supp. 183 (affirmed 135 F. 2d 919); Pelican Oil & Gasoline Co., Inc., et al. v. Com- 
missioner of Internal Revenue, Circuit Court of Appeals, Fifth Circuit, 128 F. 2d 561. 


While it has been stated that an allegation that goods possess the same descrip- 
tive properties is a pleading of fact, Holeproof Hosiery Co. v. Maiden Form Bras- 
siere Company, Inc., 42 U. S. P. Q. 630 (1939) ; Wagner v. Vitamint Co., Inc., 
55 App. D. C. 131, 2 F. 2d 933, it is clearly proper in considering such an allega- 
tion to consider the goods set out in the application to which opposition is made 
and those set out in the registrations relied upon and where, giving the full benefit 
of all possible inference or argument, to the pleader, it is evident that such goods 
cannot possess the same descriptive properties, the motion should be granted. It 
is believed that it- was on this basis that the motion was granted by the Examiner 
of Interferences. 

Opposer admits that it must establish that the goods possess the same descrip- 
tive properties, but contends that these words are not to be construed literally and 
that the nature or character of the goods themselves does not constitute the sole 
criterion for determining whether or not they possess the same descriptive properties 
within the meaning of the statute. It is contended to the contrary that all factors 
should be considered and that if confusion as to origin is likely, the goods must be 
considered to have the same descriptive properties. As applied to this case, the 
opposer contends that some of the specific factors which must be considered are 
such as those referred to in Meredith Publishing Co. v. O. M. Scott & Sons Co.. 
24C. C. P. A. 956, 88 F. 2d 324, including: 


“the use” of the articles, “similarity or the lack of similarity of the packages or contain- 
ers,” “the place or places where, and the people to whom they were sold,” the fact “that 


the goods were sold in the same markets and in some instances by the same dealers” 
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and “were manufactured in the same section of the country,” “the class of people to whom 


such goods were sold,” etc. 


It is suggested that in this case persons seeing meats weighed upon a weighing 
scale bearing applicant’s mark may conclude that the opposer is the manufacturer 
of, or in some manner sponsors the scales and weighing machines, and will hold 
the opposer responsible in the event of faulty weight. In support of this conten- 
tion opposer states: 


For example, the opposer should not be foreclosed from an opportunity to show that 
its meat and other food products on the one hand, and scales and weighing machines, 
such as those of the applicant, on the other hand, are sold through the same channels of 
trade, i.c., those which supply wholesale and retail dealers in meat and meat products; 
that the goods are sold by the same class of persons, t.e., wholesalers of meat market 
supplies; that they are purchased by the same class of persons, 1.e., wholesalers, retailers 
and consumers of meat and meat products; that both at the wholesale and retail levels 
they are intimately associated in their use, since the one is used in weighing and dispens- 
ing the other; that they are displayed to the public side by side in retail stores; and 
that by reason of these and other factors and of the substantial identity of the marks, the 
trade and the public are likely to be confused and deceived into the belief that “Swift” 
scales and weighing machines are manufactured, sold, or sponsored by the same con- 
cern whose principal trade-mark for meats and other food products, well known for 
several generations, is “Swift.” 


It is true, as contended by opposer, that great liberality has on occasion been 
exercised in construing the words “goods of the same descriptive properties,” and 
that the likelihood of confusion as to source or origin has been one of the elements 
considered. The examiner has, however, found that in this case, even assuming 
proof such as outlined by opposer, as quoted above, it could not be found that the 
goods possess the same descriptive properties. With this conclusion I agree. It 
is true that the favorable construction of the notice of opposition required on such 
a motion must require the assumption that opposer’s meats might be weighed upon 
applicant’s scales and that the retail customers for such meat might see the appli- 
cant’s mark thereon. It may be necessary to assume that the same wholesalers 
might sell weighing scales and meats or other food products. The fact that the 
goods are used conjointly or may appear in the same channels of trade would of 
course be an element to be considered, but such factors are not controlling nor 
conclusive. Goldsmith Bros. v. Atlas Supply Company, 32 C. C. P. A. 1001, 148 
F. 2d 1016. And there must come a point at which goods are so different that they 
cannot be considered goods of the same descriptive properties as a matter of law. 
As stated by the court in California Packing Corporation v. Tillman & Bendel, 
Inc., 17 C. C. P. A. 1048, 40 F. 2d 108: 


. . .. The mere fact that some indefinite and farfetched confusion is to be shown or 
pointed out does not necessarily require that the goods shall be regarded as of the same 
descriptive properties. The product of the “chewing gum maker” and that of the “iron- 
monger” can hardly be said to possess such common characteristics, either in texture, 
quality, sale or use as to permit of confusion, certainly not in the absence of proof. 
The same may be said of clothespins and dried herrings. 


Opposer cites numerous cases in which goods which obviously possess different 
descriptive properties within the ordinary meaning of the words were found to have 
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the same descriptive properties for the purpose of refusing registration. Yale 
Electric Corporation v. Robertson, 26 F. 2d 972; Heintz v. American Tire Ma- 
chinery Company, 31 C. C. P. A. 862, 140 F. 2d 1013; Elgin American Manu- 
facturing Co. v. Elizabeth Arden, Inc., 23 C. C. P. A. 1168, 83 F. 2d 687; Juntor 
Guild Frocks, Inc. v. Page & Dixon Drug Co., Inc., 615 O. G. 820, 79 U.S. P. Q. 
41. In some of these, as stated in Yale Electric Corporation v. Robertson, supra, 
such a finding did apparent violence to the literal meaning of the words, but in all 
of them there was such direct relationship that it was found that there was a rea- 
sonable basis for the holding that they possessed the same descriptive properties. 

In this case, opposer, while alleging that the goods possess the same descriptive 
properties, and that confusion as to origin is likely, refers not to the possibility 
that a purchaser of applicant’s goods or of its own might be misled, but to the 
possibility that a purchaser of its products might draw some improper inference as to 
the scale upon which its products might be weighed. Accepting such suggestion for 
the purpose of this motion, it is indicated that such purchaser would know that he 
was purchasing applicant’s product and there is nothing which would indicate that 
a purchaser of a scale or weighing machine would regard them as similar in any 
way. Applicant’s scales and opposer’s meats and other products are so inherently 
different in every essential characteristic, that even assuming proof such as that 
suggested by opposer, it is my opinion that the Examiner of Interferences was 
correct in finding that the goods do not possess the same descriptive properties. 

Opposer further contends that the word “Swift”? forms the salient feature of 
its corporate name, and that the opposition should be sustained upon that ground. 
It is sufficient to state that this was not pleaded in the notice of opposition and 
accordingly may not be considered. Emerson Electric Manufacturing Co. v. Emer- 
son Radio & Phonograph Corporation, 24 C. C. P. A. 1279, 90 F. 2d 331; The 
Scholl Mfg. Co., Inc. v. Irving Simon, 597 O. G. 610, 72 U. S. P. Q. 518. Nor 
is ex parte action required. Opposer contends that the fact that the word “Swift” 
has been disclaimed in the application to which opposition is made, cannot affect 
its rights under the confusion in trade clause, and the disclaimer has not been 
considered in that connection. This is, however, material in considering the 
necessity or desirability of taking ex parte action under the name clause. 

The decision of the Examiner of Interferences is affirmed. 
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TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of the word “Joco’s” in combination with the words “Treasure 
Chest,” which are disclaimed, and pictorial representation of a monkey standing before a 
chest held confusingly similar to composite mark consisting of the word “Jacco” displayed 
on a shield or scroll-like background, used on similar goods, under 1905 Act. 
The words comprising the marks held the most conspicuous features thereof and the 
most likely to be regarded as having trade-mark significance. 
TRADE-M ARKS—REGISTRABILITY—EFFECT OF CONSENTS 
Agreement of the parties that the marks are not confusingly similar cannot overcome 
the statutory prohibition against registration of similar marks. 












Appeal from Examiner of Interferences. 

Trade-mark interference proceedings between Margaret J]. Cook and Newark 
Jewelry Manufacturing Company. Cook appeals from decision holding the marks 
confusingly similar and awarding priority to senior party, Newark Jewelry Manu- 
facturing Company. Affirmed. 








A. Yates Dowell, of Washington, D. C., for Cook. 
Simon L. Fisch, of Newark, N. J., for Newark Manufacturing Company. 


























DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences awarding 
priority to the senior party in an interference proceeding involving applications 
for registration under the Trade-Mark Act of 1905. The application of the senior 
party, Newark Jewelry Manufacturing Company, discloses the word “Jacco,” dis- 
played on a shield or scroll-like background. The junior party’s application is for 
registration of a mark consisting of the word “Joco’s” with the words “Treasure 
Chest” appearing in much smaller type across the letters "oco” of “Joco’s,” the 
word “Treasure” being disclaimed. Above the word “Joco’s” is a pictorial repre- 
sentation of a monkey standing before an open chest, apparently a treasure chest. 
These pictorial features are prominent and conspicuous. Registration of both 
marks is sought for jewelry for personal wear, and each specifies various items, 
certain of which, including bracelets, earrings, and necklaces are identical. 

Upon the declaration of the interference a joint motion to dissolve on the 
ground that no interference existed in view of dissimilarities between the marks was 
filed, and was denied by the Examiner of Trade-Marks. A petition to set aside 
such holding and dissolve said interference was denied (169 Ms. D. 887). The 
parties thereupon submitted the matter upon the record without proof and re- 
quested a ruling by the Examiner of Interferences that the marks were so dissimilar 
that no actual interference existed. Such ruling was refused and priority awarded 
to the application of the senior party based upon its earlier filing date. This appeal 
is submitted upon a joint brief expressing the same contention. The words com- 
prising the marks are the most conspicuous feature thereof, and they are most 
likely to be regarded as having trade-mark significance. W. B. Roddenberg Co. 
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v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]. They are virtually 
indistinguishable and the pictorial and background features are not considered 
sufficient to distinguish between them. While careful consideration has been given to 
the contention of both parties that there is no actual confusion in trade, and that both 
in principle and in practice there is no confusion or likelihood thereof, it is still con- 
sidered that under well-settled authority, the marks are so similar as to come within 
the statutory prohibition against registration of similar marks. Soctete Anonyme 
Mido v. Meyer & Studeli Societe Anonyme, 581 O. G. 524, 67 U. S. P. Q. 300; 
Cohn & Rosenberger, Inc. v. Kaufman & Ruderman, Inc., 575 O. G. 572, 65 
U. S. P. Q. 256. The agreement of the parties cannot overcome this statutory 
prohibition. Jn re Laskin Brothers, Inc., 32 C. C. P. A. 820, 146 F. 2d 308. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 





DURO METAL PRODUCTS COMPANY v. HIPWELL 
MANUFACTURING COMPANY 


Commissioner of Patents—March 22, 1949 


OpposITIONS—Proor oF LIKELIHOOD OF CONFUSION—GENERAL 

Opinion evidence as to likelihood of confusion and similarity of goods held entitled to 
little weight. 

Facts that goods of the parties are sold in the same stores and used by the same general 
class of purchasers, while not controlling, are entitled to some weight in determining the 
likelihood of confusion as to source and the general character of the goods. 

Fact that the goods of the parties come within the dictionary definition of “tools” held 
not in and of itself a controlling factor. 

TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Flashlights and hand tools such as screwdrivers, wrenches, hammers and spark testers 
held goods of the same descriptive properties, under 1905 Act. 

TRADE-MARKS—Scope oF ProTECTION—EFFEect oF THIRD PARTY REGISTRATIONS 

Prior: registrations of third parties are not to be considered for purposes of invalidating 

opposer’s registrations and they cannot be used to limit scope of opposer’s rights. 
OpposITIONS—BASIS FOR RELIEF—GENERAL 

Opposer being prior user is entitled to maintain opposition providing the marks and 
goods are confusingly similar whether or not opposer owns any registration. 

Question in opposition is not the extent to which opposer possesses exclusive rights 
but whether or not applicant is entitled to registration. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Duro Metal Products Company against Hipwell 
Manufacturing Company. Opposer appeals from dismissal of notice of opposition. 
Reversed. 


Albert G. McCaleb, of Chicago, Ill., for opposer. 
Archworth Martin, of Pittsburgh, Pa., for applicant. 


DanIELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing a notice of opposition to an application to register the notation 
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“Duro-lite” as a trade-mark for “casings for portable battery-operated flash lamps 
and lanterns” under the Act of 1905. 

The notice of opposition alleges opposer’s ownership and prior use of the word 
“Duro” displayed either alone or in association with other words for a great variety 
of power and hand tools. In support of its claim of damage and of likelihood of 
confusion between the marks as applied to the goods of the respective parties, 
opposer has presented a number of registrations of its mark under the Trade- 
Mark Act of 1905, including specifically No. 298,973, which discloses the mark 
“DuroLite” as applied to screwdrivers, and registration No. 268,130, for the 
mark “Duro-Bilt” for a number of automotive and hand tools. Opposer has 
further taken testimony which substantiates its claim of use of “Duro” either alone 
or with other suffixes, on a complete line of power and hand tools, and “DuroLite”’ 
on tools such as screwdrivers, wrenches, hammers, and spark testers. The Ex- 
aminer of Interferences considered the use of opposer’s trade-mark “DuroLite’’ as 
applied to screwdrivers as typical of opposer’s use of the mark, and it will be so 
considered herein. 

No question is raised as to opposer's priority or ownership and use of the marks 
referred to as applied to its particular goods, and the substantial identity of the 
marks is not questioned. The only question for consideration is, therefore, whether 
or not the goods of the parties possess the same descriptive properties, it being 
obvious, as found by the Examiner of Interferences, that the concurrent use of the 
marks involved would be likely to result in confusion in trade if the goods do possess 
the same descriptive properties. The Examiner of Interferences held that they do 
not, stating that flashlights are not tools and that being merely illuminating devices 
of general utility, differ entirely from opposer’s hand tools in their essential char- 
acteristics, and are used for such highly divergent purposes as to pertain to entirely 
different classes of merchandise. 

In reaching this conclusion the examiner held that opinion testimony of certain 
witnesses as to likelihood of confusion and similarity of the goods was entitled to 
little weight and that the fact that they are on occasion sold through the same stores 
was not conclusive. Each of these propositions is considered to be correct, but | 
cannot agree with the conclusion which the Examiner of Interferences bases thereon. 
The record clearly discloses that flashlights (and applicant’s flashlight casings are 
complete flashlights except for batteries) and tools, such as screwdrivers, hammers, 
wrenches, and other simple implements sold by opposer under its marks are both 
small hand manipulated implements sold in hardware and auto supply stores in 
much the same manner and to the same types of customers. In such establish- 
ments they are often shown in or on the same showcases and displayed in the same 
manner. It is further established that they are used by mechanics, automobile 
repairmen and automobile drivers and others at the same time, that both are often 
carried in the same kits or in cars and that frequently tools such as those of opposer 
cannot be used without the contemporaneous use of flashlights. While it is true, 
as found by the Examiner of Interferences, that neither sales through the same 


general retail outlets nor use by the same persons is conclusive evidence that the 
goods possess the same descriptive properties, it is certainly entitled to some weight 
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in considering the nature and character of the products of the respective parties 
and it would appear that casual purchasers seeing such products displayed in the 
same establishments in the same manner for use by the same purchasers who might 
use them conjointly might be likely to associate them both as to general character 
and as to source and origin. Flashlights may be sold in establishments which do 
not carry tools, but from the record it would appear that few, if any, of the estab- 
lishments which carry tools would not carry flashlights and display and sell them 
in close association with each other. The goods seem more closely related than 
those involved in Heintz v. American Tire Machinery Co., 31 C. C. P. A. 862, 140 F. 
2d 1013 [34 T. M. R. 173]; Three in One Oil Co. v. St. Louis Rubber Cement 
Co., 24 C. C. P. A. 828, 87 F. 2d 479; Elgin American Manufacturing Co. v. 
Elizabeth Arden, Inc., 23 C. C. P. A. 1153, 83 F. 2d 681 [26 T. M. R. 416]. In 
the case of Yale Electric Corporation v. Robertson, 26 F. 2d 972, which passed 
upon the right to registration of a trade-mark, the court held that flashlights and 
locks which are clearly no more similar than the products here involved, possessed 
the same descriptive properties. 

Opposer further contends that flashlights come within the dictionary definition 
of tools. This is a matter of construction, and, as with respect to the other fac- 
tors presented by opposer, is not in and of itself a controlling factor. In view, 
however, of the various factors and particularly of the fact that the goods of each 
of the parties are small hand manipulated implements, frequently displayed and 
sold in the same establishments, often used and sold together and carried in the 
same kits, I cannot agree with the Examiner of Interferences that they are entirely 
different in their essential characteristics, or intended for widely divergent pur- 
poses. They appear to me to be so similar that they must be considered to possess 
the same descriptive properties. Yale Electric Corporation v. Robertson, supra; 
United Battery Manufacturing Co. v. United Metal Box Co., 24 C. C. P. A. 1220, 
90 F. 2d 260 [27 T. M. R. 468]; Kotex Co. v. McArthur, 18 C. C. P. A. 787, 
45 F. 2d 256. Applicant contends that the effect to be given opposer’s registra- 
tions of the mark must be limited in view of prior registrations of the word “Duro” 
for goods stated to be somewhat similar. Not only are such registrations not to 
be considered for purposes of invalidating opposer’s registrations but they cannot 
be used to limit the scope of opposer’s rights. The question involved is not the 
extent to which the opposer may possess exclusive rights, but whether or not the 
applicant is entitled to a registration which constitutes prima facie ownership of 
a mark. Opposer being the prior user is entitled to maintain the opposition, pro- 
viding the marks and goods are confusingly similar, and would be so entitled 
whether or not it owned any registration. V1-Jon Laboratories, Inc. vy. Lentheric, 
Incorporated, 30 C. C. P. A. 916, 133 F. 2d 947 [33 T. M. R. 211]; Trustees 
for Arch Preserver Shoe Patents v. James McCreery & Co., 18 C. C. P. A. 1507, 
49 F. 2d 1068 [21 T. M. R. 148] ; The Fisher Brothers Co. v. The Pep Boys Manny, 
Moe and Jack, 25 C. C. P. A. 818, 94 F. 2d 204 [28 T. M. R. 91]. 

The decision of the Examiner of Interferences is reversed. 
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GAINES FOOD CO., INC., etc. v. THE O. A. COOPER CO. 


Commissioner of Patents—March 22, 1949 


TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Crunchies” held confusingly similar to “Krunchon,” used on similar goods, under 1905 
Act. 
Fact that opposer’s name “Gaines” has been continuously used in association with its 
trade-mark “Krunchon” held immaterial. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Poultry feeds composed of mash, grain or combinations thereof held goods of the same 
descriptive properties as food for animal consumption, particularly dog food, under 1905 
Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Where both marks and the goods are as similar as those involved here, held that the 
so-called doctrine of dissimilarities does not apply. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Gaines Food Co., Inc. (General Foods Corporation, 
assignee, substituted) against The O. A. Cooper Co. Applicant appeals from de- 
cision sustaining notice of opposition. Affirmed. 


Lester E, Waterbury and Frederick E. Mack, of New York, N. Y., and Nelson 
J. Jewett and Thomas L. Mead, Jr., of Washington, D. C., for opposer. 
Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C., for applicant. 


DANIELS, A. C.: 


Applicant appeals from the decision of the Examiner of Interferences sustaining 
a notice of opposition to its application to register the word “Crunchies” under the 
Trade-Mark Act of 1905, as a trade-mark for “poultry feeds, composed of mash, 
grain or combinations thereof.” 

The notice of opposition alleges that since long prior to any date of use claimed 
by applicant, opposer has continuously used the word “Krunchon” in association 
with the word “Gaines,” as a trade-mark for food for animal consumption, particu- 
larly dog food. Opposer has proven ownership of two registrations under the 
Trade-Mark Act of 1905 of a mark consisting essentially of the word ‘Gaines 
Krunchon” for “dog food,” and its use of the composite mark “Gaines Dog 
Krunchon” upon such products in substantial quantities has been established by 
stipulated facts. No question is raised as to its priority of use of opposer’s mark 
upon its goods. 

Applicant contends that while the goods broadly possess the same descriptive 
properties, they differ specifically, and that in view of this and of the differences 
between the marks of the parties, there is no likelihood of confusion. In support 
of this, applicant relies primarily upon the fact that “Krunchon” has been used with 
“Gaines” in all sales of opposer’s product under the mark, and argues that there 
is no likelihood of confusion between such composite mark and applicant’s word 
“Crunchies.” ’’Krunchon,” however, constitutes a conspicuous portion of opposer’s 
mark and is so nearly identical to the mark applicant seeks to register that the two 
marks must be considered confusingly similar. The inclusion of the opposer’s 
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name with the word “Krunchon” in actual use is not sufficient to distinguish them. 
Celanese Corporation of America v. E. I, du Pont de Nemours & Company, 33 
C. C. P. A. 857, 154 F. 2d 143 [36 T. M. R. 130, 133] ; Andrew Norman v. Mira 
Products, Inc., 595 O. G. 476, 72 U.S. P. Q. 142. 

Nor where both the marks and the goods are as similar as the marks here in- 
volved can the so-called doctrine of dissimilarities affect this conclusion. 

The decision of the Examiner of Interferences is affirmed. 


HELENA RUBENSTEIN, INC. v. AGZIM, ETC. 
Commissioner of Patents—March 23, 1949 


OpposITIONS—PROOF OF OWNERSHIP AND Use—EFFEcT OF REGISTRATIONS 
1905 Act registration held prima facie evidence of ownership and use of opposer’s mark. 
OPpposITIONS—PLEADING AND PRACTICE—GENERAL 
Where applicant’s answer admitted issuance of opposer’s registration, copy of which was 
attached to notice of opposition, held there was neither failure of proof nor necessity for 
opposer to file certified copy. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Heavenly Night” held confusingly similar to “Heaven Sent,” used on similar goods, 
under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Helena Rubenstein, Inc., against Michael Agazim, 
doing business as The Floralatoms Company. Applicant appeals from decision 


sustaining notice of opposition. Affirmed. 


Samuel Herrick, of Washington, D. C., for opposer. 
Wilkinson, Huxley, Byron & Hume, of Chicago, IIL, for applicant. 


DantELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining a notice of opposition to this application for registration of a mark 
consisting of the words “Heavenly Night” under the Trade-Mark Act of 1905, as 
a trade-mark for “perfume.” 

The notice of opposition alleges ownership and prior use of the trade-mark 
“Heaven Sent,” together with certain decorative material, for “perfume, toilet water, 
and face powder,” and sets up ownership of registration No. 422,561 therefor, 
registered to opposer prior to appiicant’s filing date. 

The answer to the notice of opposition admitted the issuance of such trade- 
mark registration, a copy of which was annexed to the notice of opposition. 

Upon this appeal, as before the Examiner of Interferences, the applicant con- 
tends that the notice of opposition should be dismissed for failure of proof. Opposer 
made its prior registration of record, and the ownership thereof constitutes prima 
facie proof of ownership and use of the mark. Ely & Walker Dry Goods Co. v. 
Sears, Roebuck & Co., 24 C. C. P A. 1244, 90 F. 2d 257 [27 T. M. R. 462] 
Charles of The Ritz, Inc. v. Elizabeth Arden Sales Corporation, 34 C. C. P. A. 
1029, 161 F. 2d 234 [37 T. M. R. 457]; Rosengart v. Ostrex Co., 30 C. C. P. A. 
1046, 136 F. 2d 249 [33 T. M. R. 284]. 
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In view of the admission in the answer, there was no necessity for filing a 
certified copy of such registration. Celanese Corporation of America v. American 
Viscose Corporation, 80 U. S. P. Q. 183. The prima facie showing constitutes 
evidence even though no testimony was taken, and applicant accordingly was not 
entitled to judgment pursuant to Rule 24.4. 

Since the goods of the respective parties are identical, the only question remain- 
ing is that of similarity of the marks. Considered in their entireties, as applied 
to the goods, I agree with the examiner that “Heavenly Night” and “Heaven Sent” 
are essentially arbitrary in character, that they are so largely characterized by the 
similar initial words and that their concurrent use upon these products would be 
reasonably likely to cause confusion in trade or to deceive purchasers. Vi-Jon 
Laboratories, Inc. v. Lentheric Incorporated, 30 C. C. P. A. 916, 133 F. 2d 947 
[33 T. M. R. 211]; Rice-Stix Dry Goods Company v. Industrial Undergarment 
Corporation, 33 C. C. P. A. 813, 152 F. 2d 1011. 


The decision of the Examiner of Interferences is affirmed. 


EX PARTE OHIO MUF-L-COTE COMPANY 


Commissioner of Patents—February 9, 1949 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Muf-L- Cote” held descriptive of coating compositions in the nature of paints and in- 
gredients thereof which are painters’ materials and, more particularly, for application to 
automobile parts and the like for sound deadening purposes, as expressing a characteristic 
or function of the use of the product. 
Marks which are merely indicative of function or result of the use of goods are de- 
criptive. 
TRADE-MARKS—REGISTRABILITY—DISTINCTIVE DISPLAY 
Fact that mark is printed in script held not to constitute distinctive display. 
Distinctive display of descriptive term would not justify registration under 1905 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Ohio Muf-L~-Cote Company. 


Applicant appeals from refusal of registration. Affirmed. 


Gordon C. Mack, of Akron, Ohio, for applicant. 
DANIELS, A. C.: 


Applicant appeals from the final refusal of its application to register the nota- 
tion “Muf-L- Cote” under the Trade-Mark Act of 1905, as a trade-mark for 
“coating compositions which are in the nature of paints and ingredients thereof 
which the painters’ materials and, more particularly, for application to automobile 
parts and the like for sound-deadening purposes.” Refusal is based upon the hold- 
ing of the examiner that the mark is merely descriptive as applied to applicant’s 
goods. The examiner has found that the mark is merely a phonetic misspelling of 
the words “‘muffle coat,” and that “Cote’’ combined with “Muff-L” results in an 
expression that would immediately and directly convey to prospective purchasers 
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the alleged purpose or function of applicant’s goods “for sound-deadening pur- 
poses.” 

On this appeal applicant apparently does not question the examiner’s holding 
as to the mark being a phonetic misspelling, but contends that the word “muffle” 
may be either a noun or a verb, but is not an adjective. Based upon this, it is 
argued that a muffle paint must be a paint for a muffle, it being stated that under 
appropriate dictionary definition muffle means a certain type of furnace. It is thus 
contended that “Muf-L- Cote” applied to a paint designed to resist the high heat 
of a muffle furnace would be unregistrable because it is descriptive, and that having 
this descriptive meaning it cannot be descriptive as applied to applicant’s product. 
It is further contended that having the proper grammatical meaning as a paint 
for a muffle it cannot have the meaning ascribed to it by the examiner. Without 
questioning applicant’s careful grammatical analysis of the term “Muf-L- Cote” 
and other examples of similar words set out in the brief, I cannot ascribe this 
meaning to the term, nor believe that any such meaning would be accepted by the 
public for such a term when applied to a paint intended to coat material to muffle 
sounds. That it expresses a characteristic or function of the use of the product 
and is merely descriptive rather than suggestive appears obvious in considering 
any meaning that would ordinarily be ascribed to these words as applied to this 
product. Marks which are merely indicative of the function or result of the use 
of the goods are descriptive. Beckwith v. Commissioner of Patents, 252 U. S. 
539, 1920 C. D. 471; McPartland v. Montgomery Ward & Co., Inc., 35 C. C. P. A. 
802, 164 F. 2d 603; In re W. A. Sheaffer Pen Co., 34 C. C. P. A. 771, 158 F. 2d 


390 [37 T. M. R. 63]. Nor could the fact that the mark is printed in script be 
considered distinctive display even if distinctive display of a descriptive term would 
justify registration under the 1905 Act, which is not the case. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE CARON, ETC. 
Commissioner of Patents—March 17, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Crillon” held confusingly similar to “Carillon,” used on similar goods, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Similarity as to either sound or appearance held sufficient to require refusal of registra- 
tion. 


Appeal from Examiner of Trade- Marks. 
Application for registration of trade-mark by Claude Caron, doing business as 
Guermantes. Applicant appeals from refusal of registration. Affirmed. 


Henry Gifford Hardy, of San Francisco, Cal., for applicant. 


Danie Ls, A. C.: 


This is an appeal from the final refusal of an application to register a trade- 
mark for “perfumes, cologne and toilet water,” under the Trade-Mark Act of 1905. 
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The mark sought to be registered consists of the word “Crillon.”” As shown in 
the specimens and drawings the upright portions of the letter “L” in the word are 
extended upwardly to approximately twice the normal length thereof. Registra- 
tion has been refused in view of a prior registration under the Act of 1905 of the 
word “Carillon” as a trade-mark for “perfume.” 

The reasons for appeal are set out in eighteen separate paragraphs, which will 
not be separately considered since the only question involved is whether or not the 
mark of applicant is confusingly similar to that of the prior registration within the 
meaning of Section 5 of the Trade Mark Act of 1905. It is applicant’s contention 
that there is no such similarity between these marks in sound, appearance and mean- 
ing. Accepting this contention as to meaning, they appear to me to be virtually 
identical in both sound and appearance. The extension of the staff or upper por- 
tion of the letters “L” is certainly not sufficient to distinguish between them and 
there is no assurance as to how either of such marks might be pronounced by the 
public generally. The American Products Company v. Leonard, 19 C. C. P. A. 
742, 53 F. 2d 894 [21 T. M. R. 221]. Similarity as to either sound or appear- 
ance is sufficient to require refusal. Celanese Corporation of America v. E. I. du 
Pont de Nemours & Co., 33 C. C. P. A. 857, 154 F. 2d 143. 

The decision of the Examiner of Trade-marks is affirmed. 


EX PARTE THE ADLER COMPANY 
Commissioner of Patents—April 1, 1949 


INTERFERENCES—PLEADING AND PRACTICE—GENERAL 
Interference proceedings should be initiated only upon express request of applicant. 
Applicant having requested interference as to some prior registrations cited by Examiner 
and having argued that others were dissimilar, held to have requested interference as to 
all registrations regarded as pertinent by Patent Office. 
TRADE-M ARKS—REGISTRABILITY—TEN-YEAR CLAUSE 
If applicant elects to include claim of exclusive use during ten-year period in 1905 Act 
application, held that such language may not be considered mere surplusage though Patent 
Office considers mark to be arbitrary and the language unnecessary. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by The Adler Company. Applicant 
appeals from refusal of registration Modified. 


Allen & Allen, of Cincinnati, O., for applicant. 


DANIELS, A. C.: 


This is an appeal from the final refusal to register a trade-mark for “knitted 
socks,” under the Trade-Mark Act of 1905. The mark sought to be registered 


, 


consists of the word “Eagle,” and the application contains a claim of continuous, 
actual and exclusive use of the mark as a trade-mark for ten years prior to Febru- 
ary 20, 1905, in accordance with the ten-year proviso of Section 5 of the Trade- 
Mark Act of 1905. Registration has been refused in view of the inclusion of such 
statements of use during the ten-year period which are said to be unnecessary, 
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and in view of several prior registrations of trade-marks under that Act for vari- 
ous articles of wearing apparel. Applicant appeals from the refusal because of 
the inclusion of such statements of use prior to 1905, and, because of the failure 
to declare an interference with certain of the prior registrations. The grounds for 
appeal do not include that of refusal to register because of the prior registrations, 
and each of them must therefore stand as references requiring refusal of registra- 
tion in the absence of interference proceeding. 

In setting up the prior registrations, the examiner pointed out that, in view of 
the date of use alleged, applicant was entitled to a declaration of an interference, 
if it “so desires and requests.” After other proceedings, the applicant requested 
interference with certain of such prior registrations, but excluded certain others 
from the request. In response to this request, the examiner pointed out that all 
cited references stand as a bar to the registration sought and not merely those 
selected by applicant. The examiner stated that interference proceedings should be 
initiated only upon the expressed request of applicant, pointing out that “the Patent 
Office cannot encourage litigation by automatically declaring an interference each 
time this particular combination of circumstances arises.” Such action puts other 
parties (the owners of other registrations or applications) to trouble and expense 
and unless an applicant clearly indicates that it is prepared to further prosecute 
the application to the extent necessary for contested proceedings should not be 
declared. Applicant, in failing to request interference with the specific registrations 
omitted from its request argued that they were not proper references in that there 
was no similarity between the mark disclosed in its application and those of such 
registrations, and apparently for this reason would not specifically request inter- 
ference therewith. Applicant has, however, specifically requested that an inter- 
ference be declared. While, in so doing, it may not exclude references which 
stand as a bar to his registration, neither does it seem necessary that it make a 
request which might possibly be interpreted as conceding similarity between its 
mark and the marks of the registrations referred to. While this stand is perhaps 
of a technical nature, it would appear that, considering the entire tenor of the papers 
involved in the prosecution of this application, and particularly in view of the filing 
of this appeal, the applicant has not only specifically requested that an interference 
be declared, but at least by inference that it include all marks which the Patent Office 
regards as pertinent. Since all of the registrations cited stand as references re- 
quiring refusal of the registration in the absence of the successful prosecution of 
an interference by applicant, this necessarily requires that all registrations cited 
be included. It is accordingly believed that the applicant has complied with the 
requirements of the examiner, and that it is entitled to declaration of an interference 
which would include all prior registrations which the examiner may consider perti- 
nent, excluding, of course, certain registrations which may have expired since the 
last action by the examiner, in the event they have not been renewed. 

The refusal to register in view of the inclusion of the claim of exclusive use 
for ten years next preceding the enactment of the Trade-Mark Act of 1905 is 
apparently based upon the fact that such claim is unnecessary and accordingly the 
language constitutes mere surplusage. 
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Unnecessary material which has no bearing upon applicant’s rights should not 
be included in an application. In this case, the examiner has found that the mark 
presented is an arbitrary one which may be registered without such showing. The 
precise reasons for applicant’s insistence upon retaining it is not apparent from 
the papers before me. It cannot affect the refusal of registration over prior registra- 
tions, and would ordinarily relate only to marks coming within the other clauses 
of Section 5 of the Act, such as marks which are descriptive, geographical, or con- 
sist only of surnames. Thaddeus Davis Company v. Davids Mfg. Co., 233 U. S. 
461, 1914 C. D. 367. The examiner having indicated that the inclusion of this 
language is unnecessary to obtain registration (apart from the question of prior 
registrations) a conclusion with which I agree, there seems little necessity for 
retaining the clauses referred to. It may be, however, that applicant is aware of 
facts which require inclusion of these statements which are not apparent from the 
record or for other reasons feels that it is not entitled to registration in the absence 
of a showing of such early use. If the applicant elects to apply for a registration 
based upon such early use, even though this may not be considered necessary, 
it would appear that it is entitled to make such claim. The examiner having pointed 
out that the statements are unnecessary appears to have performed his full duty 
and if the applicant insists upon the inclusion, it cannot be said with certainty that 
they are merely surplusage. 

Should further developments in any interference proceeding, which may be in- 
stituted, show that others had used similar marks for similar products during the 


critical ten-year period, a different situation may be presented. But until such a 
situation actually arises it is useless to speculate on what action might then be 
required. 

In view of the foregoing, this application is remanded to the Examiner of Trade- 
Marks for further action in accordance with the foregoing, and the final refusal to 
register is modified to the extent indicated. 
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